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INTERNATIONAL TRADEMARK PROTECTION'* 


By Francis J. Sullivan* * 


The proper management and protection of trademarks neces- 
sarily involves a consideration of the manifold problems which 
confront United States trademark owners in foreign countries. 

There are approximately 135 countries throughout the world 
having provisions for obtaining trademark protection. While no 
attempt will be made in the time allotted to discuss in detail the 
specific problems involved in obtaining protection in foreign 
countries or of the peculiarities of certain foreign statutes, this 
discussion will outline some of the overall basic considerations 
and policies which enter into the establishment of a program for 
protecting trademarks in foreign countries. 


Foreign Registrations 


In my opinion foreign trademark registrations are compa- 
rable to insurance policies—they are highly desirable when an 
emergency arises. In most situations the emergency quickly arises 
when a third party infringes upon the trademark rights of the 
owner. Quite often the expenditure of a nominal amount in regis- 
tering a trademark at the inception of a marketing program in a 
particular country can avoid substantial future litigation ex- 
penses. This is true whether a third party is being charged with 
trademark infringement or where, inadvertently, you have in- 
fringed upon the registered trademark of a third party. 

Undoubtedly we are all aware of the fact that in the United 
States a trademark infringement suit may be successfully brought 
in the absence of a registration for the trademark involved. How- 
ever, the general rule in foreign countries is that an unregistered 


t 800.4—oTHER STATUTES—FOREIGN LAW. 
* The above paper was one of a series of addresses delivered at the Practising 
Law Institute program entitled “Managing and Protecting Trademarks,” July 18-22, 
1960, in New York. 
** Partner in the firm of Alexander, Maltitz, Derenberg & Sullivan; member of 
the New York Bar; Associate Member USTA. 
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trademark has no legal status. In the absence of a foreign regis- 
tration the remedy, if any, involves either an action for unfair 
competition or for “passing-off.” In addition, the lack of a foreign 
registration may result in an inadvertent infringement of a 
registered trademark of a third party especially in those countries 
where the first registrant acquires exclusive rights superior to 
those of a prior user. 

It is suggested when planning a foreign trademark program 
that a list be first compiled of all the potential markets for the 
trademarked product and each market be classified as to whether 
the country involved gives exclusive rights to the “first registrant” 
(hereinafter called a “first registrant country”) or to the “first 
user” (hereinafter called a “first user country”). It is to be noted 
that the “first user countries” outnumber the “first registrant 
countries” by two to one. 

The term “first user country” may be somewhat overly broad 
because with the exception of the United States, Puerto Rico, 
the Philippines and Burma, one can apply for registration in 
the so-called “first user countries” without having made actual 
use of the mark. For example, those countries which permit 
applications based on “intention to use.” The term “first user 
countries” is used herein to cover those countries where the 
first user, even without the benefit of a registration, has the 
right against a subsequent user, to oppose and/or petition for 
cancellation. 

Apart from the United States, the Philippines, Puerto Rico 
and Burma (and also excluding those countries that require a 
home registration), one can select a trademark today and im- 
mediately apply to have the mark registered throughout the world 
without having made an actual use of the mark. However, in many 
of the “first user countries” such a registration is subject to can- 
cellation if use is not commenced within a specified period from 
the date of registration or, if use has commenced, it is thereafter 
followed by a continuous period of non-use. In most countries 
where there is such a provision the specified time is a five-year 
period. 

The situation in the first registrant countries is quite different 
for, with a very limited number of exceptions, there is no require- 
ment whatsoever to use the mark and it is generally possible to 
renew the original registration at the end of its expiration period 
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without having commenced use of the mark in the particular coun- 
try involved. 

Many trademark attorneys in the United States are urging 
the enactment of legislation permitting applications for registra- 
tion of trade and service marks, prior to their actual use, when 
based upon a declared intent to use, provided actual use occurs 
before registration. Such a law presently exists in Canada where 
you can file an application based upon a proposed use. The appli- 
cation will be processed in the usual manner and published for 
opposition purposes. However, before the registration is issued, 
it is necessary to file an affidavit setting forth that you have ac- 
tually commenced use of the mark in Canada. Of course, the 
Canadian application can also be based on the ownership of a 
corresponding United States registration; actual use in Canada; 
or on having made your mark known in Canada through adver- 
tisements either in Canadian publications or in American publi- 
cations that are circulated in Canada. 

In those countries that follow the British practice, e.g., Aus- 
tralia, India, New Zealand, Pakistan, etc., the application may be 
based either upon actual use or proposed use. These countries 
differ from Canada in that an application based upon proposed 
use will mature into a registration even in the absence of actual 
use of the trademark. 

It is difficult to state whether registration or use is of greater 
importance. As we already discussed, one may usually apply for 
registration without prior use and it is advisable to proceed with 
the prompt filing of applications in those countries where you 
anticipate a market for your product, whether such countries be 
in the first registrant or first user category. Also, in the first 
user countries it is advisable to make use of your trademark at 
the earliest possible date, whether such use be prior to or subse- 
quent to the filing of the application. 

One may ask why not merely establish use in the so-called first 
user countries, and then subsequently consider filing applications 
for registration? However, as aforesaid, a foreign trademark 
registration is comparable to an insurance policy because of the 
protection afforded. The various advantages of a foreign trade- 
mark registration include the following: 

1. Generally, an unregistered trademark has no legal status 


and ownership of a registered trademark is a prerequisite 
for commencing an infringement suit. In Great Britain 
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and in the other countries which follow the British practice 
it is possible to institute a passing-off action without a 
registration. However, proving “passing-off” in an action 
is much more expensive and much more involved than a 
trademark infringement suit. 


2. In many first user countries ownership of a registration 
prevents the registrant from being charged with infringe- 
ment by a prior user. In such countries the prior user’s 
remedy is limited to filing a petition for cancellation of 
the registration. 


3. In several of the first user countries, the first use and 
registration provides the right to oppose and/or cancel, 
whereas the first user without a registration has only the 
right to cancel. Furthermore, in many first user coun- 
tries the ownership of a registration extends the statutory 
period for instituting a cancellation proceeding. 


4. Generally, in first registrant countries the right to oppose 
an application or cancel a registration is limited to regis- 
trants. 


5. In those countries where a pre-registration examination 
is made as to prior conflicting marks the existence of your 
registration should normally preclude the publication or 
registration of a confusingly similar trademark. In my 
opinion, this is one of the most important advantages 
given by an existing registration. 


As aforesaid, apart from the United States, the Philippines, 
Puerto Rico and Burma and those countries that require a 
basic home registration, one can apply immediately for registra- 
tion without having commenced use of his mark. The number of 
foreign countries that require the ownership of a basic home 
registration as a prerequisite for filing has been substantially 
reduced since the end of World War II. 

The countries that still require ownership of a basic U. S. 
registration are Belgium, Bulgaria, Czechoslovakia, Cuba, Fin- 
land, Guatemala, Honduras, Hungary, Iceland, Panama, the Phil- 
ippines, Poland, Portugal, Turkey, Uruguay and the U.S.S.R. 
However, some of these countries offer an alternative method of 
applying for registration in the absence of a home registration. 
For example, in Cuba the application may be based on a declara- 
tion of use; in the Philippines, in addition to the required two 
months’ use prior to the filing of the application, you may submit 
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a legalized statement explaining why there is no basic U. S. 
registration; in Uruguay the application may be based either 
upon the first foreign registration granted or a statement that 
the mark has not been registered in any country. 

A lower court in Belgium recently ruled that a Belgian regis- 
tration was valid even though the registrant did not own a cor- 
responding home registration. No appeal was taken from this 
decision and presumably a home registration is no longer required 
in order to obtain a valid registration in Belgium. 

Registrations obtained in foreign countries on the basis of a 
U.S. registration are generally independent of the U. S. registra- 
tion. Stating this differently, the registrations are not dependent 
on the continued existence of the U. S. registration. The excep- 
tions to this rule are Cuba, Panama and Honduras, and in these 
three countries proof of the renewal of the basic U. S. registration 
should be filed promptly. In countries such as Bulgaria, Czechoslo- 
vakia, Hungary and Russia it will be necessary to file proof of 
the renewal of the basic U. S. registration when applying for 
renewal of the foreign registration. 

Normally, in a discussion of this type we would first discuss 
foreign searches and the registrability abroad of the trademark. 
However, many people mistakenly believe that the use require- 
ment abroad is similar to that which exists in the United States, 
and it was therefore believed advisable to clarify the use require- 
ment before the following discussion of searches and registrability. 

When selecting a trademark for use in foreign countries, one 
must, of course, consider whether the mark is registrable abroad. 
Generally, any trademark that is registrable on the Principal 
Register in the United States is registrable abroad. In fact, many 
countries will accept for registration marks that are not con- 
sidered as good technical trademarks in the United States and 
which qualify here only for registration on the Supplemental 
Register. Conversely, Sweden, Great Britain and a few other 
countries that follow the British practice will not accept for 
registration trademarks that consist merely of letters without a 
definite meaning, even though the trademarks have been regis- 
tered on the Principal Register in the United States. In con- 
nection with registrability one should also determine whether 
the proposed trademark lends itself to an obscene or unfavorable 
connotation in the language of any of the foreign countries where 
one intends to use the mark. 
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The next point to consider is whether foreign searches should 
be made before filing applications. The answer depends on sev- 
eral factors. In the event the product is in the pharmaceutical or 
chemical field it is definitely advisable to have searches made re- 
gardless of the number of countries in which you propose to file 
applications. If the filing program includes a large number of 
countries and the product is other than a pharmaceutical or chem- 
ical product, one might file the applications without incurring the 
expense of trademark searches provided that it is not proposed 
to commence actual distribution of the product abroad in the 
immediate future. It has been my experience that if a mark 
is registrable in the United States it is generally available 
for registration abroad, a possible exception being a trademark 
used with a pharmaceutical or chemical product. In the event 
distribution of the product abroad is about to begin, it is recom- 
mended that searches be made regardless of the expense involved 
in order to avoid a possible infringement of an existing registered 
trademark and the inconvenience of being compelled to withdraw 
the trademarked product from the particular market until a new 
trademark can be substituted. 

After selection of the trademark one should consider the 
extent of the coverage available abroad by a single application. 
Most foreign countries have classification systems (including 40 
eountries that have adopted the international classification), and 
the general rule is that a separate application is required for 
each class of goods. However, it is permissible in a few coun- 
tries to file a single application and then pay a nominal addi- 
tional filing fee for each additional class involved. In several 
foreign countries there is no classification system whatsoever, 
and all kinds of products may be covered in a single application 
upon payment of a single filing fee. 

Where the application must be based on a home registration 
it is generally limited to the goods recited in the U. S. certificate 
of registration. Sometimes this may necessitate more than one 
foreign application because of the differences in the classifica- 
tion systems. For example, under the new classification system 
which was recently adopted in Free China it would be necessary 
to file no less than nine applications in order to obtain the same 
coverage as might be obtained in a single U. S. registration in 
Class 14, Metals and metal castings and forgings. The explanation 
is that the new classification system in Free China has sub-groups 
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within classes and it is necessary to limit the application to the 
particular sub-group within the class and many sub-groups cover 
only a specified type of metal. 

In the Philippines, Burma and Puerto Rico, where prior use 
is a prerequisite for filing, it is reeommended that the application 
be limited to the goods with which the mark has been used. 

Let us assume that the filing program has been completed 
and that the certificates of registration from the various coun- 
tries are being received. A word of caution at this point is timely. 
It is generally understood and correctly so, that a trademark 
registration affords protection for the registered trademark not 
only in respect of the goods named in the certificate of registration 
but also for related goods. However, whether it be in the United 
States or a foreign country, one should be careful not to use the 
registration legend when the trademark is used with goods other 
than those named in the certificate. Also, care should be taken not 
to use labels bearing a registration legend in countries where the 
mark is not registered. 

The only countries that make use of the registration legend 
compulsory for all products are Chile, Guatemala, Korea, Mexico 
and Peru. One cannot sue for infringement in these countries if 
the legend is not used. The countries that make use of the regis- 
tration legend compulsory in respect of pharmaceutical products 
include Colombia, Costa Rica, Greece, Iran and Spain. 

Before concluding this phase of the discussion, it should be 
noted that Cuba, Chile and Mexico require that the mark be used 
as registered and registered as used. Any substantial variation 
of the registered mark in these countries may result in the invali- 
dation of the registration. 


Licensing of Trademarks 


The licensing of trademarks is generally permissible and for 
the purpose of this discussion foreign countries may be classified 
into three groups, namely, the “registered user” countries; the 
countries where licensing is permissible with little or no official 
formality; and the countries where licensing of trademarks is 
ordinarily prohibited. 

Prior to 1938 the licensing of registered trademarks was 
prohibited in Great Britain and in countries such as Australia, 
Canada, Hong Kong, Jamaica, New Zealand, India, Singapore, 
South Africa, ete., that follow the British practice. In 1938, 
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Great Britain adopted a new trademark law which includes pro- 
visions for the recordation of a licensee as a “registered user.” 
A formal application to record the licensee is filed with the 
Registrar and, if he is satisfied that there has been compliance with 
the statutory requirements, he will accept the application and 
record the licensee as a registered user. If the registrant permits 
his registered trademark to be used by a person other than a 
registered user, the registration is subject to cancellation. This 
might occur where an alleged infringer petitions for cancella- 
tion on the grounds that the mark has been used by a licensee 
without benefit of the registered user recordation. 

In recent years most of the British Dominions, Colonies, 
Possessions and Protectorates have amended their laws so as to 
include the registered user provisions. In 1940 India adopted 
substantially the same registered user provisions as appear in 
the British Trade Marks Act, 1938, but the provisions were 
revised last year by the Indian Government and, in my opinion, 
this revision is sufficiently important to discuss. The current 
trademark law in India is the Trade and Merchandise Marks Act, 
1958, which became effective on November 25, 1959. Under this 
Act, in addition to the usual registered user forms, an authen- 
ticated copy of the license agreement between the parties and also 
a supporting affidavit must be submitted. Rule 82 of this Act 
requires that the application form be accompanied by the following 
documents: 


a) The written agreement between the parties with respect 
to the licensing of the trademark; 


b) The documents and correspondence, if any, mentioned in 
the agreement or duly authenticated copies thereof; 


ce) Agreements, if any, or duly authenticated copies thereof, 
entered into between the parties relative to the purchase 
of materials by the licensee from the licensor or regulating 
the price at which the trademarked goods should be sold 
or the maintenance of particular prices for such goods; 


A eopy of the license agreement on record at the Indian 
Patent Office, if any, where the proposed registered user 
has been recorded as a licensee of an Indian patent pre- 
viously granted to the registered proprietor or its prede- 
cessor in title; 
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e) An authenticated copy of the certificate of incorporation 
(or deed of partnership) of both parties; 


f) An affidavit made on behalf of the licensor testifying to 
the genuineness of the documents accompanying the ap- 
plication and containing certain specified particulars and 
statements such as the actual relationship between the 
parties, how the licensor acquired ownership of the mark, 
whether the licensor has previously acquiesced in the use 
of the mark by a person without benefit of the registered 
user recordation, ete. 


The new registered user requirements in the Dominion of 
India are by far much more exacting than those which presently 
exist in Great Britain or any other country that has the registered 
user provisions. If the occasion should arise to prepare a regis- 
tered user application for India I suggest that careful considera- 
tion be given to each and every requirement set forth in Rules 82 
and 83 as well as Section 49 of the Trade and Merchandise Marks 
Act, 1958. Incidentally, the new Indian Act provides for the auto- 
matic cancellation in 1962 of existing registered user recordations 
that were effected under the old Act. 

The group of countries where licensing of trademarks is per- 
mitted with little or no formality would include the Latin American 
countries and the Continental European countries. In most of 
these countries the trademark laws make no specific reference to 
licensing and a trademark is generally considered in the same cate- 
gory as any other property right and may be freely transferred or 
licensed. To my knowledge, there is no country in this group 
where it is compulsory to record the licensed agreement. However, 
in some countries the Trademark Office will record a license agree- 
ment even though the Trademark Act makes no reference to such 
recordals. Whether or not it is intended to record a license agree- 
ment, an appropriate license agreement should be executed by the 
parties. In those countries where a registration is subject to can- 
cellation on the grounds of non-use, be certain to verify that use 
by the licensee inures to the licensor’s benefit. If it does not, there 
should be a reservation of the licensor’s right to make at least a 
token use periodically to avoid a possible cancellation of its reg- 
istration on the ground of non-use. 

The third group of countries, those where the licensing of 
trademarks is not ordinarily permitted, includes Egypt, Hire, 
Germany, Iraq, Iceland, Israel, Korea, Finland and those few re- 
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maining British colonies that have yet to adopt the registered 
user provision. The licensing of trademarks in such countries is 
not uncommon and this is particularly true of Germany. It is gen- 
erally believed that there is only a minimum risk if strict control 
over the licensee’s use of the registered trademark is exercised 
and deception on the part of the purchasing public as to the owner- 
ship of the mark is avoided. 

In the event, for business purposes, it is deemed necessary to 
permit a licensee in any foreign country to use the trade name or 
trademark as part of its corporate name or trade name, be sure 
to clearly spell out that such use is covered by the license agree- 
ment and is to be discontinued immediately upon termination of 
the agreement. In my opinion, it is a mistake to permit a licensee, 
other than a wholly owned or controlled subsidiary, to include 
either your trade name or trademark in its business title. If per- 
mission is granted to an unrelated licensee to incorporate the trade 
name or trademark in its business title, the license agreement 
should provide that any trademark subsequently adopted by the 
licensee is to be registered in the owner’s name. Where the licensee 
does not use the owner’s trade name or trademark in its business 
title, the agreement should prohibit the licensee from using another 
trademark in association with the licensed trademark unless the 
second mark is also registered in your name. 


Assignments 


Where the assignee has acquired all of the assets, including 
the good will of the assignor’s business, you have no problem in 
effecting a transfer of registered trademarks. However, in quite 
a few countries there can be no valid assignment without a trans- 
fer of the assignor’s business and the good will attached to the 
marks. Therefore, | suggest careful consideration be given to the 
assignment requirements of the particular country involved before 
committing yourself to the transfer of the registered trademarks. 

One important point to keep in mind is that the execution of 
assignment documents is not necessary where there has been a 
corporate merger. If corporation A merges into corporation B, 
you can effect the transfer of record title by the recordation of 
the certificate of merger. Let me repeat—it is not necessary to 
prepare and record assignment documents where there has been 
a statutory merger. When recording a certificate of merger in 
foreign countries the foreign translation charges may be reduced 











Vol. 50 TMR INTERNATIONAL TRADEMARK PROTECTION 887 





by requesting the Secretary of State of the state in which the sur- 
viving corporation is domiciled to issue a “short form” certificate 
in lieu of the certified copy of the actual certificate of merger. 
The short form certificate is normally limited to a certification that 
on the blank day of blank month and year, corporation A merged 
into corporation B. The same procedure ean be followed when 
you are recording a change of corporate name. 

In Latin American countries the usual practice for recorda- 
tion is to file a separate petition for each registration included 
in the assignment document. Frequently when an assignee has 
acquired all of the assets of the assignor, the assignee may have 
some reservations as to whether it wishes to ineur the expense 
of recording the transfer of all of the registered trademarks. In 
the Latin American countries it is generally possible to effect 
the recordation of the assignment document in respect of one or 
more of the registrations included therein and then, at a subse- 
quent date, again record the assignment document in respect of 
one or more of the remaining registrations. 


Miscellaneous 


The United States is a member of the International Conven- 
tion and also the Pan-American Convention. Priority of the U.S. 
filing date may be claimed if the application in the other member 
countries is filed within six months from the filing date of the 
U. S. application. 

The United States is not a member of the Arrangement of 
Madrid (1891) which set up the Berne Bureau for the international 
registration of trademarks. After a national of a member country 
obtains a registration in his home country he can deposit a copy 
of same with the Bureau and specify the member countries where 
he desires to register his mark. A nominal registration fee is 
charged for each country. Since the United States is not a mem- 
ber, U. S. applicants cannot file foreign applications through the 
Berne Bureau. An inexpensive method of determining if a par- 
ticular trademark has been registered in any of the countries 
that are members of this Arrangement is to have a search made 
at the Bureau. However, it is not a positive search for a trade- 
mark owner might register a mark in his home country without 
seeking additional foreign registrations through the Berne Bureau. 
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Should you apply for registration of a mark similar to one of 
your own existing registered trademarks, the countries that follow 
the British practice require the registrant to agree to the “asso- 
ciation” of the mark. This merely means that one mark may not 
be assigned without the other. 

In most foreign countries the trademark laws provide for 
incontestability in that after a specified period of time the regis- 
tration is beyond “attack”. This period varies but the longest 
period is seven years. 

In the United States a registered trademark may be recorded 
with the Bureau of Customs so as to preclude the importation of 
similar goods bearing the identical trademark or a confusingly 
similar trademark. In many foreign countries the Customs author- 
ities will act upon the complaint of a trademark registrant and, 
in some circumstances, will effect a seizure of the goods bearing 
the infringing trademark. 

Although the U. S. registration extends to Puerto Rico it is 
generally considered advisable to obtain a Puerto Rican registra- 
tion. Experience has shown that ownership of a Puerto Rican reg- 
istration is advantageous if you must initiate proceedings against 
a local Puerto Rican infringer. 

Unlike the United States, the Philippines Trademark Office 
is still accepting non-use affidavits without a showing that non-use 
is due to “special circumstances which excuse such non-use.” How- 
ever, if a non-use affidavit must be filed, it is advisable to give 
some explanation as to why its mark has not been used in the 
Philippines. 

The United Arab Republic recently gave notice of its ad- 
herence to the International Convention. At the present time it 
is still necessary to obtain separate registrations in Egypt and 
Syria despite the existence of the United Arab Republic. Also, 
one is still required to file separate renewal applications in both 
countries. 

I previously made mention of the new trademark act in India. 
During the past year new trademark laws have also been enacted 
in Japan and Peru and a new law in Denmark on October 1, 1960. 
The principal change in the new Japanese law is that it provides 
for licensing of trademarks and permits the assignment of trade- 
marks without good will. Under the new Peruvian law marking 
requirements are mandatory, licenses may be recorded, and you 
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ean apply for registration of service marks, association and 
certification marks. 

The new Danish law also permits the registration of service 
marks. The other changes include provisions for the filing of 
oppositions which are not permissible under the present law, the 
adoption of the international classification system and provides 
for the optional recordal of trademark licensing agreements. It 
is anticipated that laws similar to the new Danish trademark act 
will soon be adopted in Sweden, Norway and Finland. 


Conclusion 


I trust my comments and suggestions may have served to 
stimulate interest in the problems of international trademark 
protection and to have emphasized the necessity of obtaining for- 
eign registrations, particularly in those countries where the first 
registrant acquires exclusive trademark rights, even as against 
a prior user. 
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CANCELLATION OF TRADEMARKS'!* 


By Lenore B. Stoughton** 


In its most common connotation in relation to trademarks the 
word “cancellation” denotes a direct attack on a trademark regis- 
tration through a formal petition in the Patent Office. But the 
Trademark Act does provide other means and procedures for can- 
cellation, and the first one is found in Section 7(d). This permits 
voluntary surrender by the registrant. Such a step is occasionally 
taken as part of a settlement of a trademark controversy or by 
friendly arrangement with a would-be registrant of a similar mark; 
also sometimes as a part of an abandonment program for tax pur- 
poses. The application may state the reason for the surrender but 
is not required to do so. 

Next is Section 8(b) prescribing cancellation upon failure to 
file a suitable supporting affidavit within the sixth year after 
registration or republication under the 1946 Act. Such cancellation 
is routine and mandatory. The statute allows the Commissioner 
no discretion to extend the time even so much as thirty minutes 
past midnight of the last day.’ 

However, the Commissioner does have and does in fact exer- 
cise considerable discretion as to the sufficiency of an affidavit to 
show either use or excusable non-use of the registered mark. The 
subject of acceptable and defective affidavits was discussed in 
an excellent article by John H. Merchant,’ and there have been 
various reported cases discussing rejections of affidavits as failing 
to show proper use® or failing to show an adequate excuse for 
non-use.* 


Petitions to Cancel 
Section 14 prescribes the conditions and some of the grounds 
for petitions to cancel registrations on the Principal Register or 


t 300.3—CANCELLATION. 

* The above paper was one of a series of addresses delivered at the Practising 
Law Institute program entitled “Managing and Protecting Trademarks,” July 18-22, 
1960 in New York City. 

** Member of the firm of Rogers, Hoge & Hills; member of the New York Bar; 
Associate Member USTA. 

1. Ez parte Radio Corporation of America, 114 USPQ 403, 47 TMR 1404 (Com’r) ; 
Ex parte Buchicchio, 118 USPQ 40, 48 TMR 1412 (Com’r). 

2. The Section 8 Affidavit—Use and Excusable Non-Use, 49 TMR 911 (1959). 

3. In re Continental Distilling Corporation, 117 USPQ 300, 45 CCPA 863, 48 TMR 
998; Ex parte International Nickel Co., Inc., 113 USPQ 351, 47 TMR 1020 (Com’r). 

Ex parte Kelley-How-Thomson Co., 118 USPQ 40, 48 TMR 1412 (Com’r); 
Ex parte The Denver Chemical Manufacturing Company, 118 USPQ 106, 48 TMR 1410 
(Com’r) ; Ex parte Astra Pharmaceutical Products, Inc., 118 USPQ 368, 48 TMR 1409 
(Com’r). 
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under the Acts of 1881 or 1905. It is much broader in terms than 
Section 24 which contemplates cancellation of a registration on 
the Supplemental Register or under the 1920 Act only on the 
ground “that the registrant was not entitled to register the mark 
at the time of his application for registration thereof, or that the 
mark is not used by the registrant or has been abandoned.” 

Incidentally, it is the last clause of Section 14 which authorizes 
the Federal Trade Commission to apply for cancellation of trade- 
marks and of certification marks in certain circumstances. This 
was an innovation in the 1946 Act and one which caused a great 
deal of apprehension among many registrants. Events have not 
justified that concern. Very early the Commission tested the scope 
of its power by filing two petitions. One was to cancel a repub- 
lished 1905 mark, on the ground of abandonment, and the regis- 
trant consented to entry of a cancellation order. The other was 
to cancel a 1905 mark which had not been republished, on the 
ground that the registration was obtained by false representations. 
Here too the registrant consented to cancellation, and further dis- 
claimed all rights in the registration. These were certainly proper 
grounds for cancellation. Nevertheless both petitions were dis- 
missed for the simple reason that this provision of the Act refers 
only to a mark “registered on the Principal Register.” ° 

Since then the Commission has mostly seemed content to 
pursue and deal with deceptive marks under the jurisdiction of 
its own Act, and in recent years it has not expressed any objection 
to deletion of the provision empowering it to move under the 
Trademark Act. However, it did bring one cancellation proceeding 
recently and successfully.® 

That case involved the word Fiocco which had been registered 
for textile fabrics of cotton, rayon, synthetic fibers and mixtures 
thereof. The word was shown to be an Italian term meaning staple 
rayon fibers, and hence to be the common descriptive name of 
textile fabrics made of staple rayon. The Commission charged 
that the registration was fraudulently obtained because these facts 
were not disclosed in connection with the application, and that use 
of the word on fabrics made of anything except staple rayon 
would be deceptive. Therefore it urged and the Trademark Trial 


5. Federal Trade Commission v. Elder Mfg. Co., and Federal Trade Commission 
vy. Royal Pharmacal Corporation, 84 USPQ 429, 40 TMR 252 (Com’r). 

6. Federal Trade Commission v. Bart Schwartz International Textiles, Ltd., 121 
USPQ 99, 49 TMR 884 (Tm. Bd.). 
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and Appeal Board agreed that the public interest was adversely 
affected by the registration and it should be canceled. 


Other Proceedings 


The other cancellation provisions in Section 14 are supple- 
mented in the Act by Section 18 and Section 37. Section 18 gives 
broad power to the Commissioner of Patents to “cancel or restrict 
the registration of a registered mark” involved in any inter partes 
proceeding. Section 37 similarly authorizes a court to order can- 
cellation in whole or in part or “otherwise rectify the register” 
with respect to the registrations of any party in any action involv- 
ing a registered mark. 

This of course includes both an infringement action under 
Section 32 and an action under Section 38 for damages from a 
registration procured by fraudulent declaration or other false 
means. It may include an action for a declaratory judgment that 
a trademark is invalid and not infringed; and conceivably it may 
even be appropriate in an action under Section 43(a) for damages 
for use of a false designation of origin or a false description—if, 
for example, the false description were incorporated in a reg- 
istered mark as in the Fiocco situation. 

In any such case Section 37 says that the Commissioner shall 
be “controlled” by the court decree or order. One of the first 
examples of cancellation in such circumstances was in the Dollcraft 
ease’ where the suit was brought by a plaintiff who had been 
charged with infringement of the defendant’s registered marks. 
The court found the marks descriptive and invalid, ordered their 
cancellation, and enjoined the defendant from interfering with 
their use by the plaintiff. 

But at least one court has held that cancellation by court order 
cannot be sought independently of another cause of action: that 
Section 37 assumes a properly instituted and otherwise jurisdic- 
tionally supportable action involving a registered mark, and that 
a party who has no other claim to federal jurisdiction should first 
exhaust his administrative remedy by a cancellation proceeding 
in the Patent Office.® 


7. Dolleraft Co. v. Nancy Ann Storybook Dolls, Inc., 94 F. Supp. 1, 88 USPQ 18, 
41 TMR 155 (D.C.Cal.) ; see also Midwest Fur Producers Association vy. Mutation Mink 
Breeders Association, 127 F. Supp. 217, 103 USPQ 389, 45 TMR 54, 526 (D.C.Wis.) ; 
and Simmonds Accessories Ltd. v. Elastic Stop Nut Corporation of America, 257 F.(2d) 
485, 118 USPQ 187, 48 TMR 1469 (C.A.3). 

8. Universal Sewing Machine Co., Inc. v. Standard Sewing Equipment Corpora- 
tion, 126 USPQ 176 (D.C.,S.D.N.Y.). 
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However, cancellation may also be sought by way of a counter- 
claim in either a Patent Office proceeding or a court action. The 
counterclaim must independently state all the facts essential to 
make out a claim on which relief can be granted.° 


Limitations and Exceptions 


Returning now to Section 14, it will be observed that the first 
clauses set a time limit of 5 years for an application to cancel a 
mark on the Principal Register or a republished mark. Then the 
next clauses set forth circumstances or grounds to which that 
limit does not apply. In Section 24 there is no time limit. But it 
is fair to say that the passage of time is likely to operate some- 
what to the petitioner’s disadvantage whether it involves a statu- 
tory limit or not. 

Although a petitioner need show only that he is or will be 
damaged by the registration, he is usually under rather more of a 
burden of proof in attacking a registration than he would have 
been in opposing the application for it. In an opposition the ques- 
tion is whether the benefits of registration should be extended, 
and it is a well settled principle that any doubts should be resolved 
against the applicant as the neweomer. But the aim of a cancella- 
tion proceeding is to deprive the registrant of benefits he is al- 
ready enjoying, and for that reason the Patent Office has often 
indicated that cancellation is not to be granted lightly.*° 

Because the registrant is faced with loss of statutory protec- 
tion on cancellation of his mark, he may defend it more vigorously 
than he would have done in the beginning. The more time has 
gone by, the more value he may attach to it—and the more the 
Patent Office tribunals may question whether the petitioner will 
be damaged in the future when he cannot show that he has actually 
been damaged in the past. 

Of course the exceptions to the five-year limit include some 
circumstances which may arise long after that term has passed: 
if the mark becomes the common descriptive name of an article 
or substance on which the patent has expired, or if the mark has 
become abandoned, or if it has been assigned and is being so used 
by the assignee as to misrepresent the source of the goods, or if 








9. Joseph Dixon Crucible Company v. Richard Best Pencil Company, Inc., 99 USPQ 
170, 44 TMR 217 (Com’r); Seaporcel Metals, Inc. v. American Siporex Corporation, 125 
USPQ 664 (Tm. Bd.). 

10. The distinction was drawn clearly by the Court of Customs and Patent Appeals 
in In re Myers et al., 40 CCPA 747, 96 USPQ 238, 43 TMR 284. 
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it is a certification mark to which other specified conditions apply. 
Further exceptions relate to matters which made the registration 
void from the beginning—fraud, or inherent ineligibility for regis- 
tration, or any other fatal defect in the applicant’s claim at the 
time he applied for registration. 


Grounds for Cancellation 


Such matters may lead to cancellation by the Commissioner 
under the general authority in Section 18. In the Rheingold wine 
case,"’ where the petitioner stood in a bad light because it was 
apparently trying to clear the way for a free ride on the RHEINGOLD 
beer advertising, it was held that the Commissioner had no au- 
thority for ordering ex parte cancellation on the ground of non-use 
or abandonment; but in the Coahoma case’® the Commissioner 
made a rather sweeping statement that “registrations which are 
void ab initio should be canceled without regard to the rights of 
the parties to the cancellation proceedings.” 

Other cases show that when the mark or registration has been 
invalid from the beginning the Patent Office is very likely to exer- 
cise its general authority to cancel on an ex parte ground, whether 
it arises from some misrepresentation by the applicant in seeking 
the registration or from some mistake by the Office in granting it. 
For example, AMERICA’S FINEST was canceled on the ground that it 
was incapable of trademark significance and should not have been 
registered, even though the petitioner had failed to show injury 
to support his plea for cancellation.** 

In a case where an opposition was sustained on the ground 
that the representation of a key lacked trademark significance, 
the Commissioner then ordered cancellation of two previous Sup- 
plemental registrations on which the applicant had relied to sup- 
port the new application.* 

One case has suggested that the filing of a false affidavit under 
Section 8 is a sufficient ground for cancellation.** This would seem 
to be a matter on which the Commissioner could also act under 


11. Hans Holterbosch, Inc. v. Rheingauer Schaumweinfabrik Schierstein, 110 USPQ 
543, 46 TMR 1582 (Com’r). 

12. Coahoma Chemical Co., Inc. v. Smith, 113 USPQ 413, 420, 47 TMR 1135. 

13. Kotzin v. Levi Strauss ¢ Co., 111 USPQ 161, 47 TMR 112 (Com’r). 

14. Independent Lock Company v. Schlage Lock Company, 121 USPQ 609, 49 
TMR 996. 

15. Reed v. Bakers Engineering § Equipment Company, 100 USPQ 196, 44 TMR 
688 (Ex’r in Chief). 
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the general authority of Section 18, as has been done in ruling 
that the registrant was not entitled to receive and hold a registra- 
tion because as a mere importer of the goods it had never been 
the owner of the mark.** But this question of ownership depends 
upon whether the registrant is merely an importer or is also the 
actual assignee of the good will in the United States.’ 


Cancellations have been ordered (sometimes ex parte) on the 
ground that the registration was issued in violation of the statu- 
tory prohibition against registration of a name or distinguishing 
mark belonging to someone else, or that the registration was ob- 
tained fraudulently through false statements as to ownership, con- 
tinuous use, and manner of affixation of the marks to the goods," 
and on the ground that the mark had not been in use on all the 
goods claimed in the application.”® In this latter respect the Com- 
missioner emphasized that the Patent Office should not condone the 
false allegation as to use by merely restricting the registration 
instead of canceling it, as this would imply that the registration 
was valid after the limitation of goods had been made. 


Of course a petitioner who attacks a mark as descriptive or 
generic also has the burden of showing that in fact it is so.*° There 
is a very good discussion of these grounds in the Armour case.” 


If the petition for cancellation is based on a charge of fraud 
on the part of the registrant, the circumstances constituting the 
alleged fraud must be pleaded (as well as proved) with particu- 
larity.”? 


Damage 


The cases ordering ex parte cancellation in spite of dismissal 
of the petition for cancellation highlight the rule that a petitioner 


16. Mackie-Lovejoy Mfg. Co. v. Charles Birnbaum, 102 USPQ 38, 44 TMR 1233 
(Com’r) ; and see Ercona Camera Corp. v. Interstate Photo Supply Corp., 114 USPQ 
345, 47 TMR 1533 (Com’r); and Porcelaine de Paris, Sarl v. I. Freeman & Son, Inc., 
118 USPQ 369, 48 TMR 1533. 

17. Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co., 251 F.2d 530, 116 USPQ 
216, 48 TMR 692 (C.A.2). 

18. Academy of Motion Picture Arts and Sciences vy. Academy Award Products, 
Inc., 89 USPQ 451, 41 TMR 708 (Ex’r in Chief). 

19. The Reese Chemical Company v. Lisner, 87 USPQ 121, 40 TMR 1090. 

20. James Huggins & Son, Inc. v. Avenarius Brothers, 42 CCPA 1019, 106 USPQ 
271, 45 TMR 1348. 

21. Armour and Company v. Organon Inc., 44 CCPA 1010, 114 USPQ 334, 47 
TMR 1517; also, see National Airlines, Incorporated vy. United Air Lines, Inc., 126 
USPQ 71. 

22. Rule 9(b), FRCP; Seaporcel Metals, Inc. v. American Siporex Corporation, 
125 USPQ 664 (Tm. Bd.); Wilson Jones Company v. Royal McBee Corporation, 125 
USPQ 664 (Tm. Bd.). 
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must show not only that the registration is improper or invalid 
for some reason, but also that he is or will be damaged in some 
way by its continued existence.” 


For example, there was a dismissal of a petition for cancella- 
tion of a Supplemental registration, the petition being based on 
prior use of the registered term in descriptive advertising of the 
petitioner’s goods. The Examiner in Chief did not find any show- 
ing of damage to the petitioner from the registration. Neverthe- 
less he ordered it canceled ex parte on the ground of the prior use 
and the further ground that the registrant had not had exclusive 
use during the year preceding the application.** 

The Court of Customs and Patent Appeals has held, however, 
that if a mark is attacked on the ground of descriptiveness, it is 
not necessary to show actual use of the term by the petitioner if 
he can show he will be damaged by being prevented from using 
the term to describe his own goods.” 

So a petition was held sufficient when it alleged that the regis- 
tration of a purely descriptive term was being asserted to inter- 
fere with the petitioner’s equal right to use the term descriptively, 
since the registrant had charged the petitioner and its customers 
with infringement.** Also, the Commissioner has said in more 
general terms that anyone who has been attacked with a registra- 
tion obviously has the necessary interest to institute cancellation 
proceedings and is likely to be injured by its continued existence.” 


When a petition alleges conflict between two trademarks which 
are found to be confusingly similar, damage is presumed to follow 
from the registration of the second mark and usually the decisions 
do not even discuss the question of damage. But the petitioner 
must assert and prove a prior right in his own mark,” and it must 
be his own right, not one belonging to a third party.” 


23. Rand McNally §& Co. v. Christmas Club, 113 USPQ 287, 47 TMR 786 (CCPA). 

24. L. Nachman and Son, Inc. v. H. Kassoway § Son, Inc., 115 USPQ 102, 48 
TMR 234. 

25. Meehanite Metal Corp. v. The International Nickel Co., Inc., 262 F.(2d) 806, 
120 USPQ 293, 46 CCPA 765; and see Golden Cracknel and Specialty Company v. 
Weiss Noodle Company, 124 USPQ 187, 50 TMR 767. 

26. Gillespie Varnish Company v. Labco, Inc., 122 USPQ 212, 49 TMR 1117 (Tm. 
Bd.). 
a7 R. H. Macy and Co., Inc. v. The Richter and Phillips Co., 115 USPQ 342, 48 
TMR 505. 


28. Seaporcel Metals, Inc. vy. American Siporex Corporation, 125 USPQ 664 (Tm. 
Bd.). 

29. Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co., 251 F.(2d) 530, 116 USPQ 
216, 48 TMR 692 (C.A.2) ; Foodland, Inc. v. Food Town, Inc., 123 USPQ 395 (Tm. Bd.) ; 
Wilson Jones Company v. Royal McBee Corporation, 125 USPQ 664 (Tm. Bd.). 
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There was a rather curious twist on this point of priority in 
a recent case involving a registered mark which was found to have 
been used unlawfully from the beginning through the registrant’s 
failure to comply with the provisions of the Federal Economic 
Poisons Act applicable to his goods. Although he was in point 
of time the prior user he was not given the benefit of that use. 
Instead priority was awarded to the second user and he was “pre- 
sumed” to be damaged by the invalid registration.” 

Damage will generally be presumed without proof that it has 
actually occurred, when the facts show a clear conflict between 
some active right of the petitioner and the presumptive right rep- 
resented by the registration.” 

A petition for cancellation on the ground of abandonment of 
the mark is usually made by someone who wants to clear the regis- 
ter for his own similar mark, and again damage will usually be 
presumed with little or no discussion.* 

But it is worth noting in passing that the burden of proof is 
on the petitioner and abandonment is extremely difficult to prove. 
In the pAWN ponut case* the defendant in an infringement suit 
counterclaimed for cancellation of plaintiff’s registrations on the 
ground that, in the absence of proof of actual supervision and con- 
trol over use of the mark by the plaintiff’s licensees, it had lost its 
significance and should be deemed abandoned. The Court not 
only rejected this gambit but said that abandonment through 
non-use applies only when the registrant fails to use his mark 
“anywhere in the nation.” 


Defenses 


Defenses in factual matters depend so much on the particular 
circumstances involved in the case, and occur so readily to the 
mind when the case arises, that there seems no occasion to try 
to discuss them here. They may bear either upon the existence of 
right in the petitioner, the extent of the asserted right, or the 
likelihood of injury to him. 

In considering defenses as a matter of law, one of the first 
questions is whether a registration is protected by having achieved 
an “incontestable” status. As to that there is as yet little guidance 





30. Coahoma Chemical Co., Inc. vy. Smith, 113 USPQ 413, 47 TMR 1135 (Com’r). 

31. Henry a la Pensee, Inc. v. Societe a Responsabilite Limitee Henry a la Pensee, 
44 CCPA 892, 113 USPQ 374, 47 TMR 868. 

32. Grove Laboratories, Inc. v. Wolf, 115 USPQ 416, 48 TMR 638 (Com’r). 

33. Dawn Donut Company, Inc. v. Hart’s Food Stores, Inc., 267 F.(2d) 358, 121 
USPQ 430, 49 TMR 631 (C.A.2). 
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in the cases. At least two courts have indicated that incontestable 
marks are conclusively presumed to be valid and are therefore not 
subject to attack on the ground of descriptiveness.** 

But Section 14 contains no saving clause for incontestable 
marks as such. On the contrary, it prescribes several conditions 
under which a mark may be canceled “at any time.” And Section 
33(b) contemplates that the exclusive right in an otherwise incon- 
testable mark may be destroyed by the showing of any one of 
several “defenses or defects.” 

It has already been held in the Cott case* that the antitrust 
defense or defect mentioned in Section 33(b) (7) cannot be used 
as an affirmative basis for seeking cancellation. Some of the other 
“defenses or defects” appear to afford no basis for cancellation 
either, but there seems to be no reason why even a supposedly 
incontestable mark should not be canceled in cases of fraud in 
obtaining the registration or in filing an affidavit later, or in cases 
of abandonment. 

Equitable defenses are certainly available.*® Section 19 of the 
Act specifically permits consideration and application of the 
equitable principles of laches, estoppel, and acquiescence, but 
others are not excluded because not so mentioned. The Court of 
Customs and Patent Appeals has expressly said that although the 
Act may not literally comprehend the application by the Patent 
Office of all legal and equitable principles relating to the law of 
trademarks and unfair competition, “it was certainly not the in- 
tention of Congress to aid one even temporarily who schemes 
through use of his mark to promote his own fraudulent interests 
to the ultimate detriment of the buying public.” ** Unclean hands 
on the part of the petitioner may therefore be a defense in a 
proper case.** 

In one case the failure to plead an equitable defense was “not 
considered material” since both parties had submitted evidence on 


34. Domestic Engineering Company v. Conover-Mast Publications, Inc., 154 F. 
Supp. 948, 114 USPQ 141, 47 TMR 1060 (D.C.Tll.); The Pure Oil Company v. Paragon 
Oil Company, 117 USPQ 321, 48 TMR 1117 (D.C.Ohio). 

35. Cott Beverage Corp. v. Canada Dry Ginger Ale, Inc., 146 F. Supp. 300, 112 
USPQ 261, 47 TMR 470 (S.D.N.Y.). 

36. General background on the three equitable defenses mentioned in Section 19 
can be obtained from the very interesting discussion by Walter Halliday in Laches, 
Acquiescence and Estoppel in Registration Cases, 40 TMR 85. 

37. The Coca-Cola Company v. Victor Syrup Corporation, 42 CCPA 751, 104 USPQ 
275, 45 TMR 465. 

38. Sunshine Biscuits, Inc. v. Berke Bakeries, Inc., 106 USPQ 222, 45 TMR 1253 
(Ex’r in Chief). 
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the point,*® but the general rule is that such matters must be 
pleaded like any other affirmative defense.*° 


The reported cases have had very little to say about either 
estoppel or acquiescence as such. It has been held that estoppel 
does not arise from failure to oppose other similar registrations 
in past years,** and that this equitable principle can be invoked 
and applied only in favor of a party who has acted to his detriment 
in reliance on the conduct asserted to create the estoppel.*? So, 
for example, a petitioner was held not to be estopped by his own 
earlier contention that the marks at issue were not confusingly 
similar, when the defending party had expressly rejected that 
contention ;** but there is little else to report in these respects. 


Most of the cases have been concerned with questions of laches. 
It has been said that laches will not ordinarily apply to prevent 
cancellation of marks on the Supplemental Register or under the 
1920 Act.** This is presumably because first, the statute says they 
may be canceled “at any time,” and secondly, they do not con- 
stitute constructive notice or prima facie evidence of right. 


It has also been held that no defense of laches can be asserted 
to protect a mark during the first five years after its republication 
under the 1946 Act—because Section 14 specifically permits can- 
cellation during that term.* 


Further, it has been held that the defense of laches is not 
available where the petition for cancellation is based on the fact 
that the mark was originally registered in violation of a statutory 
provision which is an absolute ground for rejection.” 


But in spite of these various limitations, the defense of laches 
has of course been raised many, many times, and it is impossible 
to discuss it historically without reference to the landmark Willson 


39. The Westfield Mfg. Co. v. The Pharis Tire & Rubber Co., 38 TMR 1001 
(Com’r). 

40. Willson v. Graphol Products Co., Inc., 35 CCPA 857, 76 USPQ 312. 

41. General Shoe Corporation v. Lerner Bros. Mfg. Co., Inc., 108 USPQ 341, 46 
TMR 501 (Com’r). 

42. Loma Linda Food Company v. Thomson & Taylor Spice Co., 126 USPQ 261, 
50 TMR 969 (CCPA). 

43. Seaporcel Metals, Inc. vy. American Siporex Corporation, 125 USPQ 664 (Tm. 
Bd.) 


44. R. H. Macy and Co., Inc. v. The Richter and Phillips Co., 115 USPQ 342, 48 
TMR 505 (Com’r) ; also the Loma Linda case, note 42, supra. 

45. Lowell Needle Co., Inc. v. H. & A. Selmer, Inc., 92 USPQ 387, 42 TMR 435 
(Ex’r in Chief); Bone Dry Shoe Mfg. Co. v. Janesville Clothing Company, 98 USPQ 
281, 44 TMR 83 (Ex’r in Chief). 

46. Schnur & Cohan, Inc. v. Academy of Motion Picture Arts and Sciences, 42 
CCPA 963, 106 USPQ 181, 45 TMR 1240. 
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case.*? This involved registrations under the 1905 Act which had 
not been republished, and which were not attacked until about ten 
years after they had issued. The case was pending on appeal when 
the 1946 Act took effect and the Court of Customs and Patent 
Appeals remanded it to the Patent Office for consideration of the 
laches question, saying that if such registrations were to be con- 
sidered as public records the petitioner might be deemed to have 
had constructive notice of them, and tentatively that: 


“Tf knowledge is to be presumed by reason of such notice, 
and appellee (petitioner) knowingly stood idly by for about 
ten years during which time appellants innocently conducted, 
developed, and advertised their business, it would seem that 
the doctrine of laches could apply. Appellants alleged such 
delay and damage to them as constituting a bar to the prose- 
cution of the cancellation proceedings.” 


When the case came before the Court a second time, after the 
remand, it was definitely held that 1905 Act régistrations consti- 
tute such constructive notice as will preclude a petitioner from 
pleading ignorance of the registered mark, and the Court re- 
iterated its other views to the same effect and in much the same 
language as before. These views have since been reaffirmed else- 
where,** and in one case the petition was dismissed on the ground 
of laches during 8 years since the issuance of a 1905 registration, 
even though it was shown that the petitioner had no actual knowl- 
edge of the mark until just before the petition was filed.* 

But later cases have modified this severe doctrine. In one 
instance a period of 9 years of inaction after publication of a 
mark in 1944, including 7 years during which the petitioner had 
had actual knowledge of the mark, was held to constitute “gross 
laches creating an estoppel,” © but it has been held over and over 
again that before laches can be found something more than a mere 
lapse of time must exist.* There must be proof of other cireum- 


47. Willson v. Graphol Products Co., Inc., 35 CCPA 857, 76 USPQ 312, 38 TMR 
323 (1948) ; 38 CCPA 1030, 89 USPQ 382, 41 TMR 591 (1951). 

48. Hylo Co., Inc. v. Jean Patou, Inc., 42 CCPA 723, 103 USPQ 52, 44 TMR 1428; 
Bunte Bros. v. Shedd Products Company, 91 USPQ 14, 41 TMR 1039 (Com’r). 

49. Nehi Corporation v. Mission Dry Corporation, 89 USPQ 433, 41 TMR 724 
(Com’r). 

50. Western Waterproofing Company v. Widmayer, 110 USPQ 546, 46 TMR 1590 
(Com’r). 

51. West Disinfecting Company v. Owen, 35 CCPA 843, 76 USPQ 315, 38 TMR 
318; R. H. Macy and Co., Inc. v. The Richter and Phillips Co., 115 USPQ 342, 48 TMR 
505 (Com’r); Loma Linda Food Company v. Thomson §& Taylor Spice Co., 126 USPQ 
261, 50 TMR 969 (CCPA). 
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stances showing that the petitioner did in fact know of the mark 
or that there were other elements of estoppel, and the defending 
registrant must show that his position would be worse on can- 
cellation now than if it had been sought more promptly.” 

However, it seems suitable to sound a final note of caution (as 
mentioned earlier) about bringing a cancellation proceeding long 
after the issuance of a registration, unless there are fairly fresh 
circumstances to support it at such a late date. If it is simply « 
question of similarity of the marks, the long life of the registration 
and long concurrent use of the marks without confusion may 
create such a strong presumption against likelihood of confusion 
in the future that the petition will fail even though technically 
no defense of laches, acquiescence or estoppel can be upheld.” 


52. Binney & Smith Company v. International Pulverizing Corp., 96 USPQ 245, 
43 TMR 396 (Ex’r in Chief); Continental Distilling Corp. v. Bohemian Distributing 
Company, 95 USPQ 160, 42 TMR 923 (Ex’r in Chief); Bond Stores Incorporated v. 
The May Dept. Stores Co., 96 USPQ 57, 43 TMR 224 (Ex’r in Chief). 

53. International Shoe Co. v. Hall, Hartwell & Co., 110 USPQ 428, 46 TMR 1558 
(Com’r). 
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THE EFFECT OF REGISTRATION IN 
TRADEMARK LITIGATION'* 


By Robert Bonynge** 


I plan to discuss briefly this morning the question of the 
territorial scope of trademarks under the Lanham Act and how 
this question has been affected, if at all, by Section 22 of the 
Act, which provides that registration “shall be constructive notice 
of the registrant’s claim of ownership”. 

It is often said that the Lanham Act is merely a codification 
of the common law, and in the main this is true, but if Section 
22 is taken literally it is an instance of a complete change from 
the prior common law. In order to understand this clearly I 
shall touch upon one or two of the key cases which formulated 
the basic principles up to the time of the enactment of the Lanham 
Act in 1945. 

Over the years the courts have had occasion to deal with the 
respective rights to the same mark used in widely separated 
areas of the country. If the mark was adopted by the second 
comer with knowledge of the use by the first appropriator, there 
was not much problem involved. The courts rather uniformly 
held that this was a use “inimical” to that of the first user and 
was an attempt to share in the good will created by him and 
likely to cause deception, and relief could be granted on one or 
more of these grounds. The problem arose where the mark of 
the second comer was adopted without knowledge of the first use. 

The question of the territorial scope of a trademark was 
dealt with by the Supreme Court in 1916 in the case of Hanover 
Milling Co. v. Metcalf which involved a dispute over the right 
to use the mark Tea rosz. The marks had been adopted by each 
party in different areas without knowledge of the other’s use. 
The sale of defendant’s flour in Alabama, where plaintiff had 
long sold its TEA ROSE flour, resulted in cross suits. 

The Court, in reviewing some of the basic trademark prin- 
ciples, pointed out that trademark rights grow out of use, “not 


t 100.52—FEDERAL TRADEMARK ACTS—ACT OF 1946—SEC. 22. 

* The above paper was one of a series of addresses delivered at the Practising 
Law Institute program entitled “Managing and Protecting Trademarks,” July 18-22, 
1960 in New York City. 

** Partner of the firm of Nims, Martin, Halliday, Whitman & Williamson; member 
of the New York Bar; Associate Member USTA. 

1. 240 U.S. 403, 6 TMR 149. 
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mere adoption”, and said that in a limited sense the rights know 
no territorial bounds but will be protected in whatever markets 
into which the use of the trademark has extended. But the Court 
warned—this was not to say that the proprietor of a mark can 
monopolize markets that his trade has never reached. In this 
connection Judge Pitney reiterated the language of the lower 
Court and said: 


“But the mark, of itself, cannot travel to markets where there 
is no article to wear the badge and no trader to offer the 
article.” ? 


The Court reversed the granting of the injunction. It is interest- 
ing to note that with respect to the question of intrastate sales 
by Hanover the Court said this was not within the sovereign 
powers of the United States to regulate. Judge Holmes, in his 
concurring opinion, was concerned with the question of sover- 
eignty of the states which he felt the majority opinion had not 
dealt with sufficiently, and he commented that in his opinion a 
mark adopted in one part of a state was necessarily good through- 
out the confines of that state. In that respect he disagreed with 
the majority opinion that a mark knows no territorial boundaries, 
and the majority position would seem to be the sounder position. 

In the United Drug Co. v. Rectanus Drug Co.* before the 
Supreme Court in 1918, the mark involved was rex, first used in 
Massachusetts. It was subsequently and innocently adopted by 
Theodore Rectanus in Kentucky. The two uses prospered and 
expanded in the two separate areas until the inevitable conflict 
arose, triggered by a minor shipment of the rex Dyspepsia Tab- 
lets into Louisville. In affirming the Circuit Court’s reversal of 
thé injunction granted against the Rectanus Co., the Court re- 
ferred to its holding in the Hanover Mills case with approval, 
and stated (at page 101, 9 TMR 9-10): 


“that petitioner, (the Massachusetts firm) being the newcomer 
in that market (Louisville) must enter it subject to what- 
ever rights had previously been acquired there in good faith 
by the Rectanus Company * * *. To hold otherwise—to re- 
quire Rectanus to retire from the field upon the entry of 
Mrs. Regis’ successor [which is what the pAwNn ponuT case 
to be discussed later holds] would be to establish the right 


2. Id. at 416; at 159. 
3. 248 U.S. 90, 9 TMR 1 (1918). 
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of the latter as a right in gross, and to extend it to a ter- 
ritory wholly remote from the furthest reach of the trade to 
which it was annexed * * *.” [Brackets by author. ] 


The Court also stated that the effect of the 1881 Act was not 
such as to make registration equivalent to notice of rights there- 
under. 

The question of whether an intrastate use was ground for 
a trademark infringement suit by the owner of a federal regis- 
tration, which had been ruled in the Hanover case was not a 
proper subject for regulation by the federal government in the 
light of the 1881 Act, was dealt with by the Supreme Court in 
the case of United States Printing & Lithograph Company v. 
Griggs-Cooper & Co.* in 1929. In that case plaintiff sued for 
infringement of its mark Home BRAND for groceries sold in the 
northwestern section of the country. Defendant used the same 
mark for the same goods, sales of which were confined to Ohio. 
The Supreme Court of Ohio held that the 1905 Act in effect gave 
constructive notice of trademarks registered under the Act and 
granted an injunction. The Supreme Court reversed in an opinion 
by Mr. Justice Holmes, in which he reviewed the common law of 
trademarks and held that the 1905 Act was merely a codification 
of the common law and that the common law principles still pre- 
vailed. Judge Holmes said (at page 158, 19 TMR at 188) : 


“But neither authority nor the plain words of the Act allow 
a remedy upon it for infringing a trade mark registered 
under it, within the limits of a State and not affecting the 
commerce named. More obviously still it does not enlarge 
common law rights within a State where the mark has not 
been used.” 


The law was slowly progressing, but it was not ready to 
extend the effect of registration to areas where the mark was 
unknown or in cases where the trademark did not cross state 
lines. This was confirmed by the Eighth Cireuit Court of Appeals 
in 1945 shortly before the enactment of the Lanham Act. In the 
case of Griesedieck Western Brewery v. Peoples Brewing Com- 
pany® which involved plaintiff’s mark stac for beer, registered 
under the 1905 Act, plaintiff’s sales were confined to twelve mid- 


4, 279 U.S. 156, 19 TMR 187 (1929). 
5. 149 F. (2d) 1019, 35 TMR 211 (C.C.A. 8, 1945). 
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western states. Defendant’s sales of stac beer were confined to 
the Minnesota and Wisconsin areas. The markets were separated 
by about 500 miles. The District Court dismissed the complaint 
because plaintiff had not used its mark in defendant’s area. In 
affirming this decision the Court of Appeals said (page 1022; 
at 215): 


“The mere adoption of a trade-mark does not have the effect 
of preempting and preserving as a claim of territorial rights 
over territories into which the owner may thereafter desire 
to extend his trade. It is only where the trade goes attended 
by the use of the mark that the right of the owner of the 
trade-mark is protected as against the sale by others of their 
product similarly labeled.” 


This, then, was the situation existing at the time hearings 
were being held by the Congressional Committees in connection 
with the Lanham bill. Section 22 as adopted in the Lanham Act 
states: 


“Registration of a mark on the Principal Register provided 
by this Act or under the Act of March 3, 1881, or the Act 
of February 20, 1905, shall be constructive notice of the regis- 
trant’s claim of ownership thereof.” ° 


In the discussions before the Committee the proponents of the 
bill in the main argued that Section 22 would be a definite change 
in the law, and argued that it would effectuate constructive notice 
throughout the United States. Mr. Edward S. Rogers, in com- 
menting before the Committee on the effect of Section 22, said,’ 


“The Supreme Court in the case of Rectanus v. United Drug 

Co. * * * said that registration in the Patent Office is not 
notice; that the actual notice had to be shown. Now the pur- 
pose of all registration and recording Acts is notice and, 
frankly, this paragraph was put in to make it notice, as it 
ought to be.” 


Other authorities were of the same opinion.* 


6. 15 U.S.C. 1072. 

7. 76 Cong., H.R. 4744, Mar. 28-30, 1939, p. 125. 

8. For a detailed analysis of the common law and the hearings before the Com- 
mittee leading up to the adoption of the Lanham Act, see Halliday, Constructive 
Notice And Concurrent Registration, 38 TMR 111. 
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With the enactment of the Lanham Act into law, various 
text writers argued that Section 22 permitted the registrant to 
claim trademark rights for his mark throughout the United States. 
Daphne Robert (now Mrs. Leeds) in her Trademark Manual,° 
writing about the effect of Section 22, said 


“Its practical effect is to give nationwide coverage to a Fed- 
eral registration. It is notice to intrastate users as well as 
others, and thereby eliminates one of the weaknesses inherent 
in registrations under prior laws. It places squarely on the 
shoulders of all prospective users the duty and responsibility 
of searching the register in the Patent Office before adopting 
and using a mark.” 


Francis Browne of Washington, D. C., in an address before 
the ABA Symposium in Chicago in 1954, also urged the courts to 
give nationwide effect to the constructive notice provision.” 

Thirteen years have now elapsed since Section 22 became 
effective on July 5, 1947, and it is time to look back and determine 
whether in the intervening years the high hopes of the proponents 
of the Section have been fulfilled by judicial decision. Unfortu- 
nately there have been relatively few decisions which have ap- 
plied it. 

One of the first decisions dealing with this section was 
Sterling Brewing, Inc. v. Cold Spring Brewing Corp.” Plaintiff 
first adopted the mark strertine for beer used in the midwest. 
Subsequent registrations were secured for beer and ale under the 
1905 Act and later republished under the Lanham Act. Defendant 
adopted the mark HACKER’s STERLING ale in Massachusetts. 

Following the adoption by defendant of HackER’s STERLING, 
plaintiff notified defendant of its registrations and of its intent 
to extend its sale of sterLine beer and ale into New England. It 
also applied for a Section 2(f) registration under the Lanham 
Act which issued in 1950. Meanwhile, defendant applied for con- 
current registration under Section 2(d), citing Sterling as the 
concurrent user and limiting its area to the states of Indiana, 
Illinois and Kentucky. Several months thereafter Sterling filed 
suit. The Court held the marks confusingly similar and granted 


9. Ropert, A NEw TraDE-MarkK MANUAL (1947), p. 129. 

10. See Browne, Territorial Scope and Effect of Federal Trademark Registrations, 
44 TMR 1357. 

11. 100 F. Supp. 412, 41 TMR 990 (D.C., D. Mass. 1951). 
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an injunction against defendant’s use of HACKER’s STERLING on the 
ground that Section 22 gave constructive notice. This was not a 
clear cut holding, however, because the Court found that defen- 
dant had actual knowledge of plaintiff’s use of sterRLINe prior to 
its adoption of the infringing mark. The Court rejected defen- 
dant’s claim that the effect of registration under the Act does 
not extend the trademark rights of the registrant beyond the 
territory of use, and stated, 


“the provisions of the Act of 1946 negative the defense of 
‘territorial limitation’ of the protection accorded to a regis- 
tered trade-mark, and that plaintiff is entitled to injunctive 


relief irrespective of the plaintiff’s ‘expansion situation’.” 


A dispute arose in connection with the entry of final judgment, 
as to whether the terms of the injunction were to be absolute or 
should exclude defendant’s intrastate use within Massachusetts. 
The court, upon application, excluded the intrastate use from the 
judgment. Cross appeals were taken, but thereafter defendant 
consented to an absolute injunction. 

The concurrent registration provision of which the defendant 
availed itself is one which must be considered in any discussion 
of Section 22. Section 2(d) permits concurrent registrations of 
similar marks to more than one registrant when they have be- 
come entitled to use such marks as a result of their concurrent 
lawful use in commerce prior to any of the filing dates of the 
applications involved, and when the Commissioner of Patents or 
the court determines that confusion or mistake or deceit of pur- 
chasers is not likely to result from the continued use of said 
marks under conditions and limitations as to the mode or place 
of use or the goods in connection with which such registrations 
may be granted. At the time of the Congressional hearings on 
the Lanham bill it was considered that Section 2(d) was primarily 
to take care of the situation in which the owners of the trade- 
marks had not registered their marks, or to permit concurrent 
registrations in those cases where the mark was adopted in dif- 
ferent sections of the country in good faith, without likelihood of 
deception. Prior to the adoption of Section 2(d) only the first 
to adopt the mark was entitled to a registration even though 
he used the mark in a very limited area. Mr. Henry Savage of 
New York, in testifying before the 1944 hearings, stated :* 


12. 78 Cong., H.R. 82, Nov. 15-16, 1944—pp. 45-46. 
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“This is only to take care of a situation which will exist only 
temporarily. After this bill becomes law we cannot have two 
users acquiring ownership in different parts of the country. 
Those situations will not arise, or there will be no new ones 
arise, after this becomes law. This is only to take care of 
situations which now exist. After this bill becomes law, the 
man who first adopts his mark and registers it in the Patent 
Office gets an exclusive right to use it throughout the United 
States, and no one else can secure a registration unless he 
adopted the mark, and used it in his territory before the 
registrant first filed his application.” 


Events have not borne this out. Applications for concurrent 
registration are filed regularly in the Patent Office. 

The Sterling Brewing decision was completely ignored in a 
later case, Fairway Foods, Inc. v. Fairway Markets, Inc., et al.’ 
In this case the plaintiff was a cooperative owned by retail 
grocers doing business in Minnesota, North Dakota, South Dakota, 
Wisconsin and Iowa. Plaintiff had established in these five states 
a secondary meaning for the term FAIRWAY or FAIRWAY FoopDs and 
had registered the name in the United States Patent Office. Plain- 
tiff purchased some of its foodstuffs in California and had been 
doing so for more than thirty years, so that the name FamRWAy 
was established in the minds of California processors and packers 
with whom plaintiff had been doing business. Defendants erected 
a large super market in the town of Monterey Park, California, 
under the name FAIRWAY MARKETS, INC. 

The plaintiff contended that by reason of its Lanham Act 
registration it was entitled to the exclusive use of the word Farr- 
way throughout the entire country, but in ordering a judgment 
for the defendants the District Court relied entirely upon common 
law doctrine, and stated that the appropriation of rarrway by 
the defendants was in good faith and was adopted in a territory 
in which the goods of the first appropriator had not penetrated. 

The judgment of the District Court was affirmed in so far 
as it denied relief to the plaintiff. The Court of Appeals said: 


“We do not conclude that the Lanham Act changes the general 
principles of unfair trade, as they are recited in Hanover 
Star Milling Co. v. Metcalf * * *”* 


13. 118 F. Supp. 840, 44 TMR 401 (D.C., 8.D. Cal., 1953), aff’d in part 227 F. 2d 
193,46 TMR 94 (1955). 
14, 227 F. 2d 193, 197, 46 TMR 94, 97 (C.A. 9, 1955). 
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The problem of concurrent use again arose in a case in which 
my firm was involved, wherein we represented the defendant 
Anheuser-Busch, Ine. in a suit brought by Bavarian Brewing 
Company.” Both litigants were brewers of beer. Plaintiff labeled 
its beer BAVARIAN’s, and defendant BUSCH BAVARIAN. Plaintiff’s 
distributing area was in Southern Ohio, Northern Kentucky and 
Southeastern Indiana. Defendant’s sales were in Kansas and 
Missouri and it did not compete with plaintiff in its territory 
but contemplated doing so. Plaintiff was the owner of a Section 
2(f) registration for BAVARIAN’s and claimed ownership of a com- 
mon law trademark Bavarian. Plaintiff charged defendant with 
unfair competition because of its use of the term Bavarian. De- 
fendant counterclaimed for cancellation of the registered trade- 
mark on the grounds of invalidity, but the main defense was that 
BAVARIAN was a type of beer and its use of BAvARIAN in the term 
BUSCH BAVARIAN was merely descriptive. 

The District Court held, among other things, that plaintiff 
was not entitled to the sole and exclusive right to Bavarian, but 
also held it had acquired a secondary meaning in plaintiff’s area 
and restrained defendant from using the term BAvaRIAN in the 
portions of the three-state area surrounding Cincinnati. Both 
sides appealed. 

For the first time, in its brief on appeal plaintiff argued 
that because of its registration the Lanham Act gave its regis- 
tration a nationwide scope under Section 22, citing some of the 
legal articles referred to previously and the decision in the 
Sterling Brewing case. Defendant claimed that constructive notice 
had no bearing in the case since defendant was not using BAVARIAN 
as a trademark. It was also pointed out that the Sterling case 
was the only case to which Section 22 of the Lanham Act had 
been applied and this decision had been completely ignored by 
the Court in the Fairway case. 

It was argued that the Fairway case stood for the proposi- 
tion that the controlling principles were still those announced 
in the Hanover case, and that plaintiff’s claim that Section 22 
gave registration the effect of nationwide rights was in contra- 
diction to the tenor of the Lanham Act. Section 2(d) permitting 
concurrent registration was patently in conflict with plaintiff’s 
theory as was Section 32, which makes confusion or deception of 


15. 150 F. Supp. 210, 47 TMR 744 (D.C., S.D. Ohio, 1957), aff'd 264 F. 2d 88, 
49 TMR 475 (C.A. 6, 1959). 
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the public the basis of registrant’s right to a remedy. If there 
were no goods in the market place, or no advance good will by 
reason of advertising or reputation, it would seem difficult to 
claim likelihood of deception. Section 45, which provides that 
non-use of a mark for two consecutive years shall be deemed 
prima facie abandonment, also seemed to bar plaintiff from claim- 
ing nationwide rights, since it had failed to extend the sale of its 
goods beyond the local area surrounding Cincinnati. 

Unfortunately, the Court of Appeals side-stepped the op- 
portunity to determine this issue, and affirmed the localized in- 
junction granted by the District Court without construing the 
effect of Section 22. It might be argued, perhaps, that by per- 
mitting Anheuser-Busch to sell BuscH BAVARIAN throughout the 
United States, except within the localized Cincinnati area, it was 
a rejection of plaintiff’s claim of nationwide registration rights. 

A ease decided in 1959 by the Second Circuit did construe 
this provision, and its decision has been the subject of much dis- 
cussion. This was the case of Dawn Donut Co. v. Hart’s Food 
Stores, Inc.*° where plaintiff, a manufacturer of donut and cake 
mixes located in Michigan, sold its products to retail bake shops 
in various states, including New York, under the registered trade- 
marks pawn and Dawn ponvt. Its salesmen called upon customers, 
and plaintiff furnished its exclusive Dawn Donut Shops with 
advertising and packaging material bearing the trademark pawn, 
who in turn sold the products made from the mixes to the public 
under that trademark. The District Court found that, with the 
exception of one shop operated in 1926 in Rochester, plaintiff’s 
licensing in New York had been confined to an area at least sixty 
miles from defendant’s trading area. 

Defendant operated a grocery chain within a forty-five mile 
radius of Rochester. It first began to use the mark pawn in 
packaging its bakery products in 1951, and the District Court 
found that it had adopted the mark pawn without any actual 
knowledge of plaintiff’s use or federal registration of the mark. 

Defendant claimed that plaintiff was barred from asserting 
exclusive rights to pawn because it had failed to exploit the mark 
at the retail level for thirty years in defendant’s area. In affirm- 
ing the dismissal of the complaint, the Circuit Court rejected 
this contention as inconsistent with the scope of protection af- 


16. 267 F, 2d 358, 49 TMR 631 (C.A. 2, 1959). 
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forded a federal registration by the Lanham Act. After referring 
to the decisions of the courts prior to the passage of the Lanham 
Act, the Court said that the Act provides that registration of a 
trademark on the Principal Register is constructive notice, and 
said at page 362, 49 TMR at 635: 


“Thus, by eliminating the defense of good faith and lack of 
knowledge $1072 affords nationwide protection to register 
marks, regardless of the area in which the registrant actually 
uses the mark.” [Citing the decision in Sterling Brewing, 
Inc.] 


The Court ruled that Section 33 making registration prima 
facie evidence of the exclusive right to use the mark was clear 
evidence that Congress intended the constructive notice provision 
of Section 22 to extend throughout the nation. At this point the 
case seems a clear cut interpretation of Section 22, which would 
eause the Court to reverse and enjoin defendant’s use. Logic 
dictated that result, but the Court affirmed the lower court in a 
curious decision which raised serious trademark questions. 

The thirty-years period of non-use by plaintiff in the Roches- 
ter area was held not to be abandonment. It ruled that Section 
45 applied only where a registrant failed to use his mark any- 
where in the nation, and said (p. 363, 49 TMR at 636): 


“Accordingly, since plaintiff has used its trademark continu- 
ously at the retail level, it had not abandoned its Federal 
registration rights even in defendant’s trading area.” 


However, the Court reasoned that the standards of relief under 
the Lanham Act are contained in Section 32, which is the section 
having to do with remedies, and concluded that relief is permitted 
in cases of concurrent use only where public confusion is likely. 
It went on to say (p. 364, 49 TMR at 637): 


“Therefore, if the use of the marks by the registrant and the 
unauthorized user are confined to two sufficiently distinct and 
geographically separate markets, with no likelihood that the 
registrant will expand his use into defendant’s market so 
that no public confusion is possible, then the registrant is 
not entitled to enjoin the junior’s use of the mark.” 


The Court pointed out that there had been no evidence of 
confusion arising out of plaintiff’s wholesale and defendant’s 
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retail operation in Rochester, and held that, in view of the 30-year 
period during which plaintiff had failed to exploit the retail 
market in Rochester, there was little likelihood that it would do 
so in the immediate future. The Court warned the defendant that 
(p. 365, 49 TMR at 639): 


‘“‘However, because of the effect we have attributed to the 
constructive notice provision of the Lanham Act, the plaintiff 
may later, upon a proper showing of an intent to use the mark 
at the retail level in defendant’s market area, be entitled to 
enjoin defendant’s use of the mark.” 


This result places defendant in an untenable position. How can 
he continue to invest time and energy in building up his business 
and good will in the mark pawn when he is subject to dispos- 
session at any time by the extension of plaintiff’s business 
to the retail level in Rochester? It is submitted that the pro- 
ponents of Section 22 never anticipated any such result. 

One other ruling of the Court is material to our discussion. 
Defendant claimed that to grant plaintiff injunctive relief was 


beyond the scope of the Lanham Act, because its use was confined 
to intrastate commerce. The issue, said the Court, was whether 
the intrastate activity was “sufficiently substantial and adverse 
to Congress’ paramount policy declared in the Act.” In deciding 
it was, the Court said (p. 365, 49 TMR at 639): 


“The answer to such an inquiry seems plain in this case. If 
a registrant’s right to employ its trademark were subject 
within every state’s borders to preemption or concurrent use 
by local business, the protection afforded a registrant by the 
Lanham Act would be rendered virtually meaningless. There- 
fore we think it is within Congress’ ‘necessary and proper’ 
power to preclude a local intrastate user from acquiring any 
right to use the same mark.” 


It would appear that the courts are reluctant to give to 
Section 22 its literal meaning. Such an interpretation does seem 
to be in conflict with other sections of the Act, principally Sec- 
tion 2(d) concerning concurrent registrations, and Section 2(f) 
which permits the registration of a descriptive term if it has 
acquired a secondary meaning. How can it acquire secondary 
meaning in markets it has never reached? It also appears to con- 
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flict with Section 45 which states that non-use for two consecutive 
years shall be prima facie abandonment. Perhaps a more basic 
argument against the nationwide concept of Section 22 is that it 
would result in compulsory registration. One could not afford 
not to register. In time perhaps this would be beneficial in the 
sense that a search made under those conditions would be vastly 
more effective than it is today. But would it not eventually 
change the concept of trademarks from one of use to one of 
government grant as in the case of a patent? In my opinion, the 
courts have not found the answer yet. 
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TRADEMARKS'* 


Applications and Registrations 
Applications Received Trademarks Registered 


Part A of Part B of Part A of Part B of 
Register Register Register Register 


9,579 212 6,431 1,346 

8,466 183 6,473 1,355 

9,747 166 5,826 1,020 
11,519 215 6,159 1,102 
12,177 207 7,192 1,093 
11,637 156 6,988 896 
11,206 150 6,760 977 
11,618 138 7,239 978 
12,814 124 6,508 742 
13,966 200 6,145 849 


Of the epplications in 1959, 23 were made to the Cutlers’ 
Company of Sheffield (18 in 1958). During the year 8,879 trade- 
marks were advertised (7,944 in 1958). 

As these figures show there has been a steady and continuing 
increase in applications for trademarks during the last 10 years, 
although the number actually registered has by no means increased 
proportionately. (The number registered in 1959 is artificially low 
because the printing strike held up the advertising of applications 
it was proposed to accept and the subsequent action was, there- 
fore, delayed.) The increasing interest in trademarks is thought 
to arise from the increased advertising of consumer goods and a 
general tendency to seek a trademark for each new line rather 
than for a manufacturer to cover a whole range of goods with one 
trademark. It is becoming increasingly difficult to find a good 
trademark which is acceptable within the provisions of the Act 
and the work falling upon the Trade Marks Registry is, there- 
fore, increasing faster than the number of applications would 
suggest. 


t 800.4—OTHER STATUTES—FOREIGN LAW. 

* Ep. Nore: It has been our practice of reporting from time to time the trade- 
mark statistics on applications and registrations issued in the United States. As a matter 
of similar interest we report above the figures furnished us recently with respect to this 
data in Great Britain for the year 1959. 

This information is an excerpt from the Patents, Designs, and Trade Marks Seventy- 
Seventh Report of the Comptroller-General of Patents, Designs, and Trade Marks, pub- 
lished by the Patent Office, May 18, 1960, London, England. 
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Appendix G contains tables showing the number of trade- 
marks advertised and registered in each of the 34 classes (Sched- 
ule IV) in 1958 and 1959. 

The net receipts in 1959 from trademark fees amounted to 
£133,655 13s. Od. and an account of such fees is given in Appendix 
H, reference being made to the Trade Marks Act, 1938. By an 
arrangement sanctioned by the Treasury in 1933, the Cutlers’ 
Company are allowed one-half of the fees received in respect of 
“SHEFFIELD Marks” in any one year ending June 30th, with a mini- 
mum of £400 or the full amount of such fees in any year in which 
the total fees do not reach £400. For the year ended June 30, 1959, 
the fees received by the Cutlers’ Company in respect of “SHEFFIELD 
Marks” amounted to £1,459 16s. Od. of which the Company were 
allowed £729 18s. Od. and these figures are included in the receipts 
in Appendix H. 


Renewals of Registration 


The number of trademark registrations renewed was 10,886. 
Of these 372 were originally made in 1876, 422 in 1889, 542 in 
1903, 602 in 1917, 3,827 in 1931 and 5,062 in 1952. The remaining 
59 renewals represented outstanding fees paid in respect of regis- 
trations restored to the Register. 


Hearings and Appeals on Applications for Registration 


4,855 hearings took place on official objections to applications 
for registration under Sections 17 and 43. As a result, 205 appli- 
cations were allowed to proceed unconditionally and 2,266 were 
allowed to proceed subject to conditions to be fulfilled by the ap- 
plicants, 261 were accepted for registration in Part B of the 
Register, 26 were withdrawn, and 125 were refused. The remain- 
ing 1,972 applications were suspended at the request of the re- 
spective applicants, pending further steps by them (e.g. for 
amendment of the mark or the specification of goods). 

One appeal from the Registrar’s decision was made to the 
Court and was allowed. 


Appeals to the Board of Trade 


5 appeals were made to the Board of Trade at the option of 
the appellant, of which one was allowed, 3 were dismissed and 
one is still pending. 
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Certification Trademarks (Section 37) 


9 applications for registration were made under this Section, 
all of which are still pending. Of the 28 applications shown as 
pending in the last Report, 9 were registered, 1 was withdrawn, 
4 were abandoned and 14 are still pending. 


Opposition to Registration 


135 notices of opposition to the registration of trademarks 
were received under Section 18 of the Act. Hearings took place 
in respect of 13 oppositions. 2 appeals from the Registrar’s deci- 
sion were made and are still pending. The 2 appeals shown as 
pending in the last Report were withdrawn. 


Rectification of Register 


Applications to the Registrar under Section 32, which enables 
parties aggrieved to apply for rectification of the Register either 
to the Court or the Registrar numbered 39, of which 12 were with- 
drawn, 2 were abandoned and 25 applications are still pending. 
Of the total of 84 applications shown as pending in the last Report, 
22 were withdrawn, 21 were allowed, 3 were refused and 38 are 
still pending. 

Hearings took place in respect of 2 applications to rectify the 
Register. 

Two appeals from the Registrar’s Decisions were made and 
are still pending. 

3 applications for rectification of the Register were made to 
the Court and are pending. Of the 6 applications to the Court 
shown as pending in the last Report 3 were withdrawn and 3 are 
still pending. 


Interlocutory Hearings 


17 hearings took place, the majority of which concerned ex- 
tensions of time within which to lodge notice of opposition or to 
lodge evidence in the course of opposition or rectification pro- 
ceedings. 


Certificates of Registrar 


The Registrar issued 7,829 Certificates of Registration for 
use enabling British traders to obtain, or maintain, registration 
of their trademarks abroad and for use in legal proceedings. 
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APPENDIX G 


‘TRADEMARKS ADVERTISED AND REGISTERED IN THE 34 CLASSES OF 
ScHEDULE IV or THE TRADEMARKS RuLes, 1938, 1n 1958 
AND 1959 


1958 1959 





Adver- Regis- Adver- Regis- 


Classification of Goods tised tered tised tered 








Chemical products used in indus- 
a a ee 378 301 402 296 
Paints, varnishes, lacquers, ete. 166 146 181 158 
Bleaching preparations, soaps, 
A eee 413 378 470 
Industrial oils and greases, can- 
- @les, tapers, ete. ....................... 105 96 128 
Pharmaceutical, veterinary and 
sanitary substances, infants’ 
and invalids’ foods, ete. .......... 816 By: 951 
Unwrought and partly wrought 
common metals, ete. -.............. 303 
Machines and machine tools, mo- 
tors (except for vehicles), ete. 419 
Hand tools and instruments; cut- 
lery, forks and spoons; side 
100 
Scientific, nautical, surveying 
and electrical apparatus and 
instruments (including wire- 
less, ete.) 
Surgical, medical, dental and 
veterinary instruments and 
apparatus 
Installations for lighting, heat- 
ing, cooking, ete. ................-------- 
Vehicles; apparatus for locomo- 
tion by land, air or water 
Firearms; ammunition, ete. ...... 
Precious metals and their alloys, 
ID. cccishisinesiiiisintncicinnsinwimnisinttiiainbicebainn 
Musical instruments (other than 
talking machines and wireless 
apparatus) 
Paper and paper articles, sta- 
tionery, office requisites, ete. 
Gutta-percha, india-rubber, ete. 
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1958 1959 


Adver- Regis- Adver- Regis- 
Class Classification of Goods tised tered tised tered 





18 Leather, skins, umbrellas, har- 
I MS sii aah ince nabanniabass ay) 90 72 
19 Building materials, road-making 
eee 
20 Furniture, articles of wood, cork, 
RO  sieheseeidineabaibinittniininisihiijnseiansinaniliniiiiea 
21 Small domestic utensils and con- 
tainers (not of precious 
metal), glassware, ete. -........... 
22 Rope, string, nets, tents, raw fi- 
brous textile materials, ete. .... 
23 Yarns; threads 
24 Tissues (piece goods), bed and 
table covers, ete. ................------- 
25 Clothing, including boots, shoes 
and slippers 
26 Lace and embroidery, ribbon and 
braids, artificial flowers, ete. .. 
27 Carpets, rugs, ete. ........................ 
Oy i ca ectcsneiudatilinunets 
29 Meat, fish, poultry and game; 
meat extracts, ete. .................... 
30 Coffee, tea, cocoa, sugar, rice, 
etc. 
31 Agricultural, horticultural and 
forestry products, fresh fruits, 
___ SESE eeT 
32 Beer, ale and porter, mineral and 
aerated waters, ete. .................. 
33 Wines, spirits and liqueurs 
34 Tobacco, raw or manufactured; 
smokers’ articles, matches 


Scu. ITI: 
48 Perfumery (including toilet arti- 


cles, preparations for the teeth 
and hair, and perfumed soap) 
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TRADEMARKS FreEs REcEIVED 1n 1959 


Amount 
Description of Documents &c. No. Received 





Applications for registration under Sec- P i 
tions 17, 27 and 37 
Amendment fees &0. -....-..------c-cse-0esoeseeeeesoeeee 31,232 - 


Oppositions, Appeals &e. —...2.22.......-.---------- 793 
Registrations 22,499 
Renewals, Restorations 55,137 


* 
Applications for registration of subsequent 
proprietor 4,608 


Requests for Registrar’s preliminary ad- 
vice, Public search fees &e. .................-.---- 4,745 


Certificates, Office Copies Me. ...................-..- 4,303 


Applications for registration of Regis- 
ee I eis ia cnsccitineccsesebunccecebienienes 7,710 


Rectification and Correction of the Reg- 
1,896 


132,925 


Add :— 

Fees (not included above) received by the Cut- 
ler’s Company, Sheffield during the year ended 
30th June, 1959 on proceedings under Section 
38 of the Trade Marks Act 


134,385 


Deduct :— 
Fees allowed to the Cutler’s Company 


Total Net Receipts 133,655 
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NOTES FROM OTHER NATIONS! 
By L. L. Gleason 


Colombia 
Unfair Competition Law 

Colombia has been a member of the Pan-American Trademark 
Convention of 1929 for many years, and as such has been com- 
mitted to the “repression of unfair competition” and also to the 
protection of trademark rights beyond the provisions of the trade- 
mark law itself. 

On December 24, 1959 the Colombian Government enacted 
Law 155, certain sections of which deal with unfair competition, 
which is defined as “any act or deed contrary to good business 
ethics, and to the reputable and normal development of industrial, 
commercial, artisan and agricultural activities.” 

Another law, known as “Law Second,” was issued August 6, 
1960, and this provides that official documents and all names, 
trademarks and advertisements are to be shown and written in 
the Spanish language with the exception of proper names or in- 
dustrial foreign names which cannot be translated or conveniently 
changed. The correct pronunciation or translation of unusual 
registered marks will be indicated in parentheses and explanations 
regarding such marks are to be written in Spanish. 

When foreign names are exhibited, as in advertisements, 
labels, etc., the proper authorities shall order their withdrawal 
unless such names are “covered by national registrations or 
traditions already acquired.” 

Colombian products are to carry indications of their national 
origin. 

It will be observed that this law is primarily for the guidance 
and control of Colombian nationals. 


Denmark 
New Trademark Law 


The new trademark law of Denmark, dated June 11, 1959, 
became effective on October 1, 1960. Some interesting features 
of this law are as follows: 

1. A classification of goods, the International classification, 


of 34 classes, has been adopted. Other classes will be added to 
that, for service marks. (The provision for the registration of 


t 800.4—OTHER STATUTES—FOREIGN LAW. 
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service marks is also new.) A single application may cover any 
number of classes of goods, and there is a small charge for each 
additional class. 

2. Oppositions may be filed against trademark applications. 
An application will be examined in the usual way and if the mark 
is acceptable and free from “obstacles to registration,” the appli- 
cation will be published. The term for opposition runs for two 
months from the publication date. 

3. The use of trademarks may be licensed, and licenses of 
registered marks may be recorded in the trademark register. 

4. Trademarks are normally to be considered confusingly 
similar only if they relate to the same or similar goods, but it may 
be held that confusion exists if a trademark has become so well- 
known and established in Denmark that use by another of a similar 
mark on goods of a different kind would result in an improper 
exploitation of the good will of the trademark, or if such use, 
because of the special nature of the other goods, is obviously de- 
signed to lessen substantially the value of the established mark. 


5. Applications pending on October 1, 1960, and not allowed, 
may upon request be dealt with according to this new law. The 


classification of goods covered by existing registrations will be- 
come applicable when such registrations are next renewed. 


6. Greenland is now included in the coverage of the Danish 
trademark law. 


Haiti 
Amendments in Trademark Law 

By a decree of August 28, 1960, published on September 9, 
1960, the Haitian Government has made some minor amendments 
in the trademark law of 1954. Among these are provisions that 
the existence of a trademark registration shall not prevent a per- 
son from using his family name (although he must distinguish 
it in séme manner from the registered mark) ; that if an applicant 
does not reply to an opposition against his application within the 
prescribed term (two months, if applicant is not located in Haiti), 
the application will be considered abandoned; and that the Trade- 
mark Office (Department of Commerce) will ignore an opposition 
not filed within the statutory term. Also, the losing party in an 
opposition proceeding in the Trademark Office may appeal to the 
Chambre Commerciale of the Tribunal Civil in Port-au-Prince. 
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India 
Registered User Applications 


The registered user provisions in the new Indian trademark 
law (Trade and Merchandise Marks Act, 1958) and rules, and 
the practice thereunder, differ in many respects from the provi- 
sions of the British Act and practice, and some comments on the 
requirements in India may be of interest. 


1. There is no provision in the law for filing a registered 
user application in respect of a trademark application and con- 
sequently the Registrar will not permit the inclusion of trademark 
applications with registrations in a registered user application. 
If trademark applications are included in a registered user ap- 
plication, the Registrar will require deletion of the reference to 
such applications. 


2. A single registered user application may be filed in respect 
of two or more trademark registrations only if the trademarks 
are associated marks. The authority for this ruling is found only 
in the First Schedule of the Rules. A single agreement may cover 
any number of marks, but a separate registered user application 
(with accompanying affidavit) must be filed for each group of 


associated marks, and if the agreement relates to three unasso- 
ciated marks, for example, three registered user applications 
must be filed. 


3. A registered user entry will be effective from its applica- 
tion date, but it should not be assumed from this that it will be 
entirely safe to allow the proposed licensee to commence use of 
the mark as soon as the registered user application is filed. Be- 
cause of the onerous conditions imposed by the law and rules, 
it is possible that many applications will be rejected, and there 
is no appeal from the decision of the Central Government, which 
reviews all applications and directs the Registrar to accept or 
reject registered user applications. A new application could be 
filed, in case of rejection, but if the licensee has in the meantime 
been using the mark, that would create additional difficulties. 


4. Copy of the agreement made between the registrant and 
the proposed licensee will have to be produced in all cases, even 
when the latter is a subsidiary of the registrant; and other papers, 
as set out in detail in the rules, may have to be filed. One of these 
is a copy of the “Memorandum of Association” if the registered 
proprietor or proposed registered user is a corporation and the 
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Registrar is interpreting this to mean that such copy has to be 
filed in respect of both parties if they are both corporations. 


d. The agreement between the proprietor of the mark and 
the proposed registered user must contain the conditions inter 
alia that when the mark is used by the registered user there will 
be a clear indication that the mark is owned by the registrant and 
that it is being used by the registered user “only by way of per- 
mitted use.” ‘he agreement must also state whether or not the 
registered user will have the right to acquire ownership of the 
mark after a stipulated period by payment of any specific sum 
to the proprietor of the mark. Another condition is that a regis- 
tered user application will not be considered unless it is filed 
within six months of the date of the agreement. These various 
conditions are peculiar to the Indian rules. 


A reminder: Registered user entries made prior to the enact- 
ment of the Trade and Merchandise Marks Act, 1958, will cease 
to have effect on November 25, 1962, and new applications to re- 
place the canceled entries will be dealt with according to the 
present law. 


Union of South Africa 
Opposition 


Application was made in 1957 by Jewel Craft (Pty.) of 
Johannesburg to register a label mark consisting of a device, 
certain letters and numerals, and the words sTYLED BY JEWEL CRAFT, 
in respect of jewelry. The application was accepted and pub- 
lished with disclaimers of the letters and numerals and of the 
words “jewel” and “craft” in their ordinary signification. The 
applicant was the owner of a 1949 registration for the same mark 
minus the words STYLED BY JEWEL CRAFT. 

An opposition was filed by Corocraft Ltd. of England on the 
grounds that the word sEwe.crart had been adopted by them many 
years before; that this word had been used and advertised by 
them in the Union of South Africa in respect of imitation jewelry 
and pearls since 1945 and that it was distinctive of the goods of 
the opponents; that the use of the term sTYLED BY JEWEL CRAFT 
was deceptive; and that the mark as a whole was unregistrable 
because the only distinguishing features of it were already covered 
by the applicants’ 1949 registration. 
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In their counterstatement the applicants denied knowledge of 
the use and advertising claimed by the opponents; stated that 
they had been incorporated under their present name in February, 
1951 and that they had continuously manufactured and sold 
jewelry on a substantial scale under the opposed trademark, 
thereby establishing a valuable reputation and good will in their 
name and in the words JEWEL craFT, which had become distinctive 
of their goods; and denied any likelihood of deception because the 
words STYLED BY JEWEL CRAFT were a true and correct indication 
that the goods bearing the mark were in fact goods of the ap- 
plicants. 

The Registrar, after considering the evidence submitted by 
both parties, decided that the two main questions to be settled 
were: 

(1) Was use of the mark as applied for calculated to deceive 
because of its similarity to the opponents’ mark, and 

(2) Did the mark as applied for contain sufficient additional 
matter to justify registration side by side with the applicants’ 
registration of 1949? 

The Registrar decided that there was no reasonable pos- 
sibility of deception in the use of the applicants’ mark as the 
only feature in common consisted of the descriptive words JEWEL 
CRAFT in one mark and JEWELCRAFT in the other. The other features 
of the two marks were not at all similar, and the words styLED By 
JEWEL CRAFT in the applicants’ mark were in an “entirely subor- 
dinate position.” 

Although the Registrar referred to the words JEWEL CRAFT 
as descriptive, and he agreed that the addition of merely descrip- 
tive matter to a mark already registered did not justify a further 
registration, he concluded that the words JEWEL CRAFT in combina- 
tion were not required by other traders in the honest exercise 
of their trade and were not “reasonably required for use in the 
trade,” even though he had required disclaimers as to the words 
“jewel” and “craft” separately. Consequently, he ruled that the 
mark of the application contained sufficient additional matter to 
warrant the grant of a registration. 

The opposition was rejected and the opponents were required 
to pay the costs of the opposition. 

(South African Patent Journal, Vol. 13, No. 23, of June 8, 
1960. ) 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Classification of Goodst 


The Committee on Patent Office Affairs of the Patent, Trade- 
mark and Copyright Section of the District of Columbia Bar 
Association met with Trademark Operation’s Director John H. 
Merchant, Primary Examiner C. Morten Wendt and Classification 
Examiner Paul Kemp to discuss the broad subject of formulating 
guides to aid attorneys in drafting descriptions of goods and ser- 
vices acceptable to the Patent Office in applications to register 
trademarks. Definitions or descriptions of several classes were de- 
veloped together with comments and notations which the com- 
mittee published as part of its annual report for 1959-60. 

The Office has, for some time, wrestled with the problem in- 
volving class titles and descriptions in the attempt to classify 
goods and services. Many reasons can be stated to demonstrate 
the desirability of establishing a precise classification system. 
Perhaps the most important reason is to simplify the search of 
the registers for marks which are likely to cause confusion with 
other marks under consideration by Examiners and by applicants. 
The desirability of consistency in classifying goods and services 
can be appreciated by any attorney who has attempted to register 
a mark used by a company in connection with several items of 
goods or services. For these reasons the Office always strives to 
create classes clearly titled and carefully defined. 

There can be no precise set of rules to determine when a new 
class should be created or what its designation should be. When 
a new class is established the Classification Examiner usually 
issues a general definition with appropriate comments and nota- 
tions for clarification and guidance. The definitions, comments 
and notations cannot be so restrictive that new classes must be 
constantly created as industry’s research perennially grinds out 
its flood of new products. Nor can the class definitions be so loose 





* Examiner, Trademark Operation, U. S. Patent Office. Member, District of 


Columbia Bar. 
t 200.86—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE (EX PARTE)— 


CLASSIFICATION OF GOODS. 
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that they would permit the classification of items according to 
whim or mere convenience and thus defeat the purpose of the 
classification system. 

The complexity of modern marketing rules out any rigid 
standards for the establishment of new classes. One situation 
called for stress on the source of manufacture as a most important 
consideration in establishing a new class (i.e., Class 21 Electrical 
apparatus, machines, and supplies). In another situation the in- 
dustry for which the goods were manufactured formed the basis 
for the establishment of the class (i.e., Class 12 Construction 
materials). Other factors considered in the establishment of new 
classes included competition at one or more levels (manufacturing, 
distributing, wholesaling and retailing), uses to which the goods 
are put, users for whom the goods are made, materials used in 
making goods, marketing channels, ete. In some cases it was 
necessary to place unrelated items in a single class because there 
were not sufficient numbers of one item or group of items to justify 
a separate class (e.g., Class 101 Advertising and business). What- 
ever the standard for setting up a new class the ultimate purpose 
has always been to aid the quick and efficient location, by Ex- 
aminers and other persons, of registered marks which may be 
identical or similar to marks under consideration and which, 
when used concurrently on the goods of the parties would be likely 
to cause confusion, deception or mistake of purchasers. 

To arrive at the decision that a new class should be estab- 
lished there must be, of course, a definite need therefor. The 
amount of goods going into the new class must be substantial and 
it must be shown that no existing class is sufficient to include the 
goods satisfactorily. Thus, for many years medicines and phar- 
maceutical preparations were classified in Class 6 with chemicals 
and chemical compositions. With the avalanche of new pharma- 
ceutical products such as antibiotics, vitamins and others, it was 
clear that the Examiners’ search could be facilitated and that a 
vast number of competitive items could be brought together in a 
single specific class. The same sort of division was found neces- 
sary in the consideration of services which, during the early days 
of the Lanham Act, were thrown into a single service mark class. 
Each classification change has been made only after careful analy- 
sis and discussions with the Examiners handling the goods or 
services involved in the change. It must be shown, too, that the 
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change will result in the conservation of searching time and/or 
in improved administrative distribution of the examination work. 

Classification Examiner Kemp has prepared several class 
definitions together with comments and notations. While the 
definitions are not official it is believed that they will be extremely 
helpful to attorneys in drafting descriptions of goods and services 
when they prepare applications to register trademarks and service 
marks. These classification aids will be published in The Trade- 
mark Reporter® as they are made available. 
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Cumulative 





January—August 


1960 


Applications filed -..................... . 15,396 


Registrations issued 
Principal Register 12,475 
Supplemental Register .... 527 


Total 13,002 


Renewals ; 2,852 
See. 12(¢), publications 312 
See. 8, affidavits filed —............ . 8,365 
See. 8, cancellations 3,299 


Cancellations, other 111 


1959 
15,411 


11,695 
544 


12,239 


January—September 


1960 
17,232 


13,820 
065 


14,383 


3,181 
359 
9,547 
3,639 
126 


1959 
17,252 


13,849 
610 


14,099 
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ARTICLES 


Diamond, Sidney A. 
Bugs and “Bud”: The Case of the Anheuser-Busch Slogan. (Advertising Age, 
October 17, 1960, pp. 104, 106.) 
Dominican Republic. 
Preparing Shipments to (World Trade Information Service, Operations Reports, 
Part 2. Dept. of Commerce, Bureau of Foreign Commerce, No. 60-26.) 
India. 
Licensing and Exchange Controls. (World Trade Information Service, Operations 
Reports, Part 2. Dept. of Commerce, Bureau of Foreign Commerce, No. 60-35.) 
Meyer, Harold 8. 
Incentives and Limitations in Use of Intellectual Property. (Journal of the Patent 
Office Society, Vol. 42, No. 7, July, 1960, pp. 480-495.) 
Modernization-Packaging (The Stanley Works) 
Gischel, Clyde S.—Packaging Builds Stanley’s Corporate Identity. (Packaging 
Design, September, 1960, pp. 39-42.) 
Netherlands. 
Licensing and Exchange Controls. (World Trade Information Service, Operations 
Reports, Part 2. Dept. of Commerce, Bureau of Foreign Commerce, No. 60-32.) 
Private Brands. 
Hughes, Lawrence M.—The “Secret” Hand in Private Brands. (Sales Management, 
September 16, 1960, pp. 35-39, 152, 154, 156.) 
Symbols. 


How a Kodak Symbol Was Built. (Printers’ Ink, September 30, 1960, pp. 42-43.) 
The story behind the Eastman Kodak “corner curl” symbol. 


* Copies of these articles are available for reference in the Association’s library. 
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MIAMI CREDIT BUREAU, INC. v. THE CREDIT BUREAU, INC. 
No. 17898 —C. A. 5—March 30, 1960 — 125 USPQ 87 


500.32b—COURTS—NAMES—CORPORATE AND TRADE NAMES 
A corporation can acquire a fictitious or trade name, particularly where it has 
secondary meaning. 
500.19 —COURTS—DESCRIPTIVE AND GENERIC MARKS 
500.26b—COURTS—GEOGRAPHIC TERMS—GEOGRAPHIC 
CREDIT BUREAU and MIAMI are descriptive and geographical and, therefore, are 
incapable of being a trademark, however, this limitation is not applicable to trade 
names. 
750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 
Appellee did not abandon the trade name MIAMI CREDIT BUREAU, INC. when it 
allowed the Florida corporation to be dissolved and when it began using the name 
CREDIT BUREAU OF GREATER MIAMI. 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
MIAMI CREDIT BUREAU, INC. is confusingly similar to appellee’s trade names 
MIAMI CREDIT BUREAU and CREDIT BUREAU OF GREATER MIAMI, 


Action by The Credit Bureau, Inc. v. Miami Credit Bureau, Inc., for 
unfair competition. Defendant appeals from District Court for Southern 
District of Florida from judgment for plaintiff. Affirmed. 


Thomas H. Anderson, of Miami, Florida, for appellant. 
Earl D. Waldin, Jr., of Miami, Florida, for appellee. 


Before TUTTLE, JONES, and Brown, Circuit Judges. 


TUTTLE, Circuit Judge. 

The question presented for decision is whether the District Court 
properly enjoined the appellant from using the name MIAMI CREDIT BUREAU, 
INCc., for the reasons that such use created public confusion and constituted 
an unfair trade violation of appellee’s trade names, MIAMI CREDIT BUREAU 
and CREDIT BUREAU OF GREATER MIAMI. We hold that the injunction was 
properly within the power of the district court. 

The facts necessary to an understanding of the case may be briefly 
stated as follows: The appellee, the Credit Bureau, Inc., which conducted 
a credit information service in Miami, Florida (Dade County), and twenty- 
one other cities in the southeastern states, instituted suit against the 
appellant corporation and its president O. H. Overholser, to enjoin them 
from using the appellee’s trade names. In 1942 the appellee, a Georgia 
corporation, purchased the assets of a Florida corporation, CREDIT BUREAU 
OF MIAMI, INC., including the name CREDIT BUREAU OF MIAMI. The appellee 
allowed the Florida corporation to be dissolved by operation of law in 1945 
for nonpayment of franchise taxes. However, the appellee began opera- 
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tion of the purchased corporation on November 1, 1942, and operated its 
credit information business under the trade name CREDIT BUREAU OF MIAMI 
until April 1956. On the latter date the appellee began to use the similar 
trade name CREDIT BUREAU OF GREATER MIAMI, and on April 18, 1956, regis- 
tered this trade name under the Florida Fictitious Names Statute (F.S. 
865.09). The appellee was known by, and referred to by, these trade names 
by its customers and the general public during these periods. The appel- 
lant, Overholser, had operated the same type business as the appellee in 
Dade County from 1934 to 1945 under the name CREDIT SERVICE, INC. In 
1945 this corporation was dissolved for nonpayment of franchise taxes, 
but Overholser continued in the same business under the same name until 
June 1957, when he formed the Florida corporation, THE CREDIT BUREAU OF 
SOUTH FLORIDA. This corporation retained the trade name of CREDIT SERVICE 
which was registered on August 20, 1957, under the Florida Fictitious 
Name Statute. In September 1957, Overholser formed a second Florida 
corporation under the name MIAMI CREDIT BUREAU, INC. The appellant cor- 
poration contracted for a listing in the Miami Telephone Directory under 
the name MIAMI CREDIT BUREAU, INC. for the year commencing December 31, 
1957. The district court found that Overholser knew that the appellee 
was operating in Dade County under the name of CREDIT BUREAU OF MIAMI 
and since April 1957, under the name CREDIT BUREAU OF GREATER MIAMI 
and that Overholser deliberately used the name CREDIT BUREAU OF MIAMI, 
inc. for the purpose of misleading and confusing the public thereby obtain- 
ing business advantages which rightfully belonged to the appellee. The 
evidence discloses that there were delays in the appellee’s mail and tele- 
phone calls and an increase in its operating expenses resulting from this 
confusion, and the trial court ruled that the then existing jurisdictional 
amount of $3000.00 was present. 

The major contentions made by the appellant are: (1) A corporation 
may not lawfully acquire a vested right in its fictitious name; (2) the 
names here involved are not such as enjoy the protection of the law; (3) 
the appellee abandoned the trade name MIAMI CREDIT BUREAU, INC. when 
it allowed the Florida corporation to be dissolved and when it began using 
the name CREDIT BUREAU OF GREATER MIAMI; (4) there was no proof of 
confusion such as would support the trial court’s findings on this issue; 
and (5) there was no proof of damages in the amount of $3000.00. 

The law is clearly against the appellant on the first point. Like a 
natural person, a corporation can acquire a fictitious or trade name par- 
ticularly where it has a secondary meaning, as here. This principle of 
law is supported by the cases from numerous jurisdictions and by the 
texts. See, for example, Meredith v. Universal Plumbing & Construction 
Co., 272 Ky. 283, 114 S.W.2d 94, 96 (1938), and 6 Fletcher on Corpora- 
tions, §2442 (1950 RV). No Florida statute or case has been cited to the 
contrary, and the extent to which Florida law prohibits the use by one 
corporation of the same name as that already being used by another 
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corporation is indicated by the following language from this Court’s deci- 
sion in Scalise v. National Utility Service, 120 F.2d 938, 940 (1941): 

“Tt is the law too, not only in Florida but generally elsewhere that it 
is a wrongful act to organize a domestic corporation by the same name 
as that already known to be used in the state by a foreign corporation, 
although the foreign corporation is not domesticated, but is doing business 
in the state without a permit, and an injunction will issue, not merely 
after the charter has been obtained to prevent the use of the name in 
unfair competition, but to restrain the procuring or issuing of the charter 
under the proposed name or if the charter has been issued, to restrain 
the use of the name. 13 AM. Jur., Sec. 135, p. 273; Children’s Bootery Vv. 
Sutker, 91 Fla. 60, 107 So. 345, 44 A.L.R. 698 (16 TMR 211).” 


Second, the appellant contends that the words CREDIT BUREAU and 
MIAMI are descriptive and geographical and, therefore, are incapable of 
being appropriated as a trade name. This is a well-known limitation of 
the establishment of trademarks, but is not applicable to trade names. 
Children’s Bootery v. Sutker, 107 So. 345 (16 TMR 211) (1926). See also 
Restatement, Torts, §§715, 716. 

The argument that the appellee abandoned its trade names by expira- 
tion of its charter misses the whole point of the evidence that the public 
and particularly those desiring credit reports and making requests for 
information all considered the appellee as the MIAMI CREDIT BUREAU and 
were confused by the appellant’s use of the same name. Moreover, the 
appellee did not abandon the name CREDIT BUREAU OF MIAMI, INC., but 
merely permitted the dissolution of the Florida corporation whose assets 
and name it had acquired. The MIAMI CREDIT BUREAU and CREDIT BUREAU 
OF GREATER MIAMI, if not the grammatical equivalent of each other, are so 
obviously synonymous as to be self-refutation of the contention that the 
appellee abandoned the former trade name when it began to use the latter 
in April of 1957. 

It was also urged that the appellee did not prove the requisite juris- 
dictional amount of $3,000.00 existing prior to July 25, 1958. Some courts 
have recognized that an actual monetary loss or potential loss of the juris- 
dictional amount is not a requirement of jurisdiction in a suit for injunc- 
tion for infringement of a trade name, but that the amount in controversy 
is the value of the good will. See Safeway Stores v. Suburban Foods, 130 
F.Supp. 249, 253, 105 USPQ 470, 473 (45 TMR 778) (E.D. Va. 1955). 
However, we need not rely on such a proposition in view of the trial court’s 
finding of fact that the jurisdictional amount was directly involved. There 
was evidence to the effect that there was a delay in appellee’s telephone 
calls, increased use of personnel time, greater operating costs and a loss 
of business resulting from the confusion in names. We think that in view 
of this evidence the trial court’s determination was not “clearly erroneous.” 
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Likewise, the evidence is sufficient to support the finding that there 
was confusion caused by the appellant in refutation of the appellant’s final 
contention that the trial court’s findings on this matter were “clearly 
erroneous.” Indeed in a colloquy between the trial judge and Overholser 
the latter virtually admitted that he picked out the appellee’s trade name 
and used it in the telephone directory in the hope that those looking for a 
eredit bureau would find the name and come to him. In other words he 
was banking on creating confusion. 

The judgment is affirmed. 


FRY, doing business as VENE D. FRY COMPANY v. 
LAYNE-WESTERN COMPANY 


No. 16371 —C. A. 8— June 23, 1960—126 USPQ 30 


500.6—COURTS—JURISDICTION 

Action for unfair competition is a common-law cause of action which may be 
joined with a related claim under the trademark laws, if resting upon substantially 
identical facts, but action for infringement of a common-law trademark is not one 
arising under any Act of Congress relating to trademarks within meaning of 28 
U.S.C.A. 1338(a). 

In federal courts jurisdiction must be affirmatively shown and appellate court 
must satisfy itself not only of its own jurisdiction but also of that of the District 
Court. 

500.9—COURTS—APPELLATE PROCEDURE 

Since jurisdictional question was not raised until after trial court decision on 
the merits, the appellate court allowed thirty days for amendment of pleadings to 
show jurisdiction. If jurisdiction is established appellate decision on merits will 
follow; if not, case will be remanded with directions to dismiss for lack of 
jurisdiction. 

Action by Layne-Western Company v. Vene D. Fry, doing business as 
Vene D. Fry Company, for unfair competition. Defendant appeals from 
District Court for Western District of Missouri from judgment for plain- 


tiff. Parties given 30 days to amend pleadings to show jurisdiction. 
Case below reported at 49 TMR 1290. 


George T. Morton, Jr., and Watson, Ess, Marshall & Enggas, of Kansas 
City, Missouri, for appellant. 
C. E. Lombardi, Jr., of Kansas City, Missouri, for appellee. 


Before SANBORN, VAN OOSTERHOUT, and MATTHES, Circuit Judges. 


Per CURIAM. 
This appeal challenges the validity of an injunction granted the plain- 


tiff (appellee) in an unfair competition action. The decision of the trial 
court is reported in 174 F.Supp. 621, 122 USPQ 596 (49 TMR 1290). 

We find nothing in the record on appeal which demonstrates that the 
District Court had jurisdiction of the case. Diversity of citizenship was 
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neither pleaded nor proved. There is no allegation in the complaint that 
there is any amount in controversy. 

An action for unfair competition is a common-law cause of action and 
does not arise under any law of the United States. Under § 1338(b) of 
28 U.S.C.A., a claim of unfair competition may be joined with a “substan- 
tial and related claim under the * * * trademark laws,” but, to be “related” 
to a claim arising under those laws, the unfair competition claim must rest 
upon substantially identical facts. Landstrom v. Thorpe, 8 Cir., 189 F.2d 
46, 51, 89 USPQ 291, 294 (41 TMR 575), and cases cited. See, also, 
Powder Power Tool Corp. v. Powder Actuated Tool Company, Inc., 7 Cir., 
230 F.2d 409, 413, 108 USPQ 155, 158. An action for infringement of a 
common-law trademark is not one “arising under any Act of Congress 
relating to * * * trademarks,” within the meaning of 28 U.S.C.A. 
§ 1338(a). Magic Foam Sales Corp. v. Mystic Foam Corp., 6 Cir., 167 
F.2d 88, 77 USPQ 66 (38 TMR 550). 

Since the District Court did not question its authority to try this case 
and both parties invoked its jurisdiction to decide the controversy on the 
merits, and since the defendant has at no time raised any question of lack 
of jurisdiction, it seems probable that jurisdiction did, in fact, exist. 

It is elementary that, in federal courts, jurisdiction must be affirma- 
tively shown; that the facts necessary to establish jurisdiction must be 
pleaded; that lack of jurisdiction cannot be waived by the parties or 
ignored on appeal; and that the appellate court must satisfy itself not 
only of its own jurisdiction but also of that of the District Court. Kern v. 
Standard Oil Company, 8 Cir., 228 F.2d 699, 701, and cases cited. 

Section 1653, Title 28 U.S.C.A., provides: “Defective allegations of 
jurisdiction may be amended, upon terms, in the trial or appellate courts.” 

In Illinois Terminal R. Co. v. Friedman, 8 Cir., 208 F.2d 675, 677, and 
in Kern v. Standard Oil Company, supra, page 701 of 228 F.2d, we granted 
the parties leave to amend the pleadings to show, if possible, that federal 
jurisdiction did, in fact, exist. We shall do the same in this case. The 
parties may have thirty days to amend their pleadings to show jurisdic- 
tion. If jurisdiction is established, the case will be decided on the merits 
without further argument. If the pleadings are not amended to show juris- 
diction, within thirty days, the case will be remanded to the District Court 
with directions to dismiss it for want of jurisdiction. 
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B. W. PHOTO UTILITIES, doing business as B. W. MOLDED PLASTICS v. 
REPUBLIC MOLDING CORPORATION 


No. 16680—C. A. 9 —July 15, 1960— 126 USPQ 225 


500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
The granting or withholding of an interlocutory injunction rests in the sound 
judicial discretion of the court of original jurisdiction. 


Action by Republic Molding Corporation v. B. W. Photo Utilities, 
doing business as B. W. Molded Plastics for unfair competition. Defendant 
appeals from District Court for Southern District of California from order 
granting preliminary injunction. Affirmed. 

Case below reported at 124 USPQ 358. 


William R. Graham, Collins Mason, and Mason & Graham, of Los Angeles, 
California, for appellant. 

Leonard 8. Lyon, Jr., and Lyon & Lyon, of Los Angeles, California, and 
M. Hudson Rathburn, Clemens Hufmann, and Mason, Kolehmainen, 
Rathburn & Wyss, of Chicago, Illinois, for appellee. 


Before JERTBERG and MERRILL, Circuit Judges, and BoweEn, District Judge. 


Per CURIAM. 

On this appeal the principal question is whether the District Court 
committed reversible error in granting a preliminary injunction as re- 
quested by appellee, plaintiff below, pending trial on the merits of this 
ease involving alleged unfair trade practice by appellant, defendant below, 
in the production and sale of plastic vegetable bins. 

Appellant is a California corporation, appellee is an Illinois corpora- 
tion, and more than $10,000 exclusive of interest and costs is involved. 
The District Court (28 U.S.C. §§ 1332, 1391) had and this Court (28 U.S.C. 
§ 1292(1)) has jurisdiction. 

Appellant charges that the District Court abused its discretion in 
granting the preliminary injunction, erred in entering the findings of fact 
and conclusions of law supporting the injunctive order, and in holding, 
contrary to federal law, that a design like that of appellee’s bins has ac- 
quired or can acquire a secondary meaning or trademark significance. 
Many more errors are assigned by appellant against the District Court’s 
rulings, but they are all subsidiary to or covered by the foregoing charges 
of error. 

Appellee claims that in the summer of 1958, the appellee began as the 
first one to make and sell its presently marketed form of plastic vegetable 
bins, each integrally molded, with rectangular shaped bottom and sides, 
equipped with tubular vertical corner posts and having a large opening 
in’the upper half of one side for access to vegetables stored in the bin, 
and that the bins are marketed in five colors, white, yellow, pink, turquoise 
and copper, the latter color not having before been used for plastic house- 
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hold items. In size, the larger bins are about 16 x 9 x 8% inches, with at 
least one smaller size 12% x 7% x 7% inches. 

Appellee also contends that for about a year between July 1958 and 
July 1959 it was the only manufacturer and supplier of appellee’s kind of 
plastic vegetable bins, and, for about 14 months after beginning to market 
its bins, has extensively advertised its own kind of bins and in many ways 
has made them known to the public in various parts of the nation. Appellee 
estimates that in the same period more than 1,200,000 of its bins have been 
sold, yielding about $1,350,000 in gross receipts, and represents that appellee 
at the time of the hearing in the District Court had pending before the 
U.S. Patent Office two applications for patent protection, one for the design 
and the other for the structure of appellee’s bins. 

Appellee further contends that its design is original and nonfunce- 
tional, and has acquired a “secondary meaning” or trademark character 
in the customer mind, and cites many letters from prospective customers 
seeking access to supply sources convenient to them. Appellee charges 
that, in order to compete with appellee’s product, appellant has in fact 
copied appellee’s article, and that in reality all that appellant did to 
produce its competing article was to purchase one of appellee’s bins, punch 
some diamond-shaped holes in the bottom of that one, have a mold made 
of it in Italy and later use that mold to produce appellant’s competing 
article. To those charges, the record does not disclose a convincing denial 
by appellant. 

Upon this situation, the authorities seem to have clearly spoken. In 
Love v. Atchison, T. & 8S. F. Ry. Co., 8 Cir., 1911, 185 F. 321, 331, it was 
said: “But the granting or withholding of an interlocutory injunction 
rests in the sound judicial discretion of the court of original jurisdiction”’. 
It is not the function of a preliminary injunction to decide the case on 
the merits, and the possibility that the party obtaining a preliminary in- 
junction may not win on the merits at the trial is not determinative of 
the propriety or validity of the trial court’s granting the preliminary in- 
junction. Burton v. Matanuska Valley Lines, 9 Cir., 1957, 244 F.2d 647, 
650 (Lemmon, Cir. J., dissenting) ; Westinghouse, etc. Corp. v. Free Sew- 
ing Mach. Co., 7 Cir., 1958, 256 F.2d 806, 808 (Syl. 2, 3 and 4), 118 USPQ 
3 (48 TMR 1390). 

Here the District Court had before it evidence supporting appellant’s 
objection to the preliminary injunctive order, but that Court also had 
before it creditable evidence strongly supporting appellee’s request for 
injunctive relief pending trial on the merits. We cannot say from this 
record that the District Court abused its discretion in granting the tem- 
porary order. With much less justification could we say that the order 
was clearly erroneous. Upon the whole record at the trial on the merits, 


the evidence may or may not convince the District Court that appellant 


has under controlling law unfairly and wrongfully competed with appellee 
in the sale of plastic vegetable bins. 
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That question is and doubtless at the trial will be greatly affected 
by the District Court’s determination of whether the dominant law is fed- 
eral or state law. That is all the more obvious since this is a diversity 
of citizenship case. 

The order of the District Court granting a preliminary injunction 
is affirmed. | 





GIRL SCOUTS OF THE UNITED STATES OF AMERICA and BOY SCOUTS OF 
AMERICA v. R. LEE HOLLINGSWORTH, individually and doing business 
as THE HOLLINGSWORTH COMPANY 


No. 19628 —D. C., E. D. New York — July 13, 1960 


500.58a—COURTS—SCOPE OF RELIEF—PERMANENT INJUNCTION 
500.73—COURTS—PLEADING AND PRACTICE—MOTIONS 
The Court granted plaintiffs Girl Scouts and Boy Scouts motion for summary 
judgment holding plaintiffs entitled to permanent injunction against defendant’s 
use of SAFETY SCOUTS, SAFETY SCOUT MASTER, SCOUT, SCOUTS or SCOUTING. The 
Court considered plaintiffs’ proof of long prior use of numerous terms including 
the word scout such as GIRL SCOUT, BOY SCOUT, TENDERFOOT SCOUT etc., plaintiffs’ 
safety programs, and the Federal Acts incorporating each plaintiff which granted 
each exclusive rights to have and to use all emblems and badges, descriptive or 
designating marks, and words or phrases used by them. 
500.74b—COURTS—PLEADING AND PRACTICE—SURVEYS 
Plaintiffs conducted a house-to-house survey where each person questioned was 
shown defendant’s T-shirt with a SAFETY scouT emblem. A large percentage of 
persons interviewed associated the SAFETY SCOUT emblem with either plaintiff Girl 
Scouts or plaintiff Boy Scouts. The Court in considering the survey evidence held 
that surveys are admissible to show as a fact the reaction of the ordinary house- 
holder to a given set of facts. 
600.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
The Court held the words SAFETY SCoUT when applied to defendant’s clothing, 
merchandise and products suggested that these articles were sponsored by the plain- 
tiffs Girl Scouts or Boy Scouts. Plaintiffs’ motion for summary judgment was 
granted. 


Action by Girl Scouts of the United States of America and Boy Scouts 
of America v. R. Lee Hollingsworth, individually and doing business as 
The Hollingsworth Company for unfair competition and trademark in- 
fringement. Plaintiffs’ motion for summary judgment and permanent 


injunction granted. 


Nims, Martin, Halliday, Whitman & Williamson of New York, N.Y. for 
plaintiff Girl Scouts of the United States of America; Hughes, Hub- 
bard, Blair and Reed for plaintiff Boy Scouts of America; Wallace H. 
Martin, Richard W. Hogue, Jr., Richard A. Givens and Stewart L. 
Whitman, of Counsel. 

R. Lee Hollingsworth, pro se. 
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ABrRUzz0, D.J. 

The plaintiffs instituted this action to enjoin the defendant who 
appears herein pro se from using in any manner the words SAFETY SCOUT, 
SAFETY SCOUT MASTER, SCOUT, SCOUTS, SCOUTING, or any word or words, 
syllable or syllables confusingly similar thereto, alone or in combination 
with any other syllable, syllables, word or words, on or in connection with 
the promotion, advertising, offering for sale or sale of any program, goods 
or services, or either of them, not plaintiffs’ which, as a result of such use, 
are likely to be purchased as and for plaintiffs’ program, goods or services 
or as sponsored by them, or either of them; and from using said words 
in association and in combination with defendant’s commercially adver- 
tised radio and television programs, and from using said words alone or 
in combination with the word “safety” in connection with the advertising, 
sale, offering for sale or promotion of any safety program unless sponsored 
or approved by plaintiffs and each of them in writing; that defendant be 
required to deliver up for destruction any and all containers, packaging 
materials, labels, emblems, advertising matter, stationery and other goods 
and materials bearing said words alone or in combination, or with a design, 
or any other word or words, syllable or syllables confusingly similar thereto; 
that the Commissioner of Patents be directed to enter judgment for plain- 
tiff Girl Scouts sustaining its opposition No. 37,161 to defendant’s applica- 
tion, Serial No. 694,487, filed in the United States Patent Office, to register 
the words SAFETY SCOUT with design; that defendant be directed to sur- 
render any and all certificates of registration of the words SAFETY SCOUT 
alone or with a design, issued to the defendant under the laws of individual 
states, and to petition for cancellation of such registrations; that defen- 
dant account for and pay over to plaintiffs all damages sustained by them 
and profits realized by him by reason of his alleged unlawful acts; and that 
the Court treble the amount of damages for infringement of the registered 
trademarks of the plaintiff Girl Scouts, together with reasonable attorneys 
fees in this action. 

The plaintiffs now move for summary judgment and the defendant 
moves to dismiss the complaint. 


PLEADINGS 


The complaint alleges infringements and acts of unfair competition 
by the defendant of registered and common-law trademarks of the plaintiff 
Girl Scouts and common-law trademarks of the plaintiff Boy Scouts by 
the defendant’s adoption and using the term SAFETY SCOUT in interstate 
commerce in association and in connection with defendant’s promotion of 
a commercial advertising and merchandising program; that he has used 
in interstate commerce the term SAFETY SCOUT on products and goods of 
all kinds including, but not limited to, children’s clothing, bicycles, toys, 
pocket pencil and pen protective shields, school supplies, pencils, pens, 
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jewelry, watches, bracelets, tie clasps, belts, belt buckles, rings, candy bars 
and bubble gum, and that as part of his commercial advertising and pro- 
motional venture he has copied and incorporated essential features of plain- 
tiffs’ safety programs by using the terms, SCOUTS, SAFETY SCOUT and SAFETY 
SCOUTMASTER, in association and conjunction with a safety program which 
defendant sells and offers to sell in interstate commerce to commercial spon- 
sors on a national basis, to television and radio networks, and to any 
individual or company who will buy his products, goods and supplies, and 
offering to furnish to any purchaser of said program products and goods 
and membership cards and emblems bearing the words SAFETY scout to be 
distributed as give-away prizes to girls and boys as part of his merchan- 
dising plan, and for the purpose of creating the impression among children 
and their parents that the holder of a Safety Scout Emblem is a member 
of either plaintiff; that defendant has used and threatens to continue using 
the words SAFETY SCOUT PROGRAM as the title of a radio and television 
program promoting safety and directed primarily to boys and girls. In 
the script for this program the announcer is referred to as Safety Scout- 
master of Ceremonies and Safety Scoutmaster, and said program invites 
girls and boys to become Safety Scouts and offers membership cards and 
emblems bearing the words SAFETY scout to all who apply. Said radio and 
television programs are also used to promote and sell defendant’s advertis- 
ing service, products and goods under the designation scout; that in 
furtherance of defendant’s plan to appropriate plaintiffs’ good will and 
trademarks, defendant on August 3, 1955, filed an application in the United 
States Patent Office to register the words SAFETY scouT and design for 
men’s, women’s, boys’ and girls’ clothes, and also applied for and secured 
registration of said words and design under individual state laws; that the 
words SAFETY scout alone and in design combination are confusingly 
similar to plaintiffs’ trade names as registered and common-law trademarks 
which include the word scout or a derivative thereof, and the goods and 
services in connection with which defendant is using the words SAFETY 
scout alone and in design combination are of the same descriptive proper- 
ties or type as the goods sold and services performed by plaintiffs, and 
easily deceives thé public into purchasing defendant’s goods and services 
in the mistaken belief that they are the goods of plaintiffs or sponsored by, 
or connected with, or produced under the supervision of the plaintiffs; and 
that defendant’s acts dilute and reduce the value of plaintiffs’ good will and 
are committed with the fraudulent intent and purpose of appropriating 
plaintiffs’ good will. 


Each plaintiff is a federal corporation organized and incorporated 
under Acts of Congress. The Boy Scouts was incorporated on June 15, 1916, 
and the Girl Scouts on March 16, 1950, and the Act under which the latter 
was incorporated was amended on August 17, 1951. The Boy Scout 
Movement was originated in England in 1906 by Lord Robert Baden-Powell 
as the Boy ScouTs, and groups of Boy Scouts were established and organ- 
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ized in the United States prior to 1910. In 1910, plaintiff Boy Scouts’ 
predecessor was incorporated in the District of Columbia, and on June 15, 
1916, it was incorporated by Act of Congress and succeeded its predecessor 
as a non-profit, nonpolitical, nonsectarian character building membership 
organization open to all boys regardless of economic status, race or creed, 
having for its major purposes to promote the ability of boys to do things 
for themselves, to train them in Scouteraft, and to teach them patriotism, 
courage, self-reliance, and kindred virtues as a preparation for their future 
responsibilities in the home and service for the community. 

The Girl Scout Movement was founded by Mrs. Juliette Gordon Low 
in 1912 in Savannah, Georgia, for purposes similar to that of the Boy 
Scouts. 

For a long period of time prior to the defendant’s alleged competing 
acts and conduct, the plaintiffs operated through local councils and troops 
in every state and territory of the United States and have used and are 
using numerous terms including the word scouT such as GIRL SCOUT, BOY 
SCOUT, TENDERFOOT SCOUT, etc. (36 terms are set forth in the complaint). 
Many of the terms used by the Girl Scouts are used with trefoil design 
and by the Boy Scouts with the letters B.S.A. in association and connection 
with their activities; that an essential part of the purposes consists of 
education and teaching the principles of safety, and safety programs have 
been developed as one of their major educational projects and play an 
important part in the activities of the groups comprising their membership. 

Safety as taught by plaintiffs covers a wide field including without 
limitation safety methods and practices to be employed in the community, 
home, on the farm, and out of doors. As an incentive to Girl Scouts and 
Boy Scouts to learn about safety, the plaintiffs award proficiency or merit 
badges designated Health and Safety Badges to those who meet the pre- 
seribed requirements. Knowledge of safety rules and principles also is a 
basis required for the award of similar badges in other fields forming part 
of their safety programs. The plaintiffs have received the cooperation of 
the National Safety Council and of federal, state and local programs, and 
their members actively participate in such programs as Safety Leaders 
and Safety Scouts. 

The plaintiffs for a long period of time have continuously and are 
using in interstate commerce designating marks, words and phrases which 
include the word scout, or a derivative thereof, as trademarks and desig- 
nating marks in, or in connection with, the sale of many articles of 
merchandise which have been advertised and widely sold by the plaintiffs 
throughout the several states and now have great value to the plaintiffs as 
identifying the plaintiffs and their respective products exclusively. 

The plaintiff Girl Scouts is the owner of numerous registered trade- 
marks which include the terms GIRL SCOUT, GIRL SCOUTS (12 are listed in 
the complaint), and the letters e s and trefoil design covering clothing, 
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fabrics, badges, flags and pennants, publications, jewelry, purses, handbags 
and shoes. 

As heretofore stated, the defendant appears pro se and his answer is 
rhetorical, argumentative and unlegalistic. In his answer the defendant 
alleges that the plaintiffs have a distinct obligation to teach safety and 
concedes that this is done but contends that their first efforts should be 
for their organizations, without hindering the efforts of other organizations 
in keeping safety before the public; that no possible discrimination could 
conceivably be practiced because a Safety Scout wears no uniform; that 
plaintiffs are here asking in effect that protection be granted to their 
franchised outlets which make up real and tangible money profit from 
the sale of franchised products; that each store pays for the franchise and 
is permitted to make a profit from sales and from manufacturers who are 
also licensed under plaintiffs’ trademarks; that plaintiffs have tried to 
tie in as many words, things and materials to their ownership by their 
creative program, did not produce SAFETY scouT, and the only issue in 
the case is the use of the word scout. (Defendant then poses this question 
in his answer, “Do the Boy and/or Girl Scouts have exclusive use of this 
word?”) The defendant denies that the word scout or any combinational 
use belongs to plaintiffs in that there is no Congressional Act giving anyone 
exclusive use of the word. He denies that he appropriated anything 
belonging to any others. He admits that he wrote, produced and broadcast 
the Safety Scout Program; created, drew, designed and used in interstate 
commerce, and registered the Safety Scout emblem as an outgrowth of 
the Safety Scout Program; he admits that he expects to continue to exploit 
the program and trademark, and contends that he has a right to continue 
because the Patent Office allowed and published the Safety Scout trade- 
mark. He contends that no one has the exclusive right to any one word 
except where the word is first established to indicate a product in com- 
merce between the states, by design in the manner of shaping or building 
the letters of the word to be distinctly distinguishable and associated with 
the product, and he inquires, ‘Does anyone have exclusive use of the word 
scout?” He denies that the words SAFETY scouT alone and in design 
combination are confusingly similar to plaintiffs and that plaintiffs’ allega- 
tion as to it being confusingly similar is conjecture. He claims that the 
allegations in the complaint that the defendant has infringed plaintiffs’ 
registered and common-law trademarks and competed unfairly with plain- 
tiffs, and that the defendant’s acts are caleulated to deceive and do deceive 
the public into purchasing defendant’s goods and services in the mistaken 
belief that they are the goods and services of the plaintiffs, or that the 
defendant’s acts tend to dilute and reduce the value of plaintiffs’ good will, 
or that the defendant’s acts have been and are committed with the fraudu- 
lent intent and purpose of appropriating plaintiffs’ good will, and the 
allegation that plaintiffs have suffered serious damage, are pure conjecture. 
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PLAINTIFFS’ MOTION 


Many affidavits have been submitted in support of the plaintiffs’ 
motion for summary judgment. Many of the averments contained in the 
affidavits repeat the allegations contained in the complaint. 

The defendant was examined before trial by the plaintiffs, and his 
deposition has also been submitted by the plaintiffs in support of their 
motion. 

In addition to the allegations of the complaint, the affidavits and the 
deposition set forth that defendant is an individual doing business as 
The Hollingsworth Company and is also president of radio stations WKBS 
in Nassau County, New York. The Hollingsworth Company is an inactive 
agency registered in Nassau County to handle some of defendant’s ideas, 
one of which was to carry on a business relating to Safety Scouts and 
business in the field of commercial safety. In this business he has sold and 
plans to sell to sponsors commercial radio and television programs which 
have a profitable merchandising feature for the sale of products bearing 
the words SAFETY ScouT. As an example, he held a purely commercial 
radio talent program which was sponsored by and held in the showroom of 
a Ford automobile agency for 13 weeks. Safety Scout membership cards 
were given out to boys and girls at the broadcast and 400 to 500 T-shirts 
bearing the term SAFETY SCOUT were given away by the agency. The 
defendant has given out Safety Scout membership cards to thousands of 
children and any child became a Safety Scout by keeping the membership 
card or wearing the Safety Scout emblem. 

Defendant’s promotional scheme is to make money, and he plans to 
put the Safety Scout Program on nationwide radio and television programs 
for a large sponsor. He has no background knowledge of safety, nor has 
he created a safety program for children other than listing simple safety 
rules on the Safety Scout membership identification cards. The promotion 
of safety is an integral part of both the Girl Scout and Boy Scout Move- 
ments and is basic in all Girl Scout and Boy Scout activities. 

Girl Scouts and Boy Scouts must meet many requirements in order to 
earn proficiency or merit badge awards. Both plaintiffs have received 
awards of merit from the National Safety Council for meritorious activities 
in home safety education, and they are currently assisting the New York 
City Fire Department in a fire safety program, part of which is to contact 
Spanish-speaking people in New York to interpret fire prevention rules 
and to distribute literature. 

While defendant sells various articles of clothing and products in 
order to make money, the net receipts from similar articles sold by plain- 
tiffs together with funds received from other sources are devoted to admin- 
istration and extension of their programs. In addition to selling clothing 
products, defendant also sells his emblems. 

The defendant contends that the action is fundamentally based on 
two premises, (1) whether or not the plaintiffs have the exclusive use of 
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the word, scout, a word that has been in use for hundreds of years, and (2) 
that the purposes of the Boy Scouts as set forth in its charter contains not 
a single reference to the restriction of the use of scout or scouTs in writings 
such as plays, radio and television scripts and cannot be construed to 
restrict competition by others in the field of safety programs except where 
copyrighted or registered trademarks are in question in such activities. 
The defendant also avers that the plaintiffs have dozens of registered trade- 
marks, none of which singly includes the word scout, nor of SAFETY SCOUT, 
with or without any form or design. Defendant assumes that because a 
registered trademark approved by the United States Patent Office and 
published in the Patent Office Gazette was granted to his Safety Scout 
Program, and because his membership and radio script was copyrighted, 
he has the right to use the word scout. He avers that the Patent Office has 
vast knowledge, experience and familiarity with the laws passed by 
Congress relative to trademarks and has not as yet rejected the trademark 
SAFETY scouT and design. He claims that neither plaintiff owns a trade- 
mark relating to safety although they do have many covering clothing 
and products. He maintains that a restriction on the use of the word 
scout is a breach of the freedom of the press and of expression and of 
the free usage of the English language. 

Various other contentions are made by the defendant, some of which 
are that the plaintiffs have no monopoly in the field of safety education; 
that plaintiffs during the last three or four years have promoted safety 
as never before but this activity was generated because of the existence of 
the Safety Scout Program, the SAFETY scout trademark, and SAFETY SCOUT 
emblems, and because of defendant’s contemplated resumption in the field 
of safety education; that defendant’s emblem has a distinctive barricade 
shape of design and of color arrangement which blend into an attractive 
emblem never seen or heard of before its creation by defendant. 

The affidavits in support of the motion draw attention conclusively 
to the fact that the defendant’s actions have tended to confuse the public 
into the belief that his program is an extension of or sponsored by either 
the Boy Scouts, Girl Scouts, or both. 

The plaintiffs have conducted a house-to-house survey by college 
students. Each person questioned was shown a T-shirt with a SAFETY SCOUT 
emblem on it, and a large percentage associated the T-shirt with either the 
Girl Scouts or Boy Scouts. 

The defendant is his own lawyer. As stated in this opinion, the defen- 
dant’s affidavit points up the fact clearly that he is his own lawyer, and 
there is a rambling set of arguments that skirt around and do not meet 
the facts set forth in the plaintiffs’ application for summary judgment. 
He does not deny that his actions tend to confuse the public. He does 
not deny the facts contained in many of the affidavits in support of the 
plaintiffs’ motion. He does not deny that his reason for resisting this 
motion for summary judgment is not altruistic in its nature alone, but that 
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he intends to make a business of selling his script and his safety program 
to large companies for individual profit alone. 


Law 


Surveys are admissible to show as a fact the reaction of the ordinary 
householder to a given set of facts. United States v. 88 Cases, More or Less, 
etc., 187 F.2d 967 (C.A. 3d) ; certiorari denied, 342 U.S. 861. 

The Boy Scout statute provides (36 U.S.C.A. 27): 


§ 27. Exclusive right to emblems, badges, marks and words or phrases 

The corporation shall have the sole and exclusive right to have 
and to use, in carrying out its purposes, all emblems and badges, de- 
seriptive or designating marks, and words or phrases now or hereto- 
fore used by the Boy Scouts of America in carrying out its program, 
it being distinctly and definitely understood, however, that nothing in 
this chapter shall interfere or conflict with established or vested rights. 
June 15, 1916, c. 148, § 7, 39 Stat. 228. 


The Girl Scout statute provides (36 U.S.C.A. 36) : 


§ 36. Exclusive right to emblems, badges, marks and words or phrases 


The corporation shall have the sole and exclusive right to have 
and to use, in carrying out its purposes, all emblems and badges, de- 
scriptive or designating marks, and words or phrases now or hereto- 
fore used by the old corporation and by its successor in carrying out 
its program, including the sole and exclusive right to use, or to 
authorize the use of, during the existence of the corporation, the badge 
of the Girl Scouts, Incorporated, which is referred to in the Act of 
August 12, 1937 (Public, Numbered 259, Seventy-fifth Congress; 50 
Stat. 623), and all the other aforesaid emblems and badges, descriptive 
or designating marks, and words or phrases in connection with the 
manufacturing, advertising, and selling of equipment and merchan- 
dise: Provided, however, That nothing in this chapter shall interfere 
or conflict with established or vested rights. Mar. 16, 1950, ¢. 62, § 6, 
64 Stat. 24; Aug. 17, 1951, c. 328, 65 Stat. 192. 


Under both of these statutes Congress gave the plaintiffs the sole 
and exclusive right to have and to use all emblems and badges, descriptive 
or designating marks, and words or phrases now or heretofore used by 
them. It would appear from a reading of both provisions that Congress 
granted more to the plaintiff Girl Scouts than to the plaintiff Boy Scouts 
in that the phrase, “and words or phrases in connection with the manufac- 
turing, advertising, and selling of equipment and merchandise,” which 
appears in the Girl Scout statute does not appear in the Boy Scout statute, 
however, this is not so. 

In Adolph Kastor & Bros. v. Federal Trade Commission, 138 F.2d 824 
(C.A. 2d), the Court sustained an order of the Federal Trade Commission 
directing the petitioner to cease and desist from marking knives manu- 
factured by it, or the boxes or covers which hold them, or any cards 
attached to them, with words, SCOUT, or BOY SCOUT, or SCOUTING, or with any 
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other symbol used by the Boy Scouts of America. In sustaining the order 
the Court specifically stated that it did not rely on 36 U.S.C.A. 27. The 
Court held (p. 825): 


At the outset we hold therefore that the word, scout, when applied 
to a boy’s pocket knife, suggests, if indeed it does not actually indicate, 
that the knife is in some way sponsored by the Boy Scouts of America. 
It is true that this suggestion is vague; it does not mean that the Boy 
Scouts sell the knife, and would be misleading if it did, for they sell 
no knives of any kind. But it does, we think, indicate that: the knives 
have the countenance of the organization, either by being licensed as 
an “official knife,” or by having some less explicit recognition. (Italics 
added ) 

* * * In the case at bar the Kastor Company is using a word of 
common speech, which all are entitled prima facie to use; for this 
reason we agree that it may demand that the Boy Scouts show some 
superior interest. On the other hand it is an error to suppose that 
its past user—even though dated, as it claims, from 1895—adds any 
privilege to that of a newcomer. The only protected private interest in 
words of common-speech is after they have come to connote, in addition 
to their colloquial meaning, provenience from some single source of 
the goods to which they are applied: The Kastor Company does not 
assert that the word, ScouUT, on a pocket knife means anything of the 
sort; and no such assertion could be sustained, for there is not a shred 
of evidence in the record to sustain it. Therefore, the decision turns 
upon whether the suggestion—to put it no more strongly—from the 
name, ScouT, upon a boy’s pocket knife that the Boy Scouts of America 
sponsor it as proper for Boy Scouts, is enough to support the order. 
We hold that it is; that the Boy Scouts have a cognizable interest in 
preventing such possible confusion. It is not even necessary that the 
label shall lead “boy scouts” to buy Kastor knives supposing that they 
are “Official Knives” ; boys who are not scouts may be led to buy them 
because in their minds they vaguely have the imprimatur of the Boy 
Scouts of America. That interest the law will protect against an 
opposing interest no greater that [sic] that of all persons in the use 
of common speech. * * * (Italics added) 


In the foregoing case the Court cited Boy Scouts of America v. Winchester 
Repeating Arms Co., 15 Trademark Reporter 142. In 1925, the Commis- 
sioner of Patents denied registration of the words, WINCHESTER SCOUT, as 
a trademark for pocket knives upon the opposition of the Boy Scouts of 
America upon the ground that the mark sought to be registered included 
the word, scout. After referring to the provision of the Boy Scout 
statute, the Commissioner said: 


Irrespective of any exclusive rights that may have been given to the 
Boy Scouts of America by the above quoted section, the record in this 
ease shows that the word scout and the like has been extensively used 
by that organization for many years for a variety of articles. In fact, 
the record shows that the right of the Boy Scouts of America to the 
use of the word scout or scoUTs in its activities has been recognized 
by numerous manufacturers who at substantial losses to themselves 
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have voluntarily ceased to use as trademarks such words as were com- 
mon to the Boy Scouts of America when their attention was called to 
the fact that these words were considered by the Boy Scouts of America 
to be the property of that organization. Moreover, the record sustains 
the claim that a scout knife was placed upon the market for the Boy 
Scouts of America long before January 15, 1923, the date claimed 
by the applicant as the time when it began to use WINCHESTER SCOUT 
as a trade-mark for pocket knives. 


* * * 


The record further shows that from 1911 to 1922 the New York 
Knife Company was the authorized maker of the Boy Scout knife 
and that since 1922 the Ulster Knife Company and the Remington 
Arms Company have been the official manufacturers of the knife 
bearing that mark. 

From this it would seem that these knives are recognized by the 
Seouts and the public in general as knives which have the endorsement 
of the Boy Scout organization, and not of Winchester origin. To now 
permit the applicant to register the word scour as part of its mark 
would enable it to place upon the market a knife which would doubt- 
less be regarded as a knife for Boy Scout use and confusion in the 
trade would be the natural and probable result of such action. * * * 


It must be remembered that not only registered trademarks are in- 
volved in the instant action but also common-law trademarks. The law 
pertaining to the validity of common-law trademarks has been expounded 
in E. F. Prichard Co. v. Consumers Brewing Co., 136 F.2d 512 (33 TMR 
at 370) (C.A. 6th), where it was held (p. 518, 33 TMR at 375): 


We have before us a case involving the right to a common law 
trademark. This right exists independent of the statute, registration 
simply constituting prima facie evidence that the registrant is entitled 
to the mark. Phillips v. Hudnut et al., 49 App. D.C. 247, 263 F. 643 
(10 TMR 243). Trademarks are not dependent on statutory enact- 
ment, but arise out of common law from prior exclusive appropriation 
and use. Registration is not controlling in a suit involving common 
law rights to a registered mark or in a suit for unfair competition 
involving its use. United States Ozone Co. et al. v. United States 
Ozone Co. of America, 7 Cir., 62 F.2d 881 (22 TMR 304). In a suit 
in a federal court to enjoin wrongful use of a trade name, whether 
it was used in interstate commerce or registered as a trademark under 
act of Congress, is immaterial; the real question is whether the mark 
was actually adopted and used by the plaintiff. The title to a trade- 
mark is independent of its registration. Great Atlantic & Pacific Tea 
Co. v. A. & P. Radio Stores, Inc., D.C. Pa., 20 F.Supp. 703 (27 TMR 
783). As recognized by the common law, a trademark is generally the 
growth of a considerable period of use rather than a sudden invention; 
and the exclusive right to it grows out of its use and not its mere 
adoption. In re Trade-Mark Cases, 100 U.S. 82, 25 L.Ed. 550. * * * 


In Triangle Publications v. Rohrlich, 167 F.2d 969 (38 TMR 516) C.A. 
2d), the Court held (p. 972, 38 TMR at 519): 
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It is settled law that a plaintiff who has established a right to a 
trade name which is fanciful or arbitrary or has acquired a secondary 
meaning is entitled to protection of his reputation against the use of 
that name by others even upon non-competing goods, if the defendant’s 
goods are likely to be thought to originate with the plaintiff. Yale 
Electric Corporation v. Robertson, 2 Cir., 26 F.2d 972; L. E. Water- 
man Co. v. Gordon, 2 Cir., 72 F.2d 272 (24 TMR 347); Standard 
Brands v. Smidler, 2 Cir., 151 F.2d 34 (35 TMR 277). * * * 


In Ronson Art Works v. Gibson Lighter Co., 3 A.D.2d 227, it was held 
(p. 231): 








There is an area of unfair competition which does not consist of 
palming off, but of creating confusion. It exists where a merchant 
or manufacturer mingles the permissible activity of imitating a product 
in the public domain and selling the copy at a lower price, with such 
improper presentation, packaging or advertising of his product as 
would tend to deceive the public. 

































In the instant action, the plaintiffs have made out a case of both 
trademark infringement and unfair competition. The logical consequence 
of the defendant’s acts and conduct is such as to cause deception. The 
words, SAFETY SCOUT, when applied to the articles of clothing, merchandise 
and products upon which the defendant has placed or intends to place 
the emblem, SAFETY SCOUT, suggests, if it does not actually indicate, that 
these articles are sponsored by the plaintiffs. Assuming arguendo that 
actual deception is not involved in the instant action, the plaintiffs must 
still prevail. 

In Notaseme Hosiery Co. v. Straus, 201 Fed. 99 (3 TMR at 88) (C.A. 2d), 
it was said (p. 100): 


In our opinion the evidence is insufficient to show actual decep- 
tion. Such proof, however, is not necessary. The question is whether 
the natural and probable result of the use by the defendants of its 
label will be the deception of the ordinary purchaser, making his 
purchases under ordinary conditions—whether there is a degree of 
similarity calculated to deceive. * * * 


In view of defendant’s admission that he is using and intends to 
use the emblem, SAFETY SCOUT, on articles of clothing, merchandise and 
products, there is no triable issue. The plaintiff, therefore, is entitled to 
both a summary judgment and a permanent injunction in accordance with 
this decision. 

In view of the granting of the plaintiffs’ motion, the defendant’s 
motion to dismiss the complaint has become academic and is denied. 

Submit an order on or before July 29, 1960, in accordance with this 
opinion. 
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TRIUMPH HOSIERY MILLS, INC. v. TRIUMPH 
INTERNATIONAL CORPORATION et al. 


60 Civil 1849—D. C., S. D. New York — July 15, 1960 — 
126 USPQ 233 


700.1—EFFECT OF REGISTRATION—IN GENERAL 
The first user of a mark does not obtain the right to enjoin anyone else from 
using the same or similar mark in another field. 
500.28—COURTS—BASIS OF RELIEF—LAUDATORY MARKS 
TRIUMPH is a so-called weak mark which has been used many times to identify 
many types of products and services. 
600.1—CONFUSING SIMILARITY—IN GENERAL 
Likelihood of confusion is irrelevant in a trademark case where defendant was 
an “innocent” junior user of the mark and the mark was a “weak” mark. 
600.4—CONFUSING SIMILARITY—CLASS OF GOODS 
TRIUMPH (Plaintiff) for women’s hosiery and stockings. 
TRIUMPH (Defendant) for women’s foundation garments. 
Motion for preliminary injunction denied. TRIUMPH is a weak mark and is 
entitled to limited protection. 


Action by Triumph Hosiery Mills, Inc. v. Triumph International Cor- 
poration and Triumph of Europe, Inc., for trademark infringement and 
unfair competition. Plaintiff moves for preliminary injunction. Motion 
denied. 

Lipkowitz & Plaut (I. Robert Harris and Robert Zicklin of counsel) of 
New York, N.Y., for plaintiff. 

Brumbaugh, Free, Graves & Donohue (Granville M. Brumbaugh and 
Richard G. Fuller, Jr., of counsel) of New York, N.Y., for defendants. 
CASHIN, District Judge. 

This is a motion for a preliminary injunction which would prevent 
the defendants from utilizing the word “Triumph” in the nature of a 
trademark or a trade name. The underlying complaint states claims 
grounded in trademark infringement, unfair competition and conspiracy, 


and requests permanent injunctive relief as well as an accounting for 


profits and damages. 

The facts which I deem relevant to the motion are not in substantial 
dispute. Plaintiff is a manufacturer and distributor to retail outlets in 
the United States, Canada, Europe and Africa of women’s hosiery. Plain- 
tiff, or its predecessor in interest, has, since 1890, utilized the mark TRIUMPH 
to identify its products. This mark was registered on April 11, 1939 for 
use on women’s hosiery and stockings, under Registration #366,415. The 
registration was renewed on April 11, 1959. In 1955, the stockholders of 
plaintiff organized another corporation, “Danskin, Inc.”, which conducts 
the same general type of business as plaintiff throughout the same area. 
The products purveyed by the affiliate, however, are “women’s outerwear, 
underwear and foundation-wear * * * which include girdles, stretchable 
nylon leotards, tights, trunks and panties, elastic mesh hosiery and swim 
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suits.”” These products are not marketed under the trademark TRIUMPH but, 
rather, under the trademark DANSKIN. This mark plaintiff registered on 
January 12, 1954 for use on “women’s hosiery and stockings, and for 
opera hose and stockings and opera tights” (Registration #584,683) and 
on March 20, 1956 for use on “women’s and children’s foot socks, and 
women’s, children’s and men’s leotards” (Registration #623,525). After 
the affiliate “Danskin, Inc.” was formed, the registrations for the mark 
DANSKIN were assigned to the new corporation. 

The defendants are subsidiaries of Triumph Spiesshofer & Braun, a 
German partnership. Both are New York corporations, Triumph Inter- 
national Corporation being the importing and distributing subsidiary for 
the United States and Canada, and Triumph of Europe, Ine. being the 
marketing subsidiary. Defendants’ parent or its predecessor have been in 
the business of manufacturing and selling women’s foundation garments 
since 1886. Defendants’ parent, through various subsidiaries, markets its 
product in Europe, Africa, the Middle and Far East and South and 
Central America, as well as conducting the marketing activities herein 
attacked. Since 1948 its sales have exceeded the equivalent of $250,000,000. 
While not all of the names of the subsidiaries are listed in the papers 
before me, thirteen subsidiaries, apart from the defendants, utilize the 
word TRIUMPH in their names. Defendants’ parent products have also been 
advertised and marketed under the trademark TRIUMPH in its overseas 
operations. Until recently, defendants’ parent conducted no activities in 
the United States or Canada except to export small quantities to the 
United States through an independent American importer. In 1945, how- 
ever, defendants’ parent contemplated expanding into the North American 
market. Soon thereafter, negotiations were initiated with a view towards 
obtaining from plaintiff its consent to the use of the trademark TRIUMPH. 
The negotiations were, for reasons in dispute, abortive. When defendants’ 
parent, through defendants, did commence in 1959 substantial operations 
in the North American market, it utilized as its trademark the term 
DISTINCTION. However, it invariably coupled the trademark with the use 
of the corporate name of the marketing defendant. The trademark 
DISTINCTION, however, appears in large letters and much more prominently 
than the corporate name. From May 1, 1960 through August 31, 1960 
defendants have budgeted $75,000 for advertising. From September 1, 
1959 through May 1, 1960 they have expended approximately $110,000 
for advertising. 

From these virtually undisputed facts it appears abundantly clear 
that plaintiff has not at all established the defendants are newcomers to 
the field who are attempting to pirate plaintiff’s customers. The products 
purveyed by plaintiff and defendants are entirely different. The prod- 
ucts purveyed by plaintiff’s affiliate would seem to overlap to only a 
slight extent, if at all. Defendants do not sell an inferior product which 
might benefit from the superior reputation of a manufacturer of a related 
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though noncompetitive product. Rather, defendants’ merchandise appears 
to be, at the very least, of as high a quality as plaintiff’s. Further, de- 
fendants’ substantial advertising expenditures and budget negates any 
possible inference that they are seeking a “free ride”. Rather, their 
utilization of the corporate name Triumph would seem reasonably inferable 
from a natural desire for similarity of names with their parent and other 
affiliated corporations and from a desire to trade on its own good will, 
which may well be known to the trade in this country through the ac- 
tivities of defendants’ parent or affiliate overseas. 

A finding that plaintiff has not established that defendants are seeking 
to appropriate to themselves the customers of plaintiff is not dispositive 
of the motion, however. Undisputed facts still remain which tend to favor 
the position of the plaintiff. These facts are that plaintiff is the owner 
of the trademark TRIUMPH; that the customers of plaintiff’s products and 
defendants’ products are of the same class; that the products will generally 
be sold in the same specialized retail outlets or in the same department 
of large retail outlets; and that defendants can market their products 
under the trademark DISTINCTION or some other mark, for that matter, 
without utilizing, in conjunction therewith, a corporate name containing 
the plaintiff’s trademark. Under the facts before me at this point, how- 
ever, I do not believe injunctive relief is warranted. 

The first user of the mark does not obtain the right to enjoin anyone 
else from using the same or similar mark in another field. True, a literal 
reading of the Lanham Act would lead to a different conclusion, for the 
Act states as follows: 


“* * * the sale, offering for sale, or advertising of any goods or 
services on or in connection with which such use is likely to cause 
confusion or mistake or to deceive purchasers as to the source of 
origin of such goods or services * * *” 15 U.S.C. § 1114. 


In any case where the same or similar mark is used, confusion as to source 
could oceur. 

A literal reading of the Lanham Act was rejected by the Court of 
Appeals for this Circuit, as long ago as 1949, in the case of 8S. C. Johnson & 
Son v. Johnson, 175 F.2d 176, 81 USPQ 509 (39 TMR 557). This rejection 
has been reiterated by that same Court as recently as June 13, 1960 in 
the case of Avon Shoe Co., Inc. v. David Crystal, Inc., 125 USPQ 607, 
612. It was re-emphasized therein that 


“* * * it is perfectly clear that this Court, at least, has never 
subscribed to such a restrictive reading of the Act as would empower 
a first user, solely because of his priority, to automatically enjoin the 
use of the mark by an innocent junior user on related goods in every 
case where confusion of source of origin is likely. * * * a senior user 
possesses but two legitimate interests which may properly call for 
injunctive relief against a use by a junior user on related goods, 
namely, that he may at some future date desire to expand his business 
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into the related field in which the junior user is operating and that 
he, in any event, should be able to develop his present business free 
from the stain and tarnishment which may result from improper trade 
practices of the junior user. But against these legitimate interests of 
the senior user are to be weighed the legitimate interests of the inno- 
cent second user.” 


The first legitimate interest to be protected is clearly not present here. 
Plaintiff does not market goods which compete with defendants. Even if 
it be assumed that there is competition between plaintiff’s affiliate and 
defendants, which has not been established by the papers, the affiliate’s 
use of a different trademark shows that it does not desire to market under 
the mark TRIUMPH and thus has no interest to protect. No likelihood of 
future expansion into the foundation garment field under the mark in 
issue has been shown. 

The second interest entitled to protection, the possible stain and tar- 
nishment to plaintiff’s reputation, is highly unlikely. As pointed out above, 
defendants purvey a quality product. No evidence whatsoever has been 
presented which would even give rise to a suspicion that defendants are 
likely to engage in any practice that will adversely affect plaintiff’s 
reputation. 

It will be noted, however, that the court in the Avon case uses the 
phrases “innocent junior user” and “innocent second user.” In the Avon 
case it appeared that the defendants had adopted and exploited the mark 
in issue with no knowledge of the prior use by plaintiffs. However, it 
would appear that a second user can have knowledge of the prior use of 
the mark by the senior user, adopt it and still be an “innocent user.” 
One case cited by the court in the Avon case for the general proposition 
being discussed, is G. B. Kent & Sons, Limited v. P. Lorillard Co. (SDNY 
1953), 114 F.Supp. 62, 98 USPQ 404 aff'd (44 TMR 153) (2 Cir. 1954) 
210 F.2d 953, 101 USPQ 161 (44 TMR 676). In that case, the same mark 
was used on unrelated products by a junior user with full knowledge of 
the prior use. However, the junior user thought that there would be no 
possibility of confusion of source because of the vast disparity between 
the products. The use of the mark was held “innocent” and non-enjoinable. 
The distinction to be argued for on behalf of the plaintiff herein is, of 
course, obvious. The products purveyed by plaintiff and defendants are 
not vastly dissimilar, rather, they are clearly related. Nevertheless, the 
defendants herein might well be held equally innocent. The mark TRIUMPH 
is a so-called weak mark, i.e. it has been used many times to identify 
many types of products and services. Cf. Federal Telephone & Radio 
Corp. v. Federal Television Corp. (2 Cir. 1950), 180 F.2d 250, 84 USPQ 
394 (40 TMR 219). There have been 207 registrations of the mark TRIUMPH, 
foreign words resembling it and meaning the same, or close equivalents 
of it. Over 100 corporations have been incorporated in New York State 
or have qualified to do business therein, whose corporate name begin with 
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the word TRIUMPH. In the telephone directories of Manhattan, Brooklyn, 
Bronx, Queens, Nassau and Newark there are 23 listings of commercial 
entities whose names begin with TRiuMPH. I find no reason to doubt the 
statement in the affidavit of defendants’ counsel that prior to adopting 
the corporate names he had concluded that “plaintiff’s rights in the trade- 
mark TRIUMPH were limited and restricted to the hosiery field.” Under 
these circumstances I find that defendants’ use of the word TRIUMPH in 
its corporate name is “innocent”, within the meaning of the Avon case. 

I have adverted previously, when discussing whether defendants were 
seeking a “free ride” on plaintiff’s good will, to their natural desire to 
associate themselves by similarity of names with their parent and affiliates 
overseas. That natural desire is a legitimate interest of the defendants. 
It is, in fact, kin to the interest of the defendant in the case of 8S. C. 
Johnson & Son v. Johnson, supra, in the use of his surname. The fact 
that a corporate name, rather than an individual name, is being used 
makes such an interest no less legitimate. 

I have not at all mentioned likelihood of confusion. This has not 
resulted from inadvertence but from the fact that, under the circum- 
stances presented, likelihood of confusion is irrelevant. In the Avon case, 
the Court of Appeals held that likelihood of confusion had been estab- 
lished. Nevertheless, an injunction was denied. As I have pointed out 
above, the position of the defendants here comes squarely within the 
rationale of the Avon case. 

Neither have I overlooked the fact that one instance of advertising 
of defendants’ products under plaintiff’s mark by a retailer has been 
established. This showing does call for injunctive relief since it is really 
only an instance of actual confusion which plaintiff must suffer. Were 
there any showing that defendants at all participated in the wrongful 
use of the mark, they would not be “innocent” junior users. No such show- 
ing, however, has been made. 

Plaintiff also makes allusion to the fact that both plaintiff and de- 
fendants use the design of a crown in their advertising and packaging of 
their products. A crown forms no part of plaintiff’s trademark and thus 
is not entitled to protection. In addition, crowns are utilized so generally 
that protection of such a mark, even if registered, would be very narrow. 
The difference in the design of the crowns used by the parties is so vast 
that no unlawful intent on the part of defendants can be inferred. 

Motion for preliminary injunction is denied. 

It is so ordered. 
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POLAROID CORPORATION v. PERMARITE CORPORATION et al. 


60 Civil 2329—D. C., S. D. New York — July 18, 1960 — 
126 USPQ 237 
500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 

INJUNCTION 

Defendant enjoined from selling sunglasses bearing plaintiff’s trademark 
POLAROID unless a full disclosure is made including the fact that defendant’s sun- 
glasses were made by defendant by cutting out lenses from plaintiff’s goggle filters 
made for the U. 8. Government during World War II and later sold as surplus. 


Action by Polaroid Corporation v. Permarite Corporation, Sarah 
A Pp ’ 

Rechter, and Julius Winiar for trademark infringement and unfair com- 

petition. Plaintiff moves for preliminary injunction. Motion granted. 


Rynn Berry, of New York, N.Y. (William W. Rymer, of Boston, Massa- 
chusetts, and Donald L. Brown, of Cambridge, Massachusetts, of coun- 
sel) for plaintiff. 

Maurice V. Seligson, of New York, N.Y., for defendants. 


PALMIERI, District Judge. 

This cause came on to be heard on plaintiff’s motion for a preliminary 
injunction pursuant to Rule 65 of the Federal Rules of Civil Procedure 
and the court having considered the complaint and answer, the affidavits 
submitted in support of said motion and in opposition thereto together 
with the documentary and physical exhibits, and counsel for both parties 
having been heard in oral argument upon said motion, and it appearing 
to the court that there is reasonable cause to believe that defendant Perma- 
rite Corporation is actually engaged in committing and will continue to 
commit the acts set forth below to the irreparable injury of the plaintiff, 
the court grants the plaintiff’s motion making the following: 


FINDINGS OF Fact 


1. The plaintiff, Polaroid Corporation, is a Delaware corporation with 
its principal place of business in Cambridge, Massachusetts. 


2. Defendant Permarite Corporation is a New York corporation with 
its principal place of business in the Borough of Manhattan, City and 
State of New York. 


3. Plaintiff, Polaroid Corporation, is the owner of numerous trade- 
mark registrations of the word POLAROID, including United States Regis- 
tration 399,329 specifically for, inter alia, lenses and eyeglasses and 
New York State registration specifically for, inter alia, lenses and sunglasses. 


4. The amount in controversy is in excess of $10,000, exclusive of in- 
terest and costs. 


5. Sales of products marked marked POLAROID have exceeded a million 
dollars in every year since 1953, and were almost ninety million dollars in 
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1959. Since 1953, advertising of products under this mark has been in 
excess of a million dollars a year, and in 1959 it was in excess of six mil- 
lion dollars. Advertising expenses for such products have amounted to 
thirteen thousand dollars or more in every year since 1938. In 1948 such 
advertising expenses were fifty-three thousand dollars; in every other 
year since 1945 such advertising expenses exceeded ninety-nine thousand 
dollars. 

6. Sales of genuine POLAROID sunglasses have exceeded five million pairs 
per year for the past several years. 

7. POLAROID sunglasses are widely and favorably known as a product 
of uniformly high quality. 


8. In 1958 defendant Permarite Corporation (hereinafter called “Per- 
marite”), purchased over 200,000 PpoLarow goggle filters which had been 
sold by the United States Government as surplus. 


9. These goggle filters were much larger than lenses of ordinary 
sunglasses, and had been sold by plaintiff to the United States Govern- 
ment during World War II for use in Air Force pilots’ helmets. 


10. Permarite is selling sunglasses with relatively small lenses cut 
out from the larger goggle filter without plaintiff’s supervision. Plaintiff 
has no connection with Permarite’s glasses except for having manufactured 
the goggle filters which Permarite has used to cut out its sunglass lenses. 


11. Defendant Permarite is using, in marketing its sunglasses, a dis- 
play card carrying a dozen pairs and conspicuously marked at the top 
in large print: SUNGLASSES with genuine POLAROID LENSES. Each pair bears 
a small green metallic tag reading “U.S. Govt. Surplus PoLaRorp lenses 
$2.49 frame by PERMARITE, the word POLAROID being printed in a manner 
which makes it stand out with greater prominence than any other word 
on the tag. In writing prospective customers, Permarite used a form 
letter asserting seven times that its glasses had POLAROID lenses and, at 
one point in the letter, referred to its product as “surplus POLAROID sun- 
glasses.” 


12. As a result of the aforesaid manner in which Permarite circu- 
lates, advertises, and represents its product, buyers may reasonably be 
expected to conclude that plaintiff made or was responsible for having 
made the lenses as a whole as lenses of sunglasses, contrary to the fact. 


13. No where in the display card, the green tag, or the form letter 
above referred to does Permarite state who is responsible for the overall 
composition of its sunglasses. Permarite is disclosed as responsible for 
the frames only. The green tags are marked $2.49, a price quite dispro- 
portionate to that at which Permarite offers them for sale to dealers— 
about fifteen to fifty cents each—but very like that of genuine POLAROID 
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sunglasses, many of which have been tagged with a price of $2.39. The 
word PERMARITE is used in a manner consistent with its identification as 
a subsidiary mark or the supplier of a part only, namely, the frames. 


14. The polarizing material of which the goggle filter were made has 
less polarizing efficiency than the material used by plaintiff since 1947. 
Also, because the goggle filter material was a flat sheet and was not molded 
in optical curvature as all genuine POLAROID sunglasses have been since 
1947, the goggle filter material sunglasses produce greater distortion. 
Moreover, when this material is used as a sunglass lens, it lacks esthetic 
appeal. 

15. The polarizing material of the goggle filters, and the sunglass 
lenses cut therefrom, are inferior to genuine POLAROID sunglasses of recent 
year in lacking a scratch-resistant coating. The absence of such a coating 
diminishes the utility of the sunglasses. 


16. Defendant Permarite’s sunglass lenses have less effectiveness in 
protecting the eyes from glare because they have been cut out with com- 
plete disregard for the location of the transmission and absorption axes 
of the material. 


17. Imbalance between lenses of a single spectacle characterizes many 
of defendant’s sunglasses and tends to produce discomfort and headache 
in the wearer. This condition of imbalance is not present in plaintiff’s 
sunglasses. 


18. There is nothing in the display card, green tag, or form letter 
that would disclose to buyer that Permarite’s lenses are made from ma- 
terial which is substantially different from that characteristic of genuine 
POLAROID sunglasses. Although the display card, in a relatively inconspicu- 
ous position at the top right corner, bears the words POLAROID M-1944 
GOGGLE FILTER, this reference falls short of informing the ordinary con- 
sumer of the difference in character between Permarite’s lenses and the 
genuine product of post-war years on which plaintiff’s public reputation 
is based. 


19. In view of defendant Permarite’s admission that it would never 
have bought the goggle filters except for the PoLARom trademark, its form 
letter misrepresentation that it was selling “POLAROID sunglasses,” its mis- 
representation running through its sales literature that its sunglasses had 
“genuine POLAROID LESES,” its display card, tags, and form letter appear 
to have been adopted and used only for the purpose of trading upon the 
good will of the plaintiff symbolized by the word PoLARoID, and in order 
to enable Permarite’s sunglasses to be passed off to the ultimate purchasing 
publie as and for the product of plaintiff of the quality associated with 
plaintiff so that Permarite might profit from the resulting consumer con- 
fusion and deception. 

On the basis of the foregoing, the court makes the following: 
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CONCLUSIONS OF LAW 


1. The court has jurisdiction over the parties and subject matter of 


the action. 


2. Upon a trial of the merits, it appears probable that plaintiff can 
prove that: 


(a) Plaintiff’s registrations of PoLARoW, federal Reg. No. 399,329 
and its New York registration, are valid. 

(b) Defendant Permarite in selling sunglasses with lenses made 
from POLAROID goggle filter sheet material on display cards as above 
described and bearing tags as above described infringed the plaintiff’s 
said registrations. 

(ec) By its said conduct and in using its form letter above de- 
scribed, defendant Permarite competed unfairly with plaintiff. 


(d) It was trademark infringement and unfair competition for 
defendant Permarite to use the name POLAROID without making full 
disclosure of plaintiff’s actual relation to Permarite’s sunglasses. 


3. In view of the irreparable injury that will be suffered by plaintiff 
if defendant Permarite’s trademark infringement and unfair competi- 
tion is not immediately enjoined, the lack of dispute as to the basic facts, 
and plaintiff’s showing of its probable right to relief on the law, injunctive 


relief pendente lite should be granted. 


4. Upon the giving of security by the plaintiff in the sum of $2500.00 
an order containing the following provisions will be entered: 


The plaintiff having given security approved by the court in the 
sum of $2500.00 for the payment of such costs and damages as may 
be incurred or suffered by any party who is found to have been wrong- 
fully enjoined or restrained, it is, upon the findings of fact and con- 
clusions of law entered by the court on July 18, 1960, therefore 


Ordered that defendant and its officers, agents, servants, em- 
ployees, successors and attorneys, and those persons in active concert 
or participation with them who receive actual notice hereof, or any 
of them and each of them, be and they hereby are restrained and 
enjoined, pending the determination of this action, from directly or 
indirectly : 

(a) representing or suggesting that lenses cut from goggle filters 
are genuine POLAROID lenses ; 


(b) representing or suggesting that sunglasses containing lenses 
cut from goggle filters are POLAROID sunglasses ; 


(ec) making any use whatever of the word PoLARom without 
making, in words of corresponding size type style, full honest dis- 
closure of plaintiff’s exact relationship to the product with which the 
word POLAROID is used. 


(d) making any use whatever of the word PpoLaRorD in connection 
with sunglasses containing lenses cut from goggle filters except in a 
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notice substantially as follows, in which the word PoLaRom shall be in 
letters no different in size and character from the remaining words: 


“These sunglasses were made by Permarite Corporation, not con- 
nected with Polaroid Corporation, by cutting out lenses from Polaroid 
goggle filters made by Polaroid Corporation for the United States 
Government during World War II and later sold as surplus. Frames 
were supplied and the lenses were placed therein by Permarite 
Corporation. 


The plaintiff shall give security and submit an order as indicated 
herein. 


SMITH KLINE & FRENCH LABORATORIES v. BRODER, doing business as 
CROWN DRUG COMPANY 


No. 12707—D. C., S. D. Texas, Houston Div.—November 25 and 
December 2, 1959 -— 125 USPQ 299 


500.14—COURTS—BASIS OF RELIEF—COLORABLE IMITATIONS 
500.46a—COURTS—BASIS OF RELIEF—TRADEMARK USE—IN GENERAL 
The Court held plaintiff’s trademarks were infringed where defendant’s adver- 
tising emphasized the similarities in appearance and dosage between his products 
and corresponding trademarked products of plaintiff and listed plaintiff’s trade- 
marked products in conjunction with his imitation products. 
500.22—COURTS—BASIS OF RELIEF—DRESS OF GOODS 
500.37—COURTS—BASIS OF RELIEF—SECONDARY MEANING MARKS 
The Court found plaintiff’s triangular or heart shape and orange color com- 
bination used for its DEXEDRINE tablets and a similar shape and blue-green color 
for its DEXAMYL tablets had acquired a secondary meaning in the drug industry 
and held defendant’s deliberate imitation of plaintiff’s products in shapes, colors 
and dosages constituted unfair competition. Defendant wilfully suggested that 
retail druggist substitute his products for plaintiff’s trademarked products DEXE- 
DRINE, DEXAMYL, ESKABARB, TELDRIN, EDRISAL, TROPHITE, TROPH-IRON. 
500.57—COURTS—SCOPE OF RELIEF—DAMAGES 
Where the evidence failed to show the extent of actual damage suffered by 
plaintiff and it was uncertain and speculative as to the profit which accrued to 
defendant the Court held in lieu of an accounting plaintiff was entitled to $6,250 
as a fair approximation of defendant’s profits. 
500.58b—COURTS—SCOPE OF RELIEF—PERMANENT INJUNCTION 
The Court granted a broad injunction where defendant was found to have 
deliberately encouraged the substitution of his products for those of plaintiff. 


Action by Smith Kline & French Laboratories v. William Broder, 
doing business as Crown Drug Company, for trademark infringement and 
unfair competition. Judgment for plaintiff. 


John J. Galbally, of Philadelphia, Pennsylvania, and Baker, Botts, An- 
drew & Shepherd and Garrett R. Tucker, Jr., of Houston, Texas, for 
plaintiff. 

John Cutler, of Houston, Texas, for defendant. 


CONNALLY, District Judge. 
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FINDINGS OF FAcT 


1. Plaintiff is a citizen of Pennsylvania, defendant is a citizen of Texas, 
and the amount in controversy exceeds $10,000, exclusive of interest and 
costs. 


2. Plaintiff is engaged in the manufacture and sale of pharmaceutical 
products, which plaintiff sells to wholesale druggists, who in turn resell 
said products to retail druggists. Plaintiff neither advertises nor sells its 
products directly to the public. Plaintiff does a nationwide business, and 
its annual sales are in excess of $100,000,000. 


3. Plaintiff spends in excess of $12,000,000 per year for drug research 
and development, and substantially all of the drugs sold by plaintiff are 
the products of plaintiff’s research and development. 


4. Plaintiff promotes the sale of its drugs by advertising directed at 
physicians and druggists, and by means of a field force of approximately 
450 “detail men” who call on physicians, hospitals and druggists through- 
out the country, acquainting them with plaintiff’s products and providing 
them with technical literature pertaining thereto and with samples. Plain- 
tiff’s annual expenditures for advertising and sales promotion are in excess 


of $15,000,000. 


5. Plaintiff has adopted and used in connection with certain of its 
drug products the following trademarks, which trademarks are registered 
in the United States Patent Office: 


DEXEDRINE 
DEXAMYL 
ESKABARB 
TELDRIN 
EDRISAL 
TROPHITE 
TROPH-IRON 
SPANSULE 


6. Plaintiff uses the mark DEXEDRINE to designate its brand of dextro- 
amphetamine sulfate, a central nervous system stimulant utilized in the 
treatment of depressive states, narcolepsy, alcoholism and overweight. 
Plaintiff uses the mark DEXAMyYL to designate its brand of dextro- 
amphetamine sulfate with amobarbital which combines a sedative with 
a central nervous system stimulant and is effective in the treatment of 
relatively minor mental and emotional conditions. Plaintiff uses the mark 
ESKABARB to designate its brand of phenobarbital, a sedative widely used 
in the treatment of conditions such as epilepsy, hypertension, insomnia, 
and nervousness. Plaintiff uses the mark TELDRIN to designate its brand 
of chlorprophenpyridamine maleate, an antihistamine used in the treat- 





960 THE TRADEMARK REPORTER Vol. 50 TMR 





ment of contact dermatitis, asthma, hay fever, drug and serum reactions 
and other medical conditions. Plaintiff uses the mark EDRISAL to designate 
its brand of amphetamine sulfate, aspirin and phenacetin, an analgesic 
used for the relief of pain from various causes such as arthritis, rheuma- 
tism, phlebitis, dysmenorrhea and headache. Plaintiff uses the mark 
TROPHITE to designate its combination of vitamins B,2 and B, in the form 
of a clear red liquid having a cherry odor, which is used as an appetite 
stimulant. Plaintiff uses the mark TROPH-IRON to designate its combina- 
tion of vitamins B;2 and B, and iron, also in the form of a clear red 
liquid having a cherry odor which is used as an appetite stimulant and 
for promoting growth and correcting nutritional iron deficiency. All of 
these drugs are well-known to physicians and pharmacists by their generic 
or chemical names, and are available from sources other than plaintiff. 
Plaintiff uses the mark sPANSULE to designate its form of sustained release 
capsule, a development of plaintiff’s research, wherein the medication is 
released gradually and evenly over a period of many hours. Administra- 
tion of drugs in this manner is beneficial in many cases. 


7. Plaintiff’s said products identified by the above mentioned trade- 
marks are well and favorably known to the medical profession, and to the 
wholesale and retail drug trade, and since their introduction plaintiff’s sales 
of said products have exceeded $120,000,000. 


8. Plaintiff’s said products are potent drugs. All of them except 
TROPHITE and TROPH-IRON may be dispensed only upon the prescription 
of a physician, and TROPHITE and TROPH-IRON are frequently dispensed on 
prescription. 


9. In prescribing plaintiff’s said products for their patients, physi- 
cians usually do so by plaintiff’s trademarks, rather than by the so-called 
generic or chemical names of the drugs. 


10. Plaintiff markets its DEXEDRINE and DEXAMYL in both tablet and 
eapsule form. ESKABARB and TELDRIN are marketed by plaintiff in capsule 
form only, and EDRISAL in tablet form only. TROPHITE and TROPH-IRON are 
liquids. 


11. Plaintiff’s DEXEDRINE tablets are orange in color and triangular 
or “heart shaped”. Plaintiff’s DExAmMyYL tablets are greenish-blue in color, 
and triangular or “heart shaped”. The shape-color combinations of plain- 
tiff’s DEXEDRINE and DEXAMYL tablets are arbitrary and non-functional, 
and when adopted by plaintiff were unique and distinctive, and as the 
result of plaintiff’s advertising and promotional efforts, conducted over a 
period of many years, said combinations of shape and color have come 
to be accepted and recognized by the medical profession, and the whole- 
sale and retail drug trade, as indicating the products of plaintiff, and 
as distinguishing plaintiff’s said products from the competitive products 
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of others. Plaintiff’s DEXEDRINE sustained release capsules are colored 
brown and clear, each capsule containing three groups of small spherical 
pellets colored three different shades of orange. Plaintiff’s DEXAMYL cap- 
sules are colored green and clear, each capsule containing three groups 
of small spherical pellets colored white and two different shades of green. 
Plaintiff’s ESKABARB capsules are colored blue and clear, each capsule con- 
taining three groups of small spherical pellets colored white and two 
different shades of blue. Plaintiff’s TELDRIN capsules are colored bluish- 
green and clear, each capsule containing three groups of small spherical 
pellets colored white and two different shades of red. Plaintiff’s EDRISAL 
tablets are round and convex in shape and bluish-grey in color. Plaintiff’s 
TROPHITE is a clear red liquid having a cherry odor. Plaintiff’s TROPH-IRON 
is also a clear red liquid having a cherry odor. The colors used by plaintiff 
for its DEXEDRINE, DEXAMYL, ESKABARB and TELDRIN capsules, its EDRISAL 
tablets, and its TROPHITE and TROPH-IRON liquids are also distinctive, arbi- 
trary and non-functional. However, in some instances, drug products of 
other manufacturers are similar in appearance to said products of plain- 
tiff, although most ethical drug manufacturers, including plaintiff, make 
a conscientious effort to distinguish their products from the distinctive 
products of their competitors. 


12. Defendant is a relatively small distributor of drug products, 
with no research or manufacturing facilities, and no “detail men” or 
salesmen. Defendant purchases drugs from various manufacturers and 
resells them to retail druggists throughout the country by mail order. 


13. Most of the drug products sold by defendant are closely imitative 
in dosage and appearance of well-known, trademarked drug products sold 
by large drug manufacturers, including plaintiff, and it is apparent that 
defendant is attempting to capitalize on the widespread demand for said 
well-known, trademarked products, created by the advertising and other 
promotional activities of their respective sponsors, rather than to sell his 
goods on their own merits. 


14. Defendant has deliberately duplicated the shapes, colors and 
dosages of plaintiff’s DEXEDRINE and DEXAMYL tablets. Defendant has also 
deliberately duplicated the shapes, colors and dosages of plaintiff’s 
DEXEDRINE, DEXAMYL, ESKABARB, and TELDRIN capsules, the shape, color 
and dosage of plaintiff’s EpRISAL tablets, and the color, taste, odor and 
dosage of plaintiff’s TROPHITE and TROPH-IRON liquids. 


15. Defendant has offered its said imitation products to more than 
50,000 retail druggists throughout the United States by means of circulars 
and other forms of advertising in which defendant has emphasized the 
similarities in appearance and dosage between his products and the cor- 
responding trademarked products of plaintiff, and has listed each of the 
above mentioned trademarks of plaintiff in conjunction with defendant’s 
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corresponding imitation product. The obvious purpose and effect of de- 
fendant’s said advertising is to suggest that the druggist can readily sub- 
stitute defendant’s imitation products in filling physicians’ prescriptions 
ealling for plaintiff’s trademarked products. 


16. Many orders which the defendant received from his customers 
called for DEXEDRINE, or for “heart shaped tablets”. Both the defendant, 
and his customer placing such order, understood that the defendant’s 
imitative drug product was to be used in filling such order, as in fact was 
the case. Defendant knew that plaintiff was claiming the exclusive right 
to the shape-color combinations used in plaintiff’s DEXEDRINE and DEXAMYL 
tablets, and knew that plaintiff in a number of instances had taken legal 
steps against other imitators. The defendant usually sent samples of his 
products, imitative of the plaintiff’s, to those customers who previously 
had bought other imitative products from the defendant. In some in- 
stances, the defendant solicited orders for his imitative heart shaped tablets 
simply by taping specimens thereof to his advertising circulars which went 
to his former customers, such circulars carrying no description whatever 
of such heart shaped tablets (either name, chemical formula, ingredients, 
or otherwise), but stating only the price. It is clear that the defendant 
expected that his customers would recognize the imitation of plaintiff’s 
DEXEDRINE and DEXAMYL tablets, and further would recognize that the 
tablets were offered by the defendant to be sold as substitutes for plain- 
tiff’s products. 


17. Substitution by retail druggists of another drug, or the product 
of another manufacturer, than that called for by the physician’s prescrip- 
tion, is an unethical practice in the drug business, and is criminal in this 
State, as well as many others. It is, however, practiced in many instances, 
there being a financial inducement thereto, in that the imitative drug 
usually sells for a fraction of the price which the genuine and well adver- 
tised product commands. 


18. Defendant sells his imitation drugs at prices substantially lower 
than the prices at which plaintiff markets its corresponding trademarked 
products. This price differential offers a financial inducement to substitute 
defendant’s imitation products in filling prescriptions calling for plain- 
tiff’s trademarked products, since the substituting druggist usually charges 
the customer the same price for the imitation as he would have charged 
for the genuine article. 


19. A number of retail druggists, customers of defendant, have in 
fact substituted imitations, like those purchased from defendant, in filling 
physicians’ prescriptions calling for plaintiff’s trademarked products. The 
substituted drugs in some instances were obtained from defendant. 


20. Drugs identical in chemical composition and dosage to the prod- 
ucts of plaintiff involved in this case are available from various sources, 
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in shapes and colors which are not imitative of plaintiff’s products, and 
at prices usually less, and certainly no greater than for said imitative 


products. 


21. The drugs involved here are dispensed by the retail druggist to 
the customer in small bottles or other containers furnished by the druggist, 
which carry no label or other marking indicating the name of the manu- 
facturer or supplier of the drug. The customer ordinarily does not see 
the manufacturer’s or jobber’s stock bottle from which the druggist takes 
the drugs which he places in the container which is dispensed to the 
customer. Hence, a label on the stock bottle indicating the name of the 
manufacturer or supplier of the drug, or even a specific legend on the 
stock bottle warning against substitution, would afford no protection to 
the customer, and would not deter the unethical retail druggist, from 
substituting. 


22. Each of plaintiff’s capsules, and each of its EDRISAL tablets bears 
the monogram skF (plaintiff’s initials). This serves as some deterrent 
against substitution. However, the monogram is necessarily small, and 
while it is visible on close examination, it is not readily apparent on casual 
observation of the product. 


23. The Court directed that the defendant produce upon the trial his 
books and records covering his sales of imitative drug products for the 
calendar years 1958 and 1959. Pursuant thereto, he produced only invoices 
covering the period March 12, 1959 to September 12, 1959. These reflected 
total gross sales of $12,457.53 of products imitative of those of the plaintiff 
during the stated six month period. From rather general testimony of the 
defendant as to his average sales, etc., it may be concluded that from 
January 1, 1958, to the date of the trial, he had sold approximately 
$25,000.00 of drugs imitative of the products of plaintiff here involved. 
The defendant made no showing as to his cost or other expenses, which 
would show with any degree of accuracy the profits derived from such 
sales. However, there is sufficient evidence to warrant the conclusion that 
approximately 50% of his gross sales of such products was profit. 


24. Defendant would have sold little if any of such imitative products 
save for their similarity to plaintiff’s products, and the advertising and 
good will which plaintiff’s products enjoyed. 

25. Preliminary injunction herein was granted by Chief Judge Allen 
B. Hannay, and on August 12, 1959 was served upon the defendant. There- 
after, with full notice of the injunction, and contrary to the advice of his 
then counsel, the defendant violated the injunction by continuing to sell 
many of his imitative products, the sale of which was prescribed by the 
preliminary injunction. 

26. The defendant will, unless enjoined and restrained, continue his 
practice of selling products imitative of those of plaintiff, and will con- 
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tinue to suggest to the retail druggists who constitute his customers the 
profit and advantage to be gained from substituting the imitative and 
spurious products for these of plaintiff’s whenever possible. 

On the basis of the foregoing findings of fact, the Court makes the 
following Conclusions of Law. 


CONCLUSIONS OF Law 
1. The Court has jurisdiction over the parties and the subject matter. 


2. The trademarks of plaintiff referred to in the above findings of 
fact are valid, and have been infringed by defendant’s use thereof in adver- 
tising defendant’s imitation products, and in noting the similarities be- 
tween the two. 


3. The triangular or heart shape and orange color combination used 
by plaintiff for its DEXEDRINE tablets, and the similar shape and blue-green 
color combination used by plaintiff for its DExXAMyYL tablets, have acquired 
a “secondary meaning” in the drug industry, and plaintiff is entitled to 
the exclusive use thereof for pharmaceutical products. Ross-Whitney Cor- 
poration v. Smith Kline & French Laboratories, 207 F.2d 190, 99 USPQ 1 
(44 TMR 274) (9 Cir., 1953) ; Smith Kline & French Laboratories v. Heart 
Pharmaceutical Corporation, 90 F. Supp. 976, 85 USPQ 421 (40 TMR 547) 
(S.D.N.Y. 1950). 


4. Defendant’s conduct in advertising and furnishing retail druggists 
with drug products imitating the appearance and dosages of plaintiff’s 
products, and deliberately and wilfully suggesting and inviting retail drug- 
gists to palm-off and substitute said imitation products for the products of 
plaintiff, constitutes unfair competition, entitling plaintiff to injunctive 
relief. 


5. The real controversy is as to the form of the injunctive relief 
to which plaintiff may be entitled. The defendant’s brief gives express 
consent to the granting of an injunction, argues that the injunctive relief 
should not exceed that allowed in Warner & Company v. Lilly Co., 265 
U.S. 526, and in Upjohn Company v. Schwartz, 246 F.2d 254, 114 USPQ 
53 (47 TMR 1230), the effect of such being to permit the defendant to 
continue dealing in the imitative products, but to require that his bottles 
or containers be clearly marked as the defendant’s own, and not be sold 
or dispensed as the product of the plaintiff; and that the defendant further 
be restrained from representing or suggesting such substitutions. 


Under the facts of the present case, I am of the view that this will 
not afford plaintiff the relief to which it is entitled. It should be noted 
that this is not a case wherein the vice lies in any accidental or inadvertent 
confusion between the plaintiff’s and the defendant’s products. Every 
bottle of tablets or capsules which the defendant has sold to his retail 
druggist-customers has been clearly marked with the defendant’s own 
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label. A druggist not inclined to substitute has not done so. The substi- 
tution which has taken place has been deliberate on the part of the retailer, 
with the defendant’s guilt resulting from his thinly veiled suggestion that 
this might be done profitably. While carrying in stock the identical 
medicines, in slightly different and non-imitative size and color, defendant 
has capitalized on imitation and suggested substitution, to the extent of 
some 90% of his business.* 

The plaintiff has gone to considerable pains in adopting unique color 
combinations and markings of the capsuled medicines here in controversy. 
The defendant has available to him from various manufacturers drugs and 
medicines of identical composition, which may be packaged in capsules of 
almost any color or color combination. To permit procurement and sale 
by the defendant of these medicines in the precise duplication of the color 
combination of each of the plaintiff’s products here in controversy can 
serve no legitimate purpose, and can only tend to encourage deliberate 
substitution, or perhaps inadvertent confusion. 


6. The evidence fails to show the extent of the actual damage suf- 
fered by plaintiff, by reason of the defendant’s infringement, and unfair 
competition. As noted in the foregoing Findings of Fact, it is uncertain 
and speculative as to the profits which accrued to the defendant by reason 
thereof. In lieu of an accounting, to which the plaintiff is entitled, I 
conclude that damage in the amount of $6,250 would constitute a fair 
approximation of such profits, and the plaintiff is entitled to judgment 
for such amount. 


7. The defendant is guilty of contempt of Court for violation of the 
preliminary injunction. 
Clerk will furnish counsel copy of the foregoing Findings and Con- 
clusions. 
Dee. 2, 1959 


FINAL JUDGMENT 


This cause having been tried to the Court on October 5, 6, and 7, 1959, 
and the Court, after hearing the evidence and the arguments of counsel 
and having considered the briefs, having made and entered separate find- 
ings of fact and conclusions of law dated November 25, 1959, it is hereby 
Ordered, Adjudged and Decreed as follows: 


1. Defendant, his agents, servants, employees and attorneys, and all 
other persons in active concert and participation with him, be and they 
are hereby restrained and enjoined: 











1. As to two of the items involved, the defendant testified that he buys the product 
in non-imitative form at 80¢ per 100, and sells for $1.50 per 100. The same product 
in the imitative form he buys for $1.00 and sells for $10.00. The second product he 
buys in non-imitative form for $1.05 per 100, and sells for $4.00. In imitative form 
he buys for $1.75 and sells for $10.00. Incidentally, these larger prices are a fraction 
of the cost of plaintiff’s comparable products. 
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(a) from advertising, offering for sale, selling or dealing in any 
other way whatsoever with (1) dextro-amphetamine sulfate tablets 
of generally heart or triangular shape and orange color imitative of 
plaintiff’s DEXEDRINE tablets; (2) dextro-amphetamine sulfate with amo- 
barbital tablets of generally heart or triangular shape and bluish-green 
color imitative of plaintiff’s DEXAMYL tablets; and/or (3) any other 
pharmaceutical tablets so similar in therapeutic effect and appearance 
to plaintiff’s said DEXEDRINE or DEXAMYL tablets as to be likely to be 
confused therewith or to enable retail pharmacists to palm off the 


product supplied as the product of plaintiff ; 


(b) from advertising, offering for sale, selling or dealing in any 
way whatsoever with (1) dextro-amphetamine sulfate capsules col- 
ored brown and clear, imitative of plaintiff’s DEXEDRINE SPANSULES; 
dextro-amphetamine sulfate with amobarbital capsules colored green 
and clear, imitative of plaintiff’s DEXAMYL SPANSULES; phenobarbital 
capsules colored blue and clear, imitative of plaintiff’s ESKABARB 
SPANSULES; chlorprophenpyridamine maleate capsules colored blue- 
green and clear, imitative of plaintiff’s TELDRIN SPANSULES; or (2) 
any other pharmaceutical product so similar in therapeutic effect and 
appearance to any of plaintiff’s said products, DEXEDRINE, DEXAMYL, 
ESKABARB and/or TELDRIN, as to be likely to be confused therewith 
or to enable retail pharmacists to palm off the product supplied as 
one of said products of plaintiff; 


(c) from making any reference to or any other use whatsoever, 
in connection with the advertising, offering for sale or sale of any 
pharmaceutical product not marketed by plaintiff, of any of the fol- 
lowing trademarks owned by plaintiff: 


DEXEDRINE 
DEXAMYL 
ESKABARB 
TELDRIN 
EDRISAL 
TROPHITE 
TROPH-IRON 
SPANSULE 


or of any other trademark owned by plaintiff and known as plaintiff’s 
trademark by the person making reference thereto or use thereof; 


(d) ‘from advertising or offering for sale any pharmaceutical 
product in such a manner as to call attention to the similarity between 
the contents or appearance of such product and the contents or appear- 
ance of any product marketed by plaintiff, or in any other manner, 
directly or indirectly, representing, suggesting or implying to anyone 
selling or dealing in any pharmaceutical product similar in content or 
appearance to any product marketed by plaintiff that such similar 
product may be substituted for the product of plaintiff when the latter 
is specified in a physician’s prescription or a consumer’s order. 


2. The permanent injunction granted hereby shall supersede the 
preliminary injunction previously issued herein by Chief Judge Allen B. 
Hannay and served upon defendant on August 12, 1959, and said pre- 
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liminary injunction, and the bond in the amount of $35,000 filed in con- 
nection therewith, are hereby dissolved. 


3. Plaintiff shall have and recover of defendant the sum of $6,250. 


4. All costs are assessed against defendant. 


CARLISLE SHOE COMPANY v. SOCIETE ANONYME: ROGER FARE & CIE 
Appl. No. 6553— CCPA — May 24, 1960 —126 USPQ 54 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
Ladies’ shoes and gloves are so closely related that their sale under substan- 
tially similar marks would likely lead purchasers to suppose they emanated from 
same source. 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
LE GANT MADEMOISELLE with plume and thistle background design, for gloves, 
is confusingly similar to MADEMOISELLE for ladies’ shoes, since opposer’s entire mark 
is dominant feature of applicant’s mark, LE GANT is less prominent and merely 
descriptive of gloves, and physically separated background design may be regarded 
as ornamentation not necessarily part of the trademark. 


Opposition proceeding No. 35,356 by Carlisle Shoe Company v. Societe 
Anonyme: Roger Fare & Cie, application Serial No. 658,937 filed January 
4, 1954. Opposer appeals from decision of Commissioner of Patents dis- 


missing opposition. Reversed. 
Case below reported at 49 TMR 773. 


William E. Schuyler, Jr., and Andrew B. Beveridge (Francis C. Browne 
of counsel) of Washington, D.C., for appellant. 
Robert E. Burns, of New York, N.Y., for appellee. 


Before WoR.EY, Chief Judge, RicH, MarTIN, and SmiTH, Associate Judges, 
and KIRKPATRICK, Judge.* 


Wor Ey, Chief Judge. 

This appeal is from the decision of the Assistant Commissioner of 
Patents, acting for the Commissioner, reversing the decision of the Ex- 
aminer of Interferences, and dismissing appellant’s opposition to appellee’s 
application for registration of a composite mark comprising a plume and 
thistle background design together with the words LE GANT MADEMOISELLE, 
as a trademark for gloves made of leather, fabric, and combinations there- 
of. The opposition is based on appellant’s ownership of a long prior reg- 
istration, No. 346,290, dated May 18, 1937, of MADEMOISELLE as a trademark 
for ladies’ shoes made of leather, fabric, and combinations of those 
materials. The Commissioner found, 120 USPQ 118, 119 (49 TMR 
773), that in view of the differences between the marks and the goods of 





* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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the parties “there is no likelihood of confusion or mistake or deception of 
purchasers within the purview of the statute.” 

However, it was the examiner’s position that ladies’ shoes and gloves 
are closely related, generally sold in the same stores, and frequently pur- 
chased and used together as accessories to complement a particular cos- 
tume. We agree with the examiner that the goods are so related that their 
sale by different parties under substantially similar marks would likely 
lead purchasers to suppose that they emanated from the same source. See 
In re Keller, Heumann & Thompson Co., Inc., 23 CCPA 837, 81 F.2d 399, 
28 USPQ 221 (26 TMR 83), and General Shoe Corp. v. Lerner Bros. Mfg. 
Jo., Inc., 45 CCPA 872, 254 F.2d 154, 117 USPQ 281 (48 TMR 1001). 

Turning to the similarity of the marks, applicant’s mark appropriates 
MADEMOISELLE, the entire registered mark of appellant. While it adds the 
words LE GANT, which mean “The Glove” in French, those words are merely 
descriptive of appellee’s goods, even though, as noted by the Commissioner, 
their descriptive significance might not be recognized as such by the aver- 
age purchaser. The words LE GANT are displayed less prominently than 
MADEMOISELLE, with the latter enclosed by quotation marks which suggests 
that it is the name by which the product is to be identified. 

Applicant’s mark also includes a plume and thistle background de- 
sign, but that appears to be no more than an ornamentation physically 
separated from the words so that it would not necessarily be regarded as a 
part of the trademark. 

Viewing the competing words in their entireties, the word MADEMOI- 
SELLE, the appellant’s entire mark, is the dominant feature of applicant’s 
mark and the one most likely to be remembered as indicating origin of the 
goods. It is, therefore, at least doubtful whether the marks of the parties 
could be used concurrently without a likelihood of confusion within the 
meaning of the Lanham Act, and that doubt should be resolved against 
the newcomer. L. Nachman & Son, Inc. v. E. Lasner, Inc., 46 CCPA 780, 
263 F.2d 342, 120 USPQ 479 (49 TMR 586). 

The facts of the instant case are not unlike those in General Shoe 
Corporation v. Hollywood Maxwell Co., appeal No. 6469, decided April 12, 
1960, 125 USPQ 443 (50 TMR 648). There we held confusion would likely 
result from concurrent use of the mark INGENUE by different parties on 
women’s shoes and brassieres respectively. While the marks here are not 
identical, as they were in that case, we are of the opinion the similarity 
between them, when applied to the instant goods, is such that the rea- 
soning in that decision is applicable here. 

Two motions have been filed by counsel for appellant, one seeking to 
strike an allegation by opposing counsel of misconduct below, and the 
other to strike certain third party registrations included in appellee’s brief. 

Both motions are granted to the extent that we find nothing in the 
record to support appellee’s allegation of misconduct; and that the regis- 
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trations objected to, which were not made a part of the record under the 
rules of the Patent Office, have not been considered here. 
The decision is reversed. 





LOMA LINDA FOOD COMPANY (PACIFIC UNION ASSOCIATION OF 
SEVENTH-DAY ADVENTISTS, assignee, substituted) v. THOMSON & 
TAYLOR SPICE CO. (by change of name, A B C SALES CO.) 


Appl. No. 6546 — CCPA — June 14, 1960 —126 USPQ 26] 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
BREAKFAST CUP (Petitioner) for coffee. 
BREAKFAST CUP FOR ALL THE FAMILY (Registrant) for a coffee substitute. 
Petition to cancel registration granted. Although the products of the parties 
are different, the marks are confusingly similar. 
750.3—OWNERSHIP OF TRADEMARK RIGHTS—ASSIGNMENT 
An agreement which transferred the business was sufficient to evidence and to 
effectuate the intention of the parties to transfer the trademark. 
300.833e—REGISTRATION PROCEDURE (INTER PARTES)—PLEADING AND 
PRACTICE—DEFENSES 


Laches consist of two elements, inexcusable delay in instituting suit and preju- 








dice resulting to the defendant from such delay. Its existence depends upon the 
equities of the case and not merely upon the lapse of time. 
700.21—EFFECT OF REGISTRATION—CONSTRUCTIVE NOTICE 
Neither a registration under the Act of 1920, nor a registration under the 
Lanham Act, Supplemental Register, is constructive notice of registrant’s claim to 
the mark from the date of registration. 
300.33d—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—EVIDENCE 
The record was not sufficient to show that petitioner had knowledge of regis- 
trant’s use of the mark from 1932 to 1956 when registrant instituted cancellation 
proceedings. 
300.31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—IN GENERAL 
Registration will be canceled where registrant did not have exclusive use of 





the mark at or since the date of the application for its registration, as required 
by Section 2 of the Act of 1920 under which it was registered and where no equitable 
defense has been established. 


Cancellation proceeding No. 6,693 by Thomson & Taylor Spice Co. 
(by change of name, A B C Sales Co.) v. Loma Linda Food Company 
(Pacific Union Association of Seventh-Day Adventists, assignee, substi- 
tuted), Registration No. 368,528 issued June 20, 1939. Registrant ap- 
peals from decision of Commissioner of Patents granting petition. Affirmed. 

Case below reported at 50 TMR 299. 


Munson H. Lane, of Washington, D.C. (Albert J. Fihe, of Burbank, Cali- 
fornia, of counsel) for appellant. 

Arthur Wm. Nelson and Olson, Mecklenburger, von Holst, Pendleton & 
Neuman, of Chicago, Illinois, and Russell L. Law, of Washington, 





THE TRADEMARK REPORTER Vol. 50 TMR 





D.C. (Arthur A. Olson, Jr., of Chicago, Illinois, of counsel) for 
appellee. 


Before WorLEy, Chief Judge, Rich, Martin, and SmiTH, Associate Judges, 
and KIRKPATRICK, Judge.* 


KIRKPATRICK, Judge. 

Acting upon the petition of the appellee, Thomson & Taylor Spice Co., 
owner of the unregistered trademark BREAKFAST cuP for coffee, the Ex- 
aminer of Interferences recommended the cancellation of the registration 
of the trademark BREAKFAST CUP FOR ALL THE FAMILY, issued to the ap- 
pellant’s predecessor, Loma Linda Food Company, for a coffee substitute. 
The Assistant Commissioner affirmed the examiner’s action in granting 
the petition to cancel and this appeal by the registrant followed. 

Although the products sold under the respective trademarks are dif- 
ferent, being in the one case coffee and in the other a table beverage made 
from soy beans, figs and grains, it is conceded, as indeed it must be, that 
the marks are confusingly similar. 

The ground for cancellation taken in the decision of the Assistant 
Commissioner was that the registrant did not have exclusive use of the 
mark at or since the date of the application for its registration, as re- 
quired by Section 2 of the Act of March 19, 1920, under which act the 
mark was registered. The petitioner, by evidence which fully supports 
the Commissioner’s finding, showed that it had been using the trademark 
on a very considerable scale at and after the critical time. The evidence 
consisted not only of the testimony of witnesses but also of records of 
unquestionable authenticity. The petitioner’s proof was met by a fusillade 
of objections, which were pressed before this court, but the witnesses were 
testifying from personal knowledge and the records produced were clearly 
admissible under the Business Records Act, 28 U.S.C. 1732. 

The Assistant Commissioner considered the issue of laches on the part 
of the petitioner and held the doctrine inapplicable because the proofs 
failed to show either knowledge of the registration by the petitioner or 
reliance by the registrant upon the petitioner’s delay in taking action. 
The registrant also attacked the petitioner’s title to its mark—a question 
which was decided adversely to the registrant by the examiner. It was 
not expressly dealt with by the Assistant Commissioner but was argued 
before this court. 

The chronology is as follows: The petitioner began to use its trade- 
mark for coffee as early as 1919, the registrant for its coffee substitute 
sometime between 1932 and 1934. The registrant’s application was filed 
on May 16, 1938, and the registration issued, as noted above, under the 
Act of 1920, on June 20, 1939. In 1955, the petitioner filed an application 


* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code 
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to register its trademark and on September 14, 1955, the examiner cited 
the registrant’s registration as a basis for refusing the application. The 
petitioner, thereafter on March 13, 1956, instituted this proceeding to 
eancel the registration. 

The issue of the petitioner’s title can be easily disposed of. The trade- 
mark was first used by a corporation named The Warfield Company. There- 
after, as found by the Examiner, the right to use it passed to the petitioner 
by means of several transfers of the business in which it was used and 
changes of name of the companies involved. 

The link in the petitioner’s chain of title which the registrant argues 
was not proved was the transfer of the trademark on June 25, 1952, on 
which date The Warfield Company sold its coffee business to the Coffee 
Corporation of America. That sale was accomplished by means of a written 
agreement. The point made by the registrant is that this agreement does 
not specifically mention the trademark. However, it conveyed along with 
the business and tangible property pertaining to it “All good will in con- 
nection with coffee,” and attached to it there were schedules containing 
inventories of coffee cans and bags in which there appeared under the 
heading “One Pound Coffee Cans,’ the item “Breakfast Cup at 5% Cents 
Each,” and on the next page, “1# House Coffee Bags,” under which was 
listed “Breakfast Cup (Steel Cut), 21,000 ... Breakfast Cup 10% (steel 
Cut), 91,000.” 

Acting under the agreement, the Coffee Corporation of America, a 
predecessor of the petitioner, thus took over more than 112,000 containers, 
bags and cans, marked with the BREAKFAST cup mark, after which The 
Warfield Company discontinued its coffee business and the Coffee Corpo- 
ration, making use of the lists of customers and the trademark, proceeded 
to engage in the sale of coffee on a very substantial scale. 

The agreement itself, without need to consider the conduct of the 
parties acting under it, was quite sufficient to evidence and to effectuate 
the intention of the parties to transfer the trademark. See Lantz Brothers 
Baking Co. v. Grandma Cake Co. and Grandma Cookie Co., Etc., 34 CCPA 
1073, 161 F.2d 739, 74 USPQ 22, 25, in which this court said “it is too well 
established to require citation of authorities that the good will of a business 
includes all trademarks used in the conduct of such business * * *.” 

Coming now to the issue of laches, we do not read the decision of the 
Assistant Commissioner as holding that Section 2 of the Act of 1920 makes 
cancellation mandatory in every case in which it appears that the regis- 
trant was not entitled to the exclusive use of the mark at the time of his 
application, regardless of the conduct of the party seeking cancellation. 
The defense of laches is clearly available to the registrant by virtue of 15 
U.S.C. 1069. 

It is true that from 1939 when the registrant’s trademark was regis- 
tered until 1956, or a period of almost 17 years, the petitioner did nothing 
to assert its prior right to the mark. It is also true that during that period 
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the registrant, making use of the mark, built up a very considerable 
business for its coffee substitute. 

However, “‘Laches consists of two elements, inexcusable delay in 
instituting suit and prejudice resulting to the defendant from such delay. 
Its existence depends upon the equities of the case, and not merely upon 
the lapse of time.’ United States v. Alex Dussel Iron Works, Inc., 5 Cir., 
1929, 31 F.2d 535, 536.” Loverich v. Warner, 118 F.2d 690, 693. 

One of the grounds upon which the Assistant Commissioner declined 
to convict the petitioner of laches was that the proofs failed to show any 
“reliance by respondent on petitioner’s failure to take earlier action.” Such 
reliance is necessary to an estoppel but unnecessary to the defense of 
laches. Prejudice may result without any reliance upon the other party’s 
inaction as, for example, through death of witnesses or loss or destruction 
of records. It may be taken as established that the registrant did not 
develop its business relying upon the petitioner’s inaction, inasmuch as 
the evidence shows that the registrant had no knowledge that the latter’s 
trademark existed. The question whether the element of prejudice can be 
found from all the circumstances of this case was not decided by the 
Assistant Commissioner. It need not be decided here, but for the purpose 
of this decision, it may be assumed that prejudice existed. 

The other necessary element of laches is that the delay may be in- 
excusable. Of course, if the party against whom the defense is raised had 
no knowledge that his rights were being invaded and was not chargeable 
with such knowledge, it is a good excuse. Thus, assuming prejudice, the 
question whether this petitioner had knowledge of the registration or is 
chargeable with such knowledge becomes the point upon which the issue 
of laches turns. 

The appellant argues that the petitioner is charged with constructive 
notice of the registrant’s claim to the mark from the date of its registration 
on June 20, 1939. However, this registration was under the Act of 1920, 
and that act contains no provision making registration constructive notice. 
In the absence of a statutory provision making recordation constructive 
notice, the fact that an instrument or registration is entered upon a public 
record has no such effect. “The matter of constructive notice from the 
record is entirely a creation of statute, and no record will operate to give 
constructive notice unless such effect has been given to it by some statutory 
provision.” 66 C.J.S. “Notice,” Section 13c. 

While Sections 22 and 46(b) of the Lanham Act provide that a regis- 
tration on the principal register as well as registration under the Act of 
1905 shall be constructive notice of the registrant’s claim of ownership 
thereof, Section 26 expressly withholds from registration on the supple- 
mental register the benefits accorded by Section 22. It is evident, therefore, 
that the Lanham Act does not contemplate that either registrations on 
the supplemental register or those under the Act of 1920 shall constitute 
constructive notice of the registrant’s claim of ownership. Willson et al. 
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v. Graphol Products Co., 38 CCPA 1030, 188 F.2d 498, 89 USPQ 382 
(41 TMR 591), was concerned with a registration under the Act of 1905 
and hence is not in point here. It follows that the petitioner has not had 
constructive notice of the registration. 

As to the petitioner’s actual knowledge of the registrant’s use of its 
trademark, there is no direct evidence that the petitioner ever had such 
notice. However, actual knowledge may be found from circumstantial 
evidence. If the evidence shows a state of facts in which it is inconceivable 
that the party charged with laches in a trademark case could have been 
unaware of the opposing party’s use of the mark, he cannot be heard to 
say that his delay is excusable because of lack of knowledge. See Procter 
& Gamble Co. v. J. L. Prescott Co., 102 F.2d 773, 780, 40 USPQ 434, 440- 
441 (C.A. 3d) (29 TMR 105). The registrant’s chief effort was to produce 
circumstantial evidence which would convince the office that the petitioner 
must have had actual knowledge of the registrant’s use, if not the regis- 
tration, of the trademark. The registrant’s proof did not convince the 
examiner or the Assistant Commissioner, and we agree with the latter that 
it falls short of establishing such knowledge. 

The registrant called a number of its executives and employees whose 
testimony established beyond doubt that it carried on a large business 
in its coffee substitute under the name BREAKFAST CUP, FOR ALL THE FAMILY, 
or more usually, BREAKFAST CUP, throughout the Pacific states, together 
with Arizona, New Mexico, Texas, Utah, Nevada, and Colorado during a 
number of years beginning at least as early as 1932 and that the product 
was pushed in that territory by distribution of booklets and samples and 
by newspaper advertising and broadcasts on the Pacific coast. 

The only evidence as to the registrant’s promotional activities in 
selling its coffee substitute east of the Mississippi consists of a 1941 price 
list of a jobber in New York City listing BREAKFasT cup. There was 
evidence that the registrant had a factory and a sales force at Mount 
Vernon, Ohio, but the registrant manufactured and sold a large number 
of vegetable food products and substitutes of various kinds under different 
trademarks and there is no evidence that its Ohio factory produced any 
BREAKFAST CUP coffee substitute or that the sales force centered in that state 
sold any. The testimony of one witness “We have them (jobbers) all over 
the country” and of another, “I don’t believe there is a state in the Union 
that we haven’t shipped (BREAKFAST cUP) to” fails to give any hint as to 
quantities, dates or volume and is entirely too vague to form a basis for 
a finding of knowledge on the part of the petitioner. 

The evidence further shows that the registrant has promoted its 
products since about 1932. It has spent between $6,000 and $10,000 a year 
in advertising (not a very large amount for an allegedly nationally pro- 
moted product) practically all of which, so far as appears from this record, 
was directed to the west coast and the Rocky Mountain states. 
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The record does not convince us that a firm selling coffee, with head- 
quarters in Chicago, which deals primarily in the State of Illinois and ten 
or twelve of the adjacent states must have been aware of the use of 
BREAKFAST CUP by the registrant. 

We agree with the Assistant Commissioner that the registrant did 
not have the exclusive use of the trademark during the period from May 16, 
1937, to May 16, 1938, when its application for registration was filed. Such 
registration will be canceled if the essential element of exclusive use is 
lacking, unless some equitable defense can be successfully asserted. In this 
ease no such defense has been established and the petition to cancel the 
registration will be granted. 


UNITED STATES PLYWOOD CORPORATION v. MODIGLASS FIBERS, INC. 


Trademark Trial and Appeal Board — February 18 and March 16, 1960 
— 125 USPQ 144 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
To justify reopening an opposition to enable the introduction of newly discov- 
ered evidence, it must, among other things, be made to appear not only that the 
proposed evidence has been newly discovered, but that it could not earlier have 
been discovered by the exercise of reasonable diligence. 


Opposition proceeding No. 37,793 by United States Plywood Corpora- 
tion v. Modiglass Fibers, Inc., application Serial No. 17,393 filed October 
12, 1956. Opposition dismissed at 50 TMR 441. Petition for reconsidera- 
tion and motion to reopen. Petition and motion denied. 


James M. Heilman and Heilman & Heilman, of New York, N.Y., for 
United States Plywood Corporation. 
Frank E. Paige, of New York, N.Y., for Modiglass Fibers, Inc. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


LEFKOwWI1Tz, Member. 

Opposer has petitioned for reconsideration of the Board’s decision of 
January 8, 1960 (124 USPQ 82, 50 TMR 441) dismissing the opposition. 

Opposer requests reconsideration asserting that the Board erred in 
(1) not properly evaluating opposer’s exhibit 9, which proves use of 
GLASWELD on panels and other structural shapes, (2) not properly evaluat- 
ing the acceptability of GLASWELD in the building material field, (3) hold- 
ing that there would be no likelihood of confusion between GLASwoop for 
building panels and GLASWELD for building panels, pipes, tubing and for 
structural parts, and (4) in allowing applicant to rely on its application 
despite the fact that the labels originally submitted with the application 
were “of temporary character.” 

With regard to (1), while the parties have stipulated that exhibit 9 
constitutes evidence on -behalf.of opposer, the statements contained therein, 
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constitute mere hearsay, and as such are incompetent as proof of opposer’s 
use of GLASWELD for panels and other structural shapes as of the dates 
recited therein. As to (2) and (3), upon the record presented, no error is 
perceived in the Board’s decision in either regard. Referring to (4), the 
Examiner of Trademarks during the ex parte prosecution of applicant’s 
application accepted applicant’s explanation as to its use of the label 
specimens submitted with the application; and there is nothing in this 
record which would suggest that the action of the examiner involved error. 


Decision 
Except to the extent indicated, the petition is denied. 
Mar. 16, 1960 
Leacu, Member. 


The brief and affidavit filed March 3, 1960 by applicant in opposition 
to opposer’s motion to reopen was not forwarded to the Board until after 
Office action of March 7, 1960 was entered. 

It appears that shortly after the decision of the Board on final hearing 
in this case, opposer hired an investigator to determine whether or not 
applicant was in fact using the mark GLAswoop for which it here seeks 
registration ; pursuant thereto, the investigator wrote a letter to applicant 
requesting information relative to its GLASwoop product; and, in response 
thereto, the investigator received a letter signed by an employee of appli- 
cant which states in part that: 


“* * * we regret to inform you that we no longer manufacture 
glaswood. This material was discontinued some time ago”. 


It is in effect opposer’s contention that this letter tends to indicate 
that applicant has abandoned the mark GLAswoop, and that opposer should 
therefore be given an opportunity in which to submit additional evidence 
to establish that such is in fact the case. 

In an affidavit signed by applicant’s president it is stated in effect 
that applicant has only temporarily discontinued the production of GLas- 
woop due to technical manufacturing problems which are about to be 
solved ; and that the letter relied upon by opposer was written by a recently 
employed sales trainee in applicant’s order department who was in no 
position to know the facts. 

In order to justify reopening to enable the introduction of newly 
discovered evidence, it must among other things be made to appear not 
only that the proposed evidence has been newly discovered, but that it could 
not earlier have been discovered by the exercise of reasonable diligence. 
Quaker Oil Company, Inc. v. Quaker State Oil Refining Company, 24 USPQ 
115 (25 TMR 143) (CCPA, 1935); The Seven Up Company v. Cheer Up 
Sales Company of St. Louis, Missouri, et al., 68 USPQ 250 (36 TMR 93) 
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(CA 8, 1946); Black Panther Company, Inc. v. Cook Chemical Company, 
120 USPQ 130 (49 TMR 883) (TT&A Bd., 1959) ; United Drug Company v. 
The Harrower Laboratory Inc., 65 USPQ 48 (35 TMR 127) (Comr., 1945) ; 
Simon Ackerman Clothes, Inc. v. Eagle Clothes, 65 USPQ 254 (Comr., 
1945). In the present case it is clear that opposer has not exercised such 
diligence. 

DECISION 


The motion to reopen is denied; and the Board’s decision of January 
8, 1960 is hereby reinstated as of the date hereof.? 


IN RE HORWITT, doing business as U. S. HEALTH CLUB 
Trademark Trial and Appeal Board — April 4, 1960— 125 USPQ 145 


200.66b—PATENT OFFICE PROCEEDINGS—PROHIBITED MARKS—PUBLIC 
INSIGNIA 
Registration of U.S. HEALTH CLUB for vitamin tablets is not, per se, precluded 
by Section 2(a) since the purchasing public would not be likely to mistakenly 
believe that the United States Government is operating a health club, that it is 
distributing vitamins, or that it has approved applicant’s goods. 


Application for trademark registration by Mimi Horwitt, doing busi- 
ness as U.S. Health Club, Serial No. 43,614 filed January 8, 1958. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 


Reversed. 
Frederick Breitenfeld, of New York, N.Y., for applicant. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


LEFKOWITZ, Member. 

An application has been filed to register U. 8. HEALTH CLUB for vitamin 
C tablets and vitamin E tablets, use since December 1, 1957 being asserted. 

Registration has been refused under Section 2(a) of the Statute on 
the ground that the mark applicant seeks to register falsely suggests a 
connection with the United States Government. 

Applicant has appealed. 

Section 2(a) prohibits the registration of a mark which “consists of 
or comprises * * * matter which may * * * falsely suggest a connection 
with * * * national symbols.” 

Applicant has made of record more than ninety registrations issued 
to others for marks consistine of or comprising the letters v. s. for a large 
variety of products. It must be assumed from this number of registrations 
that the registration of U. s. as a trademark or as a portion of a trademark 
is not, per se, precluded by Section 2(a). The question of the registra- 
bility of such marks is determined in each case by the nature of the goods 
for which registration is sought and/or the nature of the mark in its 





1. LEFKOWwITZ, Member, did not participate in this action due to illness. 
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entirety. That is to say, whether the goods are of such type and character 
that purchasers would be misled by the use of marks comprising or con- 
taining U. s. in connection therewith into assuming that the United States 
Government has either approved or sponsored the products; or that the 
mark by its very nature would falsely suggest a connection with the 
United States Government. 

In the instant case, applicant is seeking to register U. S. HEALTH CLUB 
for vitamin C and vitamin E tablets. Considering both the nature of the 
mark and the goods, it is concluded that the purchasing public would not 
be likely to mistakenly assume that the United States Government is oper- 
ating a health club, that it is distributing vitamins, or that it has approved 
applicant’s goods. 


DECISION 


The refusal of registration is overruled. 


HELENE CURTIS INDUSTRIES, INC. v. CAREW PRODUCTS, INC. 
Trademark Trial and Appeal Board — April 7, 1960 — 125 USPQ 146 


300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—DEFENSES 
The doctrine of res judicata must be seasonably invoked, otherwise it is con- 
sidered as waived. 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
HELENE CAREW and HELENE CURTIS are not confusingly similar and the fact 
that applicant knew of opposer’s mark at the time of its adoption and use of its 
mark is immaterial where the difference in the names is sufficient to obviate any 
likelihood of confusion. 


Opposition proceeding No. 38,303 by Helene Curtis Industries, Inc. v. 
Carew Products, Inc., application Serial No. 32,908 filed July 1, 1957. 
Opposition dismissed at 50 TMR 442. On petition for reconsideration. 
Petition denied. 


Lewis D. Konigsford, of Chicago, Illinois, for Helene Curtis Industries, Ine. 
Warren Freedman and David J. Moscovitz, of New York, N. Y., for Carew 
Products, Ine. 


Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


LEFKOWITZ, Member. 

Opposer has petitioned for reconsideration of the Board’s decision of 
February 23, 1960 (124 USPQ 429, 50 TMR 442) dismissing the opposition. 

Opposer requests reconsideration on the grounds that (1) the Board 
should take judicial notice of the fact that in another opposition pro- 
ceeding,! opposer opposed applicant’s attempt to register a mark substan- 
tially similar to that here sought to be registered, as applied to identical 


1. Op. 38,475. 
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goods, and judgment for opposer by default was entered under Civil 
Procedure Rule 55(b) upon applicant’s failure to file an answer; (2) the 
Board treated the marks of the parties herein as if they were the actual 
names of persons, thus giving undue consideration to differences in the 
names, and (3) that applicant knew of opposer’s mark when it selected 
the mark HELENE CAREW. 

As to (1), the doctrine of res judicata, to which applicant’s argument 
is in effect directed, must be seasonably invoked; otherwise it is considered 
as waived. See: United States v. Bliss, 127 US 321, 19 S.Ct. 216 (1899) ; 
Pickens v. Coal River Boom & Timber Co., 66 W.Va. 10, 65 S.E. 865 
(1909) ; Chapman v. Chapman, S.Ct. Vt., 102 A.2d 849 (1954) ; 50 Corpus 
Juris Secundum, Judgments, Sec. 822; 120 A.L.R. 55. Since the default 
judgment in the other proceeding was entered during the pendency of 
this proceeding and opposer did not invoke the doctrine of res judicata 
until after the Board’s decision on final hearing in this case, it may not 
rely upon this doctrine herein. 

With regard to (2), the Board, in its decision considered the terms 
HELENE CAREW and HELENE CURTIS as marks, but, concluded that the im- 
pressions created thereby are of specifically different names. Finally, as 
to (3), the facts that applicant knew of opposer’s mark at the time of 
its adoption and use of HELENE CAREW as a trademark is immaterial whereas 
here the differences between HELENE CAREW and HELENE CURTIS are suf- 
ficient to obviate any likelihood of confusion in trade. 


DECISION 


Except to the extent indicated, the petition is denied. 
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HOUSE OF WORSTED-TEX, INC. v. ROBERT HALL CLOTHES, INC. 
Trademark Trial and Appeal Board — April 27, 1960 —125 USPQ 312 


200.75a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 

PARTES)—TRADEMARK USE—IN GENERAL 

300.21—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

IN GENERAL 

400.1—CONFUSING SIMILARITY—IN GENERAL 

The Board held that where it appeared that the marks involved were respec- 
tively employed by the parties in connection with other designations, these marks 
constituted independent symbols of origin, and their associations with other matter 
had no bearing on the question of likelihood of confusion. 

300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

EVIDENCE 

400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

WESTERFIELD (Applicant) for men’s suits. 

WEATHERFIELD (Opposer) for various outer garments for men and children, including 
coats, vests, pants, overcoats, raincoats and the like. 

The Board held it was immaterial that opposer’s topcoats were sold through 
independently owned stores while applicant’s suits were sold through its chain of 
wholly owned stores since purchasers who bought clothing under one mark upon 
seeing a related item of wearing apparel sold under the same or a confusingly 
similar mark in a different establishment might assume the goods emanated from 
a common source. 

Opposition sustained. WESTERFIELD for men’s suits was held likely to be con- 
fused with the prior use of WEATHERFIELD for men’s topcoats. 

100.49—-FEDERAL TRADEMARK ACTS—CONSTRUCTION OF STATUTES 

ACT OF 1946—SEC. 19 

300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

DEFENSES 

Applicant’s defense of laches under Section 19 was denied where applicant 
did not prove that opposer had notice of applicant’s wide sale and advertising of 
its marks prior to publication of applicant’s mark for opposition. 





Opposition proceeding No. 35,909 by House of Worsted-Tex, Inc., v. 
Robert Hall Clothes, Inc., application, Serial No. 673,518, filed September 
21, 1954. Opposition sustained. 


Caesar & Rivise, of Philadelphia, Pennsylvania, for House of Worsted- 


Tex, Ine. 
John P. McGann, of New York, N.Y., for Robert Hall Clothes, Inc. 


Before WALDSTREICHER, LEFKOWITZ, and SHRYocK, Members. 


Suryock, Member. 

An application has been filed by Robert Hall Clothes, Inc. to register 
WESTERFIELD for men’s suits, use since September 3, 1954 being asserted. 

Registration has been opposed by House of Worsted-Tex, Inc., regis- 
trant of WEATHERFIELD and ancillary design matter for various outer gar- 
ments for men and children, including coats, vests, pants, overcoats, rain- 
coats, and the like.* 





1. Reg. No. 145,632, issued Aug. 16, 1921 to a predecessor; renewed. 
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Opposer is a manufacturer of articles of men’s wearing apparel which 
it sells under various marks through independently owned retail establish- 
ments. It acquired ownership of the registered mark on which it here 
relies in the year 1950, and of the several items of clothing recited in the 
registration, has since used WEATHERFIELD Only on men’s topcoats. Opposer 
is presently using this mark both in association with another mark con- 
sisting of a design featuring a dog’s head and with its tradename, “House 
of Worsted-Tex”’. 

Applicant’s record shows that it owns and operates a large coast-to- 
eoast chain of retail clothing stores for men, women and children, and 
that it uses the notation ROBERT HALL both as a means of identifying its 
stores and as a general trademark for its products. In addition thereto, 
it uses various marks to identify particular items of clothing, of which 
the mark WESTERFIELD, here sought to be registered, has been employed 
on men’s suits since the latter part of the year 1954. 

While it appears that the marks here involved are respectively em- 
ployed by the parties in connection with other designations, these marks 
constitute independent symbols of origin, and their association with such 
other matter therefore can have no bearing on the question of likelihood 
of confusion between WESTERFIELD and WEATHERFIELD. See: Burton-Dizxie 
Corporation v. Restonic Corporation, 110 USPQ 272 (46 TMR 1363) 
(CCPA, 1956) ; Hat Corporation of America v. John B. Stetson Company, 
106 USPQ 200 (45 TMR 1343) (CCPA, 1955). Likewise, the fact that 
opposer’s topcoats are presently sold through independently owned stores 
while applicant’s suits are sold through its chain of wholly owned stores 
is immaterial to the question of confusion since purchasers who have 
bought clothing under one mark, upon seeing a related item of wearing 
apparel in a different establishment with the same or a confusingly similar 
mark thereon, might reasonably assume that the goods emanated from a 
common source of production. See: Miles Shoes Incorporated v. R. H. Macy 
& Co., Inc., 95 USPQ 170 (42 TMR 911) (CA 2, 1952); R. H. Macy & Co., 
Inc. v. Farr Bros. Co., Inc., 56 USPQ 472 (33 TMR 293) (Comr., 1943). 

Applicant has pleaded the equitable defense of laches under the pro- 
visions of Sec. 19 of the Act of 1946. In connection therewith, applicant’s 
record shows that during the period from 1954 to 1958 its sales of 
WESTERFIELD suits have amounted to approximately $12,000,000. Further, 
these goods have been extensively advertised through such media as tele- 
vision, radio, newspapers and national consumer magazines, and in excess 
of $2,000,000 has been expended on such advertising. Applicant, however, 
has neither argued the defense of laches, nor does it appear from the 
record that opposer had notice of use of applicant’s mark prior to its 
publication under Sec. 12(a) of the Act of 1946. The defense of laches 
must therefore fail. 
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Applicant seeks to register WESTERFIELD for men’s suits. Opposer, 
the prior user as between the parties, uses WEATHERFIELD on men’s top- 
coats. It is concluded that, as applied to these closely related products, 
the marks are so nearly alike as to make confusion or mistake or decep- 
tion of purchasers more than likely to occur. 


DECISION 


The opposition is sustained, and registration to applicant is refused. 





PORZELLANFABRIK WEIDEN GEBR. BAUSCHER, ZWEIGNIEDERLASSUNG 
DER PORZELLANFABRIK HUTSCHENREUTHER A. G. v. 
ARTHUR SCHILLER & SON 


Trademark Trial and Appeal Board — April 27, 1960 —125 USPQ 313 


400.1—CONFUSING SIMILARITY—IN GENERAL 
BAUSCHER WEIDEN (Petitioner) for chinaware. 
BAUSCHER CHINA (Registrant) for chinaware. 

Petition for cancellation granted. The Board held the mere substitution of the 
descriptive name CHINA for the geographical term WEIDEN did not create substan- 
tially different marks between BAUSCHER CHINA (Registrant) and BAUSCHER WEIDEN 
(Petitioner). “These marks are in legal contemplation identical.” 

200.35—PATENT OFFICE PROCEEDING—REGISTRABILITY (EX PARTE)— 

TITLES 

200.74—-PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—TITLES 
750.5—OWNERSHIP OF TRADEMARK RIGHTS—RIGHT TO REGISTER 

In a cancellation proceeding, the Board found that at the time of the filing of 
the application for registration by respondent another importer, under the express 
provisions of an agreement between petitioner and respondent, was entitled to and 
was in fact distributing petitioner’s china under a practically identical mark in 
the United States and heid that respondent was not the owner or exclusve user 
of the mark and was not entitled to register the same at the time it sought to 
register it. 

750.6—OWNERSHIP OF TRADEMARK RIGHTS—TITLE 

In a cancellation proceeding, registrant’s claim that petitioner had acquiesced 
in its assertion of ownership of the mark in the United States was rebutted by an 
agreement between the parties wherein petitioner reserved to itself a right, which 
it subsequently exercised, to import goods to the United States for distribution 
by a party other than registrant. Even if petitioner had acquiesced, upon termina- 
tion of the agreement with registrant the rights in the mark reverted to the 


petitioner. 


Cancellation proceeding No. 6,591 by Porzellanfabrik Weiden Gebr 
Bauscher, Zweigniederlassung der Porzellanfabrik Hutschenreuther A. G. 
v. Arthur Schiller & Son, Registration No. 204,600, issued October 20, 
1925. Petition granted. 

Young, Emery & Thompson and Watson, Cole, Grindle & Watson, both 


of Washington, D.C., for Porzellanfabrik Weiden Gebr. Bauscher, 
Zweigniederlassung der Porzellanfabrik Hutschenreuther A. G. 
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Benton Baker and Philip E. Ringer, both of Chicago, Illinois, for Arthur 
Schiller & Son. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


LEFKOWITZ, Member. 

Porzellanfabrik Weiden Gebr. Bauscher, Zweigniederlassung der Por- 
zellanfabrik Hutschenreuther A.G., a German Corporation, has petitioned 
to cancel the registration of the mark reproduced below for chinaware 
and crockery, issued to Arthur Schiller & Son, a firm, and renewed to its 
successor, Arthur Schiller & Son, a corporation of Delaware.’ 


As grounds for cancellation, it is alleged that petitioner (the term 
petitioner as used hereinafter refers to petitioner and/or its predecessor) 
is the owner of a trademark identical to the registered trademark except 
that the term WEIDEN is used in lieu of CHINA (this mark will hereinafter 
be referred to as the WEIDEN mark) ; that petitioner has since 1921 exported 
chinaware bearing the WEIDEN mark to the United States; that, at the time 


of the filing of its application for registration, respondent (the term re- 
spondent as used hereinafter refers to respondents and/or its predecessor ) 
was an importer of chinaware manufactured by petitioner for respondent’s 
account, on which the registered trademark was affixed during the manu- 
facturing process; that the application for registration and the subsequent 
application to renew the registration were filed without the knowledge of 
and/or consent of petitioner; that respondent, being merely an importer 
of chinaware manufactured by petitioner bearing the registered mark, 
never acquired any right of ownership in the mark; and hence that the 
registration is void. 

Respondent has admitted in its pleading that it was an importer of 
chinaware manufactured by petitioner bearing the registered mark; but 
has affirmatively alleged that it and not petitioner had adopted the reg- 
istered trademark; that the registered trademark was used only on goods 
manufactured by petitioner for respondent’s account; that petitioner has, 
since at least as early as 1934, known that the mark illustrated above had 
been registered in the United States Patent Office by respondent; that 
petitioner acquiesced in respondent’s assertion of ownership of the reg- 
istered mark in the United States; and that petitioner is now estopped 
to deny the same. 

The record consists of the pleadings, the registration filed, and tes- 
timony taken abroad by petitioner. 


1. Reg. No. 204,600, issued Oct. 20, 1925 and renewed. 





Vol. 50 TMR PORZELLANFABRIK v. A. SCHILLER & SON 983 





The record shows that petitioner was founded in 1881 by August 
Bauscher to engage in the manufacture and sale of hotel and household 
china at a factory located in Weiden, Germany. Shortly thereafter, August 
Bauscher took his brother, Conrad Bauscher, into the business, and they 
organized the firm, “Gebrueder Bauscher”. Prior to 1900, the notation 
BAUSCHER WEIDEN was used by petitioner on its letterheads and as its 
cable address. Around the turn of the century, petitioner opened an office 
in New York, trading as the “Bauscher Brothers”, to sell its china through- 
out the United States. At or about the same time, petitioner appointed 
foreign companies or individuals as exclusive importers or agents for its 
china in various countries throughout the world. From about 1904 and 
continuing up to World War I, petitioner shipped china to “Bauscher 
Brothers” in New York and to its agents and distributors in other coun- 
tries bearing a mark comprising the words BAUSCHER WEIDEN within an 
oval design. Shipments of china to “Bauscher Brothers” in New York 
were suspended during World War I, and in 1918, the New York 
concern was liquidated. During the period prior to World War I, peti- 
tioner obtained registrations in Germany for the mark B/W, the letter B 
signifying “Bauscher” and the letter w, the city of “Weiden” where peti- 
tioner’s factory was located; a mark comprising the letter B within a 
circle design with the name BAUSCHER below it; and in 1919 it obtained 
a registration in Germany of a mark comprising the words BAUSCHER 
WEIDEN above a circle design containing the legend B/w. 


After World War I and at least some time prior to July, 1921, peti- 
tioner was selling china to agents and importers throughout the world, 
including one in the United States, L. Barth & Sons, bearing the WEIDEN 
mark. On April 8, 1921, petitioner and respondent entered into an agree- 
ment, which was to continue in force for ten years, with the proviso that 
if notice was not given half a year before its expiration, then it shall 
remain in force for a further period of ten years, whereby respondent 
was given the right to sell petitioner’s hotel china in all areas of the United 
States except that respondent agreed that the firm, L. Barth & Sons, or 
its successor, can continue to sell petitioner’s hotel china in certain desig- 
nated areas of the United States. It was further agreed that petitioner 
is permitted to supply, “even in the future”, the firm of Pick & Co., of 
Chicago, Illinois, with decorated tableware which it had purchased. Like 
other agreements of this character entered into by petitioner and its agents 
in other countries, no mention was made therein to any trademarks to be 
placed on the goods. Pursuant to the terms of this agreement, petitioner 
shipped china to the United States for respondent’s account and continued 
to ship goods to L. Barth & Sons.? The goods destined for respondent bore 


2. There is no evidence in the record of any shipments by petitioner of china to 
Pick & Co. 
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the registered trademark, while the goods intended for resale by L. Barth 
& Sons bore the WEIDEN mark.* 

On May 21, 1925, respondent filed its application to register the mark 
reproduced above alleging ownership and exclusive use thereof, notwith- 
standing that by the terms of the aforementioned agreement, L. Barth & 
Sons was entitled to import petitioner’s china for sale in certain areas 
of the United States, and that such china bore a substantially identical 
mark. The registration was issued to respondent on October 20, 1925; 
and subsequent thereto, china manufactured by petitioner for respondent’s 
account bore, in addition to the registered trademark, the legend “Reg. 
U.S. Pat. Off.” Petitioner continued to ship china bearing the WEIDEN 
mark to L. Barth & Sons in the United States until about 1928. 

On March 3, 1934, petitioner and respondent entered into a new agree- 
ment, whereby respondent was designated petitioner’s exclusive agent in 
all of the United States for hotel china and petitioner was acknowledged 
to have the right to sell its household china in the United States through 
an agent other than respondent. No mention of trademarks was made 
in this agreement; but shipments of petitioner’s hotel china to respondent 
continued to bear the registered trademark. Petitioner, after the execu- 
tion of this agreement, shipped household china bearing the WEIDEN mark 
to a different agent for distribution in the United States. 

Petitioner continued to make shipments of china to respondent until 
commencement of World War II in April, 1939. After the war, business 
relations between the parties were resumed, presumably under the 1934 
agreement. On June 23, 1948, respondent wrote to petitioner complaining 
about the quality of certain goods which it had received; and on August 
30, 1948, petitioner revoked the 1934 agreement asserting that respondent 
had abridged the contract by failing to pay for merchandise received. 
After the termination of the agreement, petitioner continued to ship house- 
hold and hotel china bearing the WEMEN mark to the United States for 
distribution through agents other than respondent. In 1952, respondent 
wrote petitioner informing it of its registration and charging that peti- 
tioner’s shipments of hotel china to the United States bearing the WEIDEN 
mark were in violation of respondent’s rights in the registered trademark. 
The present proceeding followed. 

The record clearly shows that petitioner has, with the exception of 
the war years, continuously exported china to the United States bearing 
its WEIDEN mark and/or the various components thereof since a time prior 
to October 1, 1921, the date of first use asserted by respondent in its appli- 
cation for registration. The substitution by respondent in the registered 
trademark of the merely descriptive name cuiINa for the geographical term 
WEIDEN did not create a substantially different mark. These marks are 


3. On April 25, 1921, petitioner secured a German registration for the WEIDEN 
mark, 
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in legal contemplation identical. In view thereof and considering that 
at the time of the filing of the application for registration by respondent 
another importer, under the express provisions of the agreement between 
petitioner and respondent, was entitled to and was in fact distributing 
petitioner’s china under a practically identical mark in certain areas of 
the United States, it is concluded that respondent was not the owner or 
the exclusive user of the mark it sought to register. The respondent there- 
fore was not entitled to register the same. See: Photographic Importing 
& Distributing Corp. v. Seiko Denki Kogyo Kabushiki-Kaisha, doing busi- 
ness as Seiko Electric Instruments Industry Co. Ltd., 114 USPQ 510 
(48 TMR 106) (Comr., 1957). 

Respondent’s contention that petitioner had acquiesced in respondent’s 
assertion of ownership of the registered mark in the United States is 
rebutted by the 1934 agreement between the parties wherein petitioner 
reserved to itself a right, which it subsequently exercised, to export house- 
hold china to the United States under the WEmEN mark for distribution 
by a party other than respondent. Even assuming arguendo that peti- 
tioner had so acquiesced, respondent’s rights in the mark reverted to the 
petitioner, the foreign manufacturer of the goods, upon termination in 
1948 of the 1934 agreement between the parties. See: Du Pont Cellophane 
Company, Inc. v. Waxed Products Co., Inc., 22 USPQ 145 (24 TMR 187) 
(DC NY, 1934) ; and Scandanavia Belting Co. v. Asbestos & Rubber Works 


of America, Inc., 257 F. 987 (9 TMR 136) (CA 2, 1919). 
It is concluded that respondent, at no time, had any right of owner- 
ship in the United States in the registered trademark. 


DECISION 


The petition is granted; and Registration No. 204,600 will be can- 
celed in due course. 
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MASSEY-FERGUSON INC. v. SPERRY RAND CORPORATION 
Trademark Trial and Appeal Board — April 27, 1960—125 USPQ 316 


300.23—REGISTRATION PROCEDURE (INTER PARTES)—PLEADING AND 
PRACTICE 
The Board did not consider certain evidentiary matter which opposer filed out- 
side the time allowed for the presentation of opposer’s proofs. 
200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—DESCRIPTIVE AND GENERIC MARKS 
The Board held that HAyY-IN-A-DAY was merely a descriptive expression as 
applied to applicant’s farm equipment. 
300.21—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
IN GENERAL 
The Board found that the term HAY-IN-A-DAY sought to be registered by 
applicant for farm equipment was a descriptive term equally applying to opposer’s 
machinery and held, notwithstanding the fact opposer had not exercised the right 
to use the same expression, registration of the term to applicant involved potential 
damage to opposer. Opposition, therefore, was sustained. 


Opposition proceeding No. 38,470 by Massey-Ferguson Inc. v. Sperry 
Rand Corporation, application, Serial No. 54,713, filed July 2, 1958. 
Opposition sustained. 


Ralph L. Tweedale, of Detroit, Michigan, for Massey-Ferguson Inc. 
Kenneth C. McKivett and Joseph Allen Brown, of New Holland, Penn- 
sylvania, for Sperry Rand Corporation. 


Before LEacu, LEFKOWITZ, and SHRyocK, Members. 


LEAcH, Member. 

Sperry Rand Corporation has filed an application to register HAY-IN-A- 
pay for farm equipment, including mowers, crushers, rakes, balers, wagons, 
and dryers. Use of the mark since November, 1957 is alleged. 

Registration has been opposed by Massey-Ferguson Inc., a manufac- 
turer of farm equipment. As grounds of opposition, it is in effect alleged 
that HAY-IN-A-DAY is a merely descriptive term which does not serve to 
identify applicant’s goods and distinguish them from similar goods of others. 

The record consists of the pleadings, applicant’s application and stipu- 
lations of facts with attached exhibits in behalf of both parties.’ 

The record shows that opposer and applicant both manufacture and 
sell complete lines of hay making machinery, including mowers, rakes, 
choppers, dryers, balers and wagons which, if used in combination and 
under favorable weather conditions, will enable a farmer to mow, rake, cut, 
dry, bale, haul and store hay in a single day. Applicant’s hay making ma- 
chinery apparently has long been known and identified in the trade by the 
mark NEW HOLLAND, and opposer’s machinery by the mark MASSEY-FERGUSON. 

In 1956, applicant became the first manufacturer of farm equipment to 
make and sell all of the various types of hay making machinery referred to 

1. Opposer also refers to certain evidentiary matter which has been given no 


consideration herein since it was filed outside the time allowed for the presentation of 
opposer’s proofs. 
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above ; and in May, 1957, it introduced to the farm trade “‘a new system of hay 
making”, to which it gave the name HAY-IN-A-DAY. This system involves the 
use in combination of applicant’s various types of NEW HOLLAND machinery. 

In November, 1957, applicant began applying to its NEW HOLLAND hay 
making machinery decal labels having thereon the notation A HAY-IN-A-DAY 
MACHINE. Since that time, it has sold more than 50,000 machines bearing 
such labels; and it has spent several hundred thousand dollars in adver- 
tising its HAY-IN-A-DAY system of hay making and its NEW HOLLAND ma- 
chinery used in connection therewith. Sample copies of applicant’s adver- 
tisements of its hay making system and hay making machinery variously 
contain such statements as: 

“HAY 


IN A 
DAY 


THE NEW HOLLAND way of 

putting up part of your crop each day”. 
“HAY IN A DAY is a flexible system”. 
“Probably the most important (machine) in the system is a NEW 

HOLLAND baler”. 

“Now you can move your hay from standing crop to storage in 

24 hours”. 

“At last ... HAY in a DAY! It’s a great new system * * * to help 
you sell the entire line of NEW HOLLAND haymaking machines”. 
“You can put up as much as 10 tons of a hay in a single day * * *. 

Take a step toward Hay in a Day right now! Put one or two of 

New Holland’s matched performance machines to work on your farm. 

Every NEW HOLLAND is time-rated to fit your system of haymaking”’. 

“Dry-with NEW HOLLAND crop dryer. * * * Next morning store in 
the barn to complete cycle—Hay in a Day!” 

The slogan HAY-IN-A-DAY possesses an obvious descriptive significance 
as applied to machinery for making hay in a day; and it is clear from the 
record presented that it is used by applicant not as a trademark for 
its goods but merely as a name for its particular system of hay making, 
and to convey the idea that by the use of this system and applicant’s NEw 
HOLLAND machinery one can make hay in a single day. 

It is concluded that HAY-IN-A-DAY is a merely descriptive expression 
as applied to applicant’s machinery; and since it is equally descriptive of 
opposer’s machinery, the registration thereof by applicant would involve 
potential damage to opposer notwithstanding that opposer has not as yet 
exercised the right to use the same expression or one of like import in 
connection with the sale of its goods. See: Meehanite Metal Corporation 
v. The International Nickel Co., Inc., 120 USPQ 293 (50 TMR 428) (CCPA, 
1959) ; Burmel Handkerchief Corporation v. Cluett, Peabody & Co., Inc., 
53 USPQ 369 (32 TMR 308) (CCPA, 1942). 


DECISION 


The opposition is sustained; and registration to applicant is refused. 
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ROHM & HAAS COMPANY v. ROHM & HAAS G.M.B.H. 
Trademark Trial and Appeal Board — July 11, 1960—126 USPQ 197 


100.74—FEDERAL TRADEMARK ACTS—CONSTRUCTION OF STATUTES— 
SEC, 44 
200.83—PATENT OFFICE PROCEEDINGS—AMENDMENT OF APPLICATION 

The Board held (Footnote 1) that Ex parte SOCIETE FROMAGERIES BEL, 105 USPQ 
392, 45 TMR 846 (Com’r, 1955) merely stands for the proposition that a foreign 
applicant relying on Section 44 (d) and 44 (e) need not allege use of its mark but 
does not indicate that Section 44 (e) precludes an applicant from submitting 
evidence to show specific nature of goods on which the mark is used even if use is 
outside the United States; thus applicant’s request to amend its application to 
change the identification of goods was entered. 
23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

PLEADING AND PRACTICE—EVIDENCE 

Opposer’s contention that registered marks constituted a “family” of marks 
comprising the term “plex” was rejected since opposer failed to submit evidence 
showing either commercial promotion or public recognition of these marks as a 
“family.” 

Applicant introduced evidence of a number of third party registrations inelud- 
ing the term “plex” to establish common prefix of both PLEXIDON and PLEXIGLAS 
was lacking distinctiveness. The Board held only two of the registrations were in 
any way connected with the products of the parties and were insufficient to sub- 
stantiate that such prefix is lacking in distinctiveness. . 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

PLEXIDON (Applicant) for synthetic resins in powder and liquid form for medicinal and 
orthopedic purposes. 

PLEXIGLAS (Opposer) for synthetic resins employed in the medicinal and orthopedic field. 

Opposition sustained. The Board held that PLEXIDON was likely to be confused 
with PLEXIGLAS since the respective products of the parties were synthetic resins 
employed in the medicinal and orthopedic field. 

400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARK 

The Board held that AMBERPLEX, DURAPLEX, IMPLEX, MONOPLEX, PARAPLEX, 
RHOPLEX, PLEXIGUM and PLEXOL were not likely to be confused with PLEXIDON 
because the goods recited in the registrations were not commercially related products. 
However, opposition was sustained on basis of confusing similarity between PLEXI- 
GLAS and PLEXIDON for similar products. 


Opposition proceeding No. 38,204 by Rohm & Haas Company v. Rohm 

& Haas G.m.b.H., application, Serial No. 42,720, filed December 19, 1957. 

Opposition sustained. 

John F. Bergin and T. Wallace Quinn, both of Philadelphia, Pennsylvania, 
and Connolly & Hutz, of Wilmington, Delaware, for Rohm & Haas 
Company. 

Eric D. Offner, of New York, N.Y., for Rohm & Haas G.m.b.H. 


Before LEACH, WALDSTREICHER, and SHRyYOocK, Members. 


SHRyocK, Member. 

An application based on ownership of a German registration has been 
filed by Rohm & Haas G.m.b.H. to register PLExIDON for synthetic resins 
in powder and liquid form for medicinal and orthopedic purposes. 
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Registration has been opposed by Rohm & Haas Company, a do- 
mestic corporation, registrant of PLEXxIGLAS for resinous and plastic ma- 
terials in various shapes and forms for a variety of purposes.1 Opposer 
also asserts ownership of a number of registered marks which include the 
term “plex”, either as a prefix or suffix thereof, for synthetic resins, as 


such, or for use as ingredients or components of a variety of chemical 


compositions or finished articles of merchandise.” 

According to the record, opposer and applicant originally constituted 
a single commercial enterprise, located in Germany, which engaged in the 
manufacture and sale of chemical products. This affiliation ended during 
World War I, and since that time applicant, located in Germany, and 
opposer, located in this country, have been separate and distinct corporate 
entities which compete throughout the world in the same general field of 
chemical products, including plastics and synthetic resins. Opposer’s prin- 
cipal product is an acrylic plastic or synthetic resin marketed under the 
mark PLEXIGLAS. This plastic is made in the form of sheets, rods, tubes, 
granules, pellets and powder, and is usually sold to fabricators for use 
in the manufacture of a wide variety of finished articles, to processors 
for molding purposes, and to retailers for resale. Opposer is also actively 
engaged in research for new uses of its PLEXIGLAs plastics. In the medicinal 
and/or orthopedic field, PLEXIGLAS is promoted and sold, inter alia, for use 
in the manufacture of splints and braces, oxygen domes and hoods, bone 
caps and skull plates, artificial lungs and kidneys, eyeglass and contact 
lenses, dentures and various items of hospital equipment. PLEXIGLAs plastics 
are extensively advertised, and specialized promotional literature has been 
directed to hospitals and physicians. Opposer’s over-all expenditures for 
the promotion of PLEXIGLAS plastic materials are in excess of a quarter of 
a million dollars, with annual sales amounting to approximately ten mil- 
lion dollars. 

Opposer’s other registrations including the term “plex” are for syn- 
thetic resinous materials which are designed for a wide variety of purposes 
such as for use in the manufacture of paints, adhesives, inks, plastics, and 
protective coatings. It is apparent from the record, however, that none 
of these products are presently either being used or promoted for use in 
the medicinal and/or orthopedic field. 





1. Reg. No. 338,539, issued Sept. 8, 1936; renewed; Reg. No. 367,998, issued June 
6, 1939; renewed; Reg. No. 406,199, issued Mar. 14, 1944; and Reg. No. 623,869, 
issued Mar. 27, 1956. 

2. Reg. No. 579,397 (AMBERPLEX), issued Sept. 1, 1953; Reg. No. 281,845 (puRA- 
PLEX), issued Mar. 31, 1931; renewed; Reg. No. 438,701 (DURAPLEX), issued May 11, 
1948; Reg. No. 650,338 (IMPLEX), issued Aug. 20, 1957; Reg. No. 432,867 (MONOPLEX), 
issued Sept. 16, 1947; Reg. No. 279,547 (PARAPLEX), issued Jan. 20, 1951; renewed; 
Reg. No. 440,940 (PARAPLEX), issued Oct. 12, 1948; Reg. No. 633,834 (PARAPLEX), 
issued Sept. 4, 1956; Reg. No. 435,557 (RHOPLEX), issued Dec. 30, 1947; Reg. No. 
510,723 (RHOPLEX), issued June 7, 1949; Reg. No. 528,867 (RHOPLEX), issued Aug. 8, 
1950; Reg. No. 284,355 (PLEXIGUM), issued June 23, 1951; renewed; and Reg. No. 
419,713 (PLEXOL), issued Mar. 5, 1946. 
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Applicant’s testimony establishes that the product marketed under 
the mark PLEXIDON in Germany is an acrylic resinous material which may 
be sold either in the form of a powder and a liquid or as a partially- 
prepared bandage and a liquid, both of which, when processed, result in 
a pulp impregnated into a fabric for use as a cast dressing.* This product 
is in its experimental stages and is presently restricted in use to physicians 
and hospital-trained personnel and apparently is sold only to such persons. 

Opposer’s priority is established by its registrations. The sole ques- 
tion for determination is that of likelihood of confusion in trade. 

It is in effect opposer’s contention that all of its presently registered 
marks constitute a “family” of marks comprising the term “plex” which 
pertain to the field of synthetic resinous materials, and that the public 
would therefore assume that any product in this field including such term 
as a part of the mark therefore either originated or is in some way con- 
nected with opposer. Since, however, opposer has failed to submit evi- 
dence showing either commercial promotion or public recognition of these 
marks as a “family” this contention must of necessity fail. See: Burroughs 
Wellcome & Company (U.S.A.) Inc. v. Mezger Pharmacal Company, Inc., 
108 USPQ 130 (46 TMR 339) (CCPA, 1955) ; Lauritzen & Company, Inc. 
v. The Borden Company, 112 USPQ 60 (47 TMR 518) (CCPA, 1956), 
and Celanese Corporation of America vy. Jersey City Foam Products Co., 
125 USPQ 82 (TT&A Bad., 1960). 

The question of likelihood of confusion turns therefore on whether 
applicant’s mark PLEXIDON so resembles any or all of opposer’s registered 
trademarks as to be likely, when used on the respective goods, to cause 
confusion or mistake or deception of purchasers. 

Considering first opposer’s registered marks other than PLEXIGLAS, it 
has not been shown that the goods recited in the registrations are com- 
mercially related to the product on which applicant uses PLEXIDON. This 
factor, particularly when viewed in conjunction with the differences be- 





3. Applicant had filed a request to amend its application to change the identi- 
fication of goods as presently set forth to “synthetic resins in powder and liquid form 
for use as materials for bandaging.” Opposer objects both to the introduction of 
evidence concerning applicant’s use of PLEXIDON outside the United States and to entry 
of the amendment on the ground that applicant seeks registration solely on the basis 
of its German registration, with which the present identification of goods is in agree- 
ment, and that therefore any use of the mark on specific goods is irrelevant and imma- 
terial to the issues in this proceeding. Opposer relies on the ruling in Ex parte Societe 
Fromageries Bel, 105 USPQ 392 (Com’r, 1955). This decision, however, merely stands 
for the proposition that a foreign applicant relying on Sec. 44(d) or 44(e) of the 
Statute need not allege use of its mark, and does not tend in the least to indicate that 
an applicant under 44(e) is precluded from submitting evidence to show the specific 
nature of the goods on which the mark is used. While it is true that the identified 
goods must be within the scope of the foreign registration, the amendment submitted 
here, rather than constituting a material change, merely clarifies the exact nature of 
applicant’s goods. The amendment submitted herein is supported by the record and 
accordingly is entered. Cf. Kiekhaefer Corporation v. Willys-Overland Motors, Inc. 
(Willys Motors, Inc., assignee, substituted), 111 USPQ 105 (46 TMR 1377) (CCPA, 
1956) ; Congoleum-Nairn Inc. v. The Mastic Tile Corporation of America and cases cited 
therein, 123 USPQ 277 (49 TMR 1336) (TT&A Bd., 1959). 
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tween these marks of the parties, leads to the conclusion that confusion 
in trade is unlikely to occur. 

Turning to opposer’s remaining trademark PLEXIGLAS, applicant con- 
tends that no confusion could result from the contemporaneous use of 
this mark and its mark PLEXIDON since the latter is used on an end-product 
which is both purchased and used exclusively by highly trained hospital 
personnel while opposer’s mark is a raw material designed for purchase 
and further use by various fabricators or processors. Applicant’s testi- 
mony, rather than supporting this contention, establishes that its goods 
are also raw materials designed for further processing by others and it 
appears from the record that at least in some instances the users of the 
end-products here involved may be identical. 

In an effort to establish that the common prefix “plex”, of both PLEXI- 
DON and PLEXIGLAS, is lacking in distinctiveness, applicant has introduced 
into evidence a number of third party registrations including the term 
“plex” as a component thereof for a variety of products. Only two of these 
registrations are for products which are in any way connected with products 
of the parties herein and they are clearly insufficient to substantiate that 
such prefix is lacking in distinctiveness for any of the goods here involved. 
See: California Stucco Products v. Maas & Waldstein Co., 124 USPQ 75 
(50 TMR 428) (CCPA, 1960); and Congolewm-Nairn Inc. v. The Mastic 
Tile Corporation of America, 123 USPQ 277 (49 TMR 1336) (TT&A Bad., 
1959). 

Applicant uses its mark PLEXIDON on synthetic resins in powder and 
liquid form for use as materials for bandaging. Opposer’s PLEXIGLAS prod- 
ucts among other things comprise synthetic resins which are both adver- 
tised and employed in the medicinal and/or orthopedic field. These goods 
of the parties are in the nature of raw materials which require further 
processing, and the end-products are used in the same general field by 
the same type of skilled personnel. It is concluded that, as respectively 
applied to such products, PLEXIDON bears such close resemblance to 
PLEXIGLAS that confusion or mistake or deception of purchasers would be 
reasonably likely to occur. 


DECISION 


The opposition is sustained; and registration to applicant is refused. 














PART Iil 





CREAM WIPT FOODS, INC. v. GENERAL FOODS CORPORATION 
CCPA — May 24, 1960—126 USPQ 55 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
DREAM WHIP (Applicant) for mix for use in making puddings, sauces and 
toppings, and for a dessert topping mix. 


CREAM WIPT (Opposer) for salad dressings containing cream. 


Decision of Trademark Trial and Appeal Board dismissing opposi- 
tions reversed, and oppositions sustained. While the goods are not iden- 
tical, they are closely related food products which might well be expected 
to emanate from the same source, and absolute identity is not essential 
to a likelihood of confusion. The marks are much the same in meaning 
and quite similar in both sound and appearance; the similarities outweigh 
the dissimilarities to such a degree that confusion in trade is likely. 





THE SINGER MANUFACTURING COMPANY et al. v. BRUEGGEMAN, 
doing business as JULIA BRUEGGEMAN ENTERPRISES 


CCPA— June 8, 1960—126 USPQ 193 


200.89—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—DRAWING 
The Court noted (Footnote 1) that the mark as used on applicant’s 
box was without a hyphen and was part of a label appearing four times 
in the form SEW EASY READY-CUT DOLL CLOTHES and held discrepancy to 
register SEW-EASY should be resolved before registration. 


750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 

The Court held opposer’s argument sound and found that opposer 
had not abandoned SEW-HANDY as a trademark because of the admission 
that it had discontinued the use of the mark in 1954 on sewing kits but 
continued to use it on juvenile sewing machines. 
200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 

PARTES)—DESCRIPTIVE AND GENERIC MARKS 

The Court held the common word sew was devoid of trademark sig- 
nificance and purely descriptive of sewing kits, materials or machines or 
any combination thereof, even if integrated into a unitary mark. 


600.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


Dismissal of opposition affirmed. The Court held s—ew-Easy for ready- 
eut dolls’ clothes including materials, needles and threads was not likely 
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to be confused with sEwHANDy for sewing machines and needles, including 
juvenile sewing machines. There was no similarity between EASY in SEW- 
EASY and HANDY in SEWHANDY and SEw was held descriptive of the goods 
involved. 

Case below reported at 50 TMR 434. 





MINNESOTA MINING AND MANUFACTURING COMPANY v. 
SPRAGUE ELECTRIC COMPANY 


CCPA — June 8, 1960 (Rehearing denied July 13,1960)-— 126 USPQ 240 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

UNIPAK (Applicant) for an assembly of various electrical capacitors within 
a metal housing. 

UNIPAK (Opposer) for plastic bags used for resinous material having prin- 
cipal usage in electrical insulating and connecting. 

Decision of Assistant Commissioner affirming dismissal of opposition 
was affirmed. The goods held to be widely diverse in nature. 
200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 

PARTES)—SUGGESTIVE MARKS 

UNIPAK is so highly suggestive of unit packaging as to be almost 
descriptive and therefore is not a strong origin indicator. 

Case below reported at 50 TMR 298. 





CLAYTON MARK & COMPANY v. KEYSTONE BRASS AND RUBBER CO. 
CCPA — June 14, 1960 — 126 USPQ 259 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

SUMARK (Applicant) for nozzles, connections, menders, and specialities 
for garden hose; connections and faucet attachments for rubber hose; 
aerators, handles and washers for faucets; strainers and stoppers for 
tubs; sinks and basins, including rubber strainers curtain pins; seat 
bumpers and tank coils for toilets; and washer packing. 

MARK (Opposer) for unions for connecting pipes or rods; cup leathers; 
and various plumbing supplies. 


Decision of Trademark Trial and Appeal Board dismissing opposi- 
tion affirmed. The differences between the marks are such as to avoid 
likelihood of confusion, even on similar goods. 

Case below reported at 49 TMR 230. 
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IN RE GENERAL ELECTRIC COMPANY 
Tm. Bd. — Mar. 29, 1960—125 USPQ 79 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
TWIN (Applicant) for electrical circuit breaker assemblies. 


TWIN BLOK (Opposer) for junction blocks which become part of prefabri- 
cated electrical wiring harnesses and systems. 


Registration refused. Goods of the character identified in the appli- 
cation and cited registration, while specifically different, are electrical de- 
vices adapted for use as component parts of wiring or distribution systems 
and the relationship there between is such that, if sold under the same or 
substantially similar marks, purchasers may reasonably ascribe a common 
origin thereto. 


MODERN MAID FOOD PRODUCTS, INC. v. MODERN MAID PACKERS, INC. 
Tm. Bd.— Mar. 29, 1960 — 125 USPQ 80 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
MODERN MAID (Applicant) for frozen prepared meat products. 


MODERN MAID FOOD PRODUCTS (Opposer) for prepared flour mixes for the 
making of waffles, biscuits, pie crust, doughnuts, muffins, pancakes, and 
eakes, hot chocolate powder, chocolate pudding, and butter flavor for 
food purposes. 


Opposition sustained. Institutional purchasers familiar with opposer’s 
MODERN MAID breading mixes, would, upon encountering MODERN MAID 
breaded and unbreaded frozen prepared meat products, likely associate 
the products and attribute a common origin thereto. 


CAT'S PAW RUBBER COMPANY, INC. v. GLOBE WOVEN 
BELTING CO., INC. 


Tm. Bd. — Mar. 29, 1960—125 USPQ 81 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


caT’s PAW (Applicant) for stitched canvas conveyor belting. 
cAT’s PAW (Opposer) for rubber heels and soles, and shoe tops, ete. 


Opposition sustained. At least a portion of applicant’s customers 
would be familiar with opposer’s use of cat’s paw for its various products; 
and considering the fact that other rubber goods manufacturers sell heels, 
soles, and conveyor belting under the same mark, it is concluded that 
it would be likely that such purchasers would be likely to assume that 
CAT’s PAW conveyor belting originates with or is in some way associated 
with opposer. 
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SEALY, INCORPORATED v. THE GEIER MATTRESS COMPANY 
Tm. Bd. — Mar. 29, 1960 —125 USPQ 82 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
NATURAL SLEEPER (Applicant) for mattresses. 
NATURAL REST (Opposer) for mattresses, and box springs. 

Opposition sustained. The products of the parties comprise the iden- 
tical goods, and as applied to mattresses NATURAL SLEEPER and NATURAL 
REST possess substantially the same connotation and are otherwise con- 
sidered to be such that confusion, mistake or deception of purchasers 
would be reasonably likely to occur. 


ELEKTROKEMISK A/S v. DUBLIN INDUSTRIES, INC. 
Tm. Bd.— Mar. 29, 1960 —125 USPQ 85 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
ELKEM (Applicant) for solenoid valves. 
ELKEM (Opposer) for metallurgical furnaces and parts thereof. 


Opposition sustained. ELKEM is a coined arbitrary mark which pos- 
sesses a high degree of distinctiveness and it is believed that persons 
familiar with opposer’s furnaces and replacement valves would more than 
likely suppose that applicant’s valves emanated from opposer. 


SUNBEAM CORPORATION v. NATURAL FOODS, INCORPORATED 
Tm. Bd. — Mar. 29, 1960-— 125 USPQ 86 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

JUICEMASTER (Applicant) for fruit and vegetable juicer attachments for 
electrically operated power units such as blender bases. 

MIXMASTER (Opposer) for electric food mixers; for fruit juice extractors, 
ete. 


Opposition sustained. Although the word MASTER is laudatory, having 
a connotation of excellence, it is not devoid of trademark significance and 
considering that the initial portion of the marks of the parties indicate 
the uses for which the goods are intended, it is believed that purchasers 
might well suppose that applicant’s goods originated with opposer. 
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IRWIN, NEISLER & CO. v. GEIGY CHEMICAL CORPORATION 
Tm. Bd. — Apr. 25, 1960— 125 USPQ 305 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

ANTURAN (Applicant) for sulfinpyrazone, a uricosuric agent indicated for 
the treatment of gout and related disorders. 

ATRATAN (Opposer) for atropine tannate, an antispasmodic primarily 
used in the urological field for the treatment of uteral colic and for the 
relaxation of smooth muscles of the urinary tract following cystoscopy 
and also for treatment of renal colic. 


Opposition sustained. The Board found that although the pharmaceu- 
tical products of the parties differed in composition and their indications 
where far from the same, nevertheless, they were products which may 
affect human health and avoidance of confusion was vital and held that 
applicant’s mark ANTURAN was similar in sound to opposer’s mark ATRATAN, 
The Board considered the fact that marks used on drugs may be prescribed 
by telephone and resemblance in sound might likely cause confusion. 


KNAPP-MONARCH COMPANY v. PLOUGH, INC. 
Tm. Bd. — Apr. 25, 1960 — 125 USPQ 306 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


KWIK RID (Applicant) for insecticides, rodenticides, crab grass killer, weed 
killer, rose pest killer and fungicide. 


MAGIK’RID (Opposer) for insecticides and KWIK’MisT for dispensers of the 
aerosol type containing insecticide. 


Opposition sustained. The Board found Kwik RID and KWIK’MIST were 
each composed of the same phonetic spelling of the word “quick” followed 
by a single syllable word which in each instance was highly suggestive 
or descriptive as applied to the goods and held confusion was likely to 
occur. 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

KWIK RID and MAGIK’RID were held not likely to be confused when 
applied to insecticides. 


IN RE SUZANNE'S FROZEN FOODS 
Tm. Bd.— Apr. 25, 1960—125 USPQ 307 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


Registration denied. The Board found that SUZANNE’s was the French 
equivalent of the possessive form of the name SUSAN and held that SUZANNE’s 
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with ancillary matter for frozen pastries was likely to be confused with 
the prior registration of SUSAN’s for biscuits. 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

Frozen pastries and biscuits were held to be bakery products which 
might be produced by a single entity and sold through the same trade 
channels to the same purchasers. 


IN RE LYTLE ENGINEERING & MFG. CO. 
Tm. Bd. —Apr. 25, 1960—125 USPQ 308 


200.25b—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
CORPORATE AND TRADE NAMES 


200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE—IN GENERAL 
Registration granted. The Board found that the mark LYTLE as ap- 
plied to the container for applicant’s goods was in a style and lettering 
distinctively different from the other portions of the trade name creating 
a separate and independent impression and held under appropriate cir- 
cumstances a notation may function both as a trade name and as a trade- 
mark. 
200.25d—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SURNAMES 
200.837—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK RULES 
The Board in accordance with Trademark Rule 2.41 (b) considered 
applicant’s prior registration of its service mark LYTLE for the planning, 
preparation and production of technical publications and held that this 
was a prima facie showing of distinctiveness of surname LYTLE sought to 
be registered for brochures, catalogues and bulletins. 


IN RE THE AMERICAN ENVELOPE COMPANY 
Tm. Bd. — Apr. 25, 1960— 125 USPQ 309 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


Registration refused. The Board held BEN FRANKLIN for envelopes 
was likely to be confused with the prior registration of a portrait of 
Ben Franklin with the name FRANKLIN for notebooks, tablets, loose-leaf 
binders and fillers, examination papers, drawing papers ete. 


400.4CONFUSING SIMILARITY—CLASS OF GOODS 
Envelopes and notebooks, tablets, loose-leaf binders, loose-leaf fillers, 
examination paper, drawing paper, music paper, art paper, theme paper, 
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penmanship paper, combination theme and notebooks, drawing tablets, 


penmanship tablets, construction paper and typewriter paper were held 
items which might be supposed to emanate from a single producer if sold 
under the same or similar marks. 


IN RE SAFE ELECTRICAL CORD COMMITTEE 
Tm. Bd.— Apr. 25, 1960—125 USPQ 310 


200.13—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
COLLECTIVE MARKS 


Registration refused. The Board found that a flag label bearing the 
words UNDERWRITERS LABORATORIES INC.—INSPECTED—POWER SUPPLY CORD— 
ISSUE V—700—-MADE IN USA did not serve to identify goods produced by 
members of an association or to indicate membership in an association but 
merely served to indicate that the goods had been inspected and approved 
by Underwriters’ Laboratories, Inc. and thus did not function as a collec- 
tive mark. 


IN RE FASHIONBILT GARMENT COMPANY, INC. 
Tm. Bd. — Apr. 25, 1960—125 USPQ 311 


200.19b—-PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
FEATURES OF GOODS—ORNAMENTAL FEATURES 

200.91—REGISTRATION PROCEDURE (EX PARTE)—EVIDENCE 

Registration refused. Although the Board held that a decorative or 
ornamental scroll design in and of itself is not a bar to registration, it 
found that the record containing numerous affidavits and statements from 
retailers of ladies’ wearing apparel were insufficient to establish that cus- 
tomers relied upon the scroll or embroidery design sought to be registered 
as identifying the origin of the goods. 


IN RE JAMBYRL, INC. 
Tm. Bd. — Apr. 27, 1960—125 USPQ 317 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
Registration denied. The Board held scotsmoor for textile carpets 
and rugs was likely to be confused with the prior registration of ScoTs-wal 
for rugs and carpets. The term scots as applied to the goods did not 
appear to have any particular significance, geographical or otherwise. 
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WONDERCROP, INCORPORATED v. ACEROLA PROCESSING CORPORATION 
Tm. Bd. — June 28, 1960— 126 USPQ 63 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
WONDERFRUIT (Applicant) for canned acerola juice. 


WONDERCROP (Opposer) for fresh citrus and deciduous fruits, fresh vege- 
tables and melons. 


Opposition sustained. The question is not whether opposer produces 
or is likely to produce canned juices, but whether purchasers would be 
likely to attribute a common origin to the respective goods if sold under 
these marks. The resemblances of the marks, considering the nature of 
the words FRUIT and cRoP as applied to the goods, are such as to make 
confusion reasonably likely. 


McNEIL LABORATORIES, INCORPORATED v. SOCIETE BOULONNAISE 
DE RECHERCHES ET DE DIFFUSION PHARMACEUTIQUES 
(SOBORE), SOCIETE ANONYME 


Tm. Bd. — June 28, 1960— 126 USPQ 64 


400.4CONFUSING SIMILARITY—CLASS OF GOODS 

SYNTHOL (Applicant) for a physiotherapeutic medication for analgesic, 
stimulating, antiphlogistic, germicidal and cicatrisive action. 

SYNTIL (Opposer) for a medicinal preparation to correct central nervous 
system imbalance. 


Opposition sustained. While the goods are not competitive, they 
comprehend medicinal preparations adaptable for sale in same channels 
under same circumstances and conditions to same average purchasers; 
and considering the manifest similarity of the marks, confusion is at least 
reasonably likely. 


WINCHARGER CORPORATION v. RINCO, INC. 
Tm. Bd.— June 28, 1960—126 USPQ 65 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

RINCO (Applicant) for apparatus and components thereof for supplying 
and/or measuring electrical characteristics, namely, resistance, capaci- 
tance, inductance, reactance, dissipation factor and the reciprocals there- 
of, voltage, current, phase angle, frequency, power and power factor. 

winco (Opposer) for electrical dynamotors, generators, converters, and 
motors; wind-driven power apparatus and parts thereof; engine-driven 
power apparatus and parts thereof; dynamo-electric machines; prime- 
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mover-driven electric generators; prime-mover controls including engine 
idling-control units; electric power supplies, wind-electric equipment; 
and parts of any of the foregoing. 







Opposition dismissed. While the goods may fall within the same broad 
category of electronic and electrical equipment, and are to some extent 
sold to the same classes of purchasers and advertised in the same trade 
publications, it does not necessarily follow that purchasers would be likely 
to assume they all emanate from the same source. Considering the nature 
of and differences in the goods together with the fact that they would 
ordinarily be purchased with care by technically trained people, and the 
differences between the marks, confusion is not reasonably likely to occur. 












IN RE KEYSTONE MFG. CO. 
Tm. Bd. — June 28, 1960 — 126 USPQ 67 






200.16—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
CONFUSINGLY SIMILAR MARKS 


K (Applicant) for motion picture cameras and projectors and slide pro- 
jectors. 

K and representation of camera shutter (Cited) for films and plates, plate 
and film holders, ete. 

K-COLOR (Cited) for sensitized photographic film. 










Refusal of registration affirmed. The goods are of a nature which 
might be supposed to come from a single producer, and the letter “K”’ is of 
such nature and prominence in each of the registered marks that purchasers 
might well rely on this alone in identifying the goods as to source. Since 
applicant is seeking to register only the letter “K,” its use in association 
with other matter is immaterial, and the propriety of registration of other 
marks is not at issue here. 









RAROLITE CHEMICAL COMPANY, INC. v. SUN CHEMICAL CORPORATION 
Tm. Bd. —June 29, 1960—126 USPQ 68 






400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

AQUAFLEX (Applicant) for printing inks. 

AQUATEX (Opposer) for resinous printing inks and colored water dyes for 
printing on textiles. 






Opposition sustained. The identification of goods in applicant’s appli- 
cation is broad enough to comprehend printing inks of the character sold 
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by opposer, and the resemblances between the marks predominate over their 
differences to the extent that their contemporaneous use for identical goods 


would be likely to cause confusion. 


THERMO ELECTRIC CO., INC. v. E. C. SMITH 
MANUFACTURING COMPANY, INC. 


Tm. Bd. —June 29, 1960 — 126 USPQ 69 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

CERAMIKOUPLE (Registrant) for thermocouples. 

CERAMO (Petitioner) for thermocouple wires and thermocouple extension 
wires. 


Petition to cancel granted. While a discriminating purchaser may be 
aware of different manufacturers and products, it does not follow that he 
would disregard the marks. KOUPLE is the phonetic equivalent of COUPLE, 
which has been used as a common descriptive name for the goods and would 
be so recognized by purchasers. Considering this and the substantial simi- 
larity of CERAMI and CERAMO, the marks are reasonably likely to cause con- 
fusion. 


ZIMMERMAN v. HOLIDAY INNS OF AMERICA, INC. 
Tm. Bd. — June 30, 1960 — 126 USPQ 70 


300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—MOTIONS 
HOLIDAY INN (Applicant) for service of providing lodgings and meals in 
motels. 
THE HOLIDAY MOTEL, HOLIDAY EAST, and HOLIDAY MOTOR HOTEL WEST 
(Opposer) as trading styles for motel services, including the providing 
of meals and lodgings. 


Opposition dismissed on motion by applicant for summary judgment. 
This proceeding and a prior cancellation proceeding between these parties 
have involved the identical question of possible damage to opposer, and the 
final decision in applicants favor in the earlier proceeding is conclusive on 
opposer here. 

See also 50 TMR 194, 50 TMR 282. 
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NATIONAL AIRLINES, INCORPORATED v. UNITED AIR LINES, INC. 
Tm. Bd.— June 30, 1960 —126 USPQ 71 


200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—DESCRIPTIVE AND GENERIC MARKS 


RED CARPET (Registrant) for travel service in making travel reservations 
and planning tours; also for transportation of persons, mail and prop- 
erty by air. 

RED CARPET (Petitioner) as description of quality of air passenger service 
on premium flights. 


Petitions for cancellation granted. RED CARPET is generally used and 
understood to mean something special, de luxe, luxurious, and high class. 
[It does not identify registrant to the exclusion of petitioner, and cannot 
distinguish registrants luxury flights from petitioner’s. Registration with 
the presumption flowing therefrom is therefore inconsistent with peti- 
tioner’s activities. 
750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 

As registrant has never used the registered mark for the services 
described in the registration, whatever rights it acquired by assignment of 
the registration have been abandoned. 


JONES & LAUGHLIN STEEL CORPORATION v. SOCIETE LORRAINE DE 
LAMINAGE CONTINU ‘*SOLLAC”’ 


Tm. Bd.— July 11, 1960—126 USPQ 196 


200.57—DESCRIPTIVE AND GENERIC MARKS 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
souzinc (Applicant) for galvanized sheet iron. 

JALZINC (Opposer) for zine coated steel sheets. 


Opposition sustained. The Board found that while the word zinc 
(the common portion of each mark) was merely descriptive of the goods 
of the parties it held when considered in their entireties. soLzinc for 
galvanized sheet iron and JaLzINc for zine coated steel sheets were coined 
designations which were so nearly alike in sound that confusion was likely. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
The Court held that galvanized sheet iron and zine coated steel sheets 
were of such nature that purchasers would attribute a common origin to 


them. 
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MICHIGAN CHEMICAL CORPORATION v. REMINGTON 
PRODUCTS CORPORATION 


Tm. Bd.— July 11, 1960 —126 USPQ 200 


300.383d—REGISTRATION PROCEDURE—CANCELLATION—PLEADING AND 
PRACTICE—EVIDENCE 

The Board would not consider petitioner’s registrations which had 
expired and other registrations of petitioner where there was no evidence 
that the marks so registered were being used at the time of the filing of 
the petition. The latter registrations indicated only a single use which 
was subsequent to the filing date of registrant’s registrations. 

Petitioner’s contention that it was the owner of a “family” of marks 
characterized by the term MASTER was rejected by the Board because 
there was nothing in the record which indicated that various marks of 
petitioner were sold, advertised and promoted as to create or bring about 
purchaser awareness and recognition of a “family” of marks. 

Since petitioner took no testimony in regard to the dates of first use 
of the marks shown in its cited registrations, first use of the marks must 
be restricted to the filing dates of the application on which the registration 
issued. 
300,31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 

IN GENERAL 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
BURMASTER, PESTMASTER and ROACHMASTER (Petitioner) for insecticides. 


FLYMASTER (Registrant) for insecticides. 


Petition for cancellation granted. The Board found that although the 
word MASTER is essentially laudatory in character in its connotation of 
excellence, the record in no way indicated the lack of distinetiveness and 
held, that since the prefix portions of the marks (BUG, PEST, ROACH, FLY) 
related to the uses of the goods purchasers familiar with petitioner’s use 
of BUGMASTER, PESTMASTER and ROACHMASTER might well suppose that reg- 
istrant’s FLYMASTER originated with petitioner. 


SAVORELLI v. PIZZA-BURGER SYSTEM, INC. 
Tm. Bd. — July 11, 1960 —126 USPQ 202 


750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 


300.33d—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—EVIDENCE 


In a cancellation proceeding, registrant asserted petitioner’s registered 
mark PIZZABURGER had been abandoned because registrant had commenced 
a civil action against petitioner for trademark infringement and unfair 
competition in Nebraska but was unable to effect service on petitioner in 
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that state and, further, in conversation with a number of its licensees 
(located in Nebraska) registrant was convinced petitioner no longer used 
mark PIZZABURGER. The Board held that this evidence was hearsay and 
even if it were otherwise sufficient to show non-use in Nebraska it did not 
purport to show non-use in other states. 


750.3—OWNERSHIP OF TRADEMARK RIGHTS—ASSIGNMENT 

In a cancellation proceeding, registrant questioned validity of an 
assignment by which petitioner acquired title to the registration of PIzza- 
BURGER because the registration issued to Frank Joseph Vanasco and was 
assigned to the petition by Frank J. Vanasco. The Board held that peti- 
tioner’s title was not defective because it did not appear that Frank 
Joseph Vanasco and Frank J. Vanasco were not the same individual. 


300.31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
IN GENERAL 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

PIZZA-BURGER and design (Registrant) for sauce, flavored combination meat 
and cheese sandwiches (Supplemental Registration). 

PIZZABURGER (Petitioner) for prepared food consisting of tomato puree, 
garlic salt, cayenne pepper, salt, peanut oil, olive oil, oregano, parsley, 
American cheese and Mozzarella cheese between the halves of a triple 
baked English-type muffin (Supplemental Registration). 


Petition for cancellation granted and counterclaim dismissed. The 
Board held that PIzzABURGER and design for meat and cheese sandwiches 
was likely to be confused with PIzzZABURGER for a prepared food consisting 
of seasonings with American cheese and Mozzarella cheese between halves 
of a triple baked English muffin. Both marks were registered on Supple- 
mental Register. 


700.4—EFFECT OF REGISTRATION—SUPPLEMENTAL REGISTER 


The Board found that petitioner’s registration for PIZZABURGER (Sup- 
plemental Register) was subsisting at the time of the filing by registrant 
of its for registration on the Supplemental Register and held registrant 
was not entitled to register its mark PIZZA-BURGER and design at the time 
it filed its application therefor. 


THE FLEETWOOD COMPANY v. MENDE 
Tm. Bd. — July 11, 1960— 126 USPQ 203 


300.33d—-REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—EVIDENCE 


The Board held that the testimony of a former demonstrator of peti- 
tioner’s products that she was confronted by unnamed person who mistook 
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petitioner’s hair coloring preparing for registrant’s because of the sim- 
ilarity of mark as hearsay and incompetent of proof as actual confusion 
between the marks TINT’N SET and TINTzZ. 


200.57—REGISTRABILITY (INTER PARTES)—DESCRIPTIVE AND GENERIC 
MARKS 


300.31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
IN GENERAL 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
TINT N SET (Registrant) for a hair treating compound. 
TINTZ (Petitioner) for shampoo, hair rinse, hair coloring, color touch-up 
pencil and cream shampoo. 


Cancellation dismissed. The Board found that TINTZ and TINT’N SET 
were alike only in that both comprised the word Tint and held that con- 
sidering the obvious descriptive significance of this word when applied 
to hair coloring preparation likelihood of confusion was not possible. 


THE PROCTER & GAMBLE COMPANY v. CLINTON DETERGENT COMPANY 
Tm. Bd. — July 11, 1960-— 126 USPQ 204 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

The Board found that opposer’s product was primarily intended for 
washing dishes and applicant’s for washing cars, both goods were recom- 
mended for cleaning other products and sold in the same retail outlet 
and held the goods of the parties were of such nature that if sold under 
the same or similar marks purchasers would likely assume they originated 
with a single producer. 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

caRJOY (Applicant) for combined cleaning and polishing materials. 

JOY (Opposer) for soap powder, sudsing cleaner, cleanser and detergent, 
excepting soap in bar form. 


Opposition sustained. The Board found applicant’s mark cARJoy 
included opposer’s mark Joy with added matter car merely describing 
the object on which applicant’s product could be used and held purchasers 
familiar with soy detergent might well assume upon encountering appli- 
cant caRJOy detergent car cleaner was a detergent product of the manu- 
facturer of Joy detergent for use on cars. 
300.33e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

PLEADING AND PRACTICE—DEFENSES 

Where opposer had agreed to applicant’s use of CARJOY in conjunc- 
tion with applicant’s tradename and only then on condition that such use 
would prevent any confusion, the Board held that opposer did not un- 
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equivocally acquiesce in applicant’s use of caRJoy per se nor foreclose 
future objections to applicant’s use of caRJoy when and if “instances of 
actual confusion” should come to the attention of opposer. 


FILLER PRODUCTS, INC. v. FAMOUS FOODS, INC. 
Tm. Bd. — July 11, 1960 — 126 USPQ 206 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

BAKUN CHIPS (Registrant) for fried bacon rinds (Supplemental Registra- 
tion). 

BAKON BITS and BAKE-N-KRisp (Petitioner) for fried bacon rinds. 


Petition for cancellation granted. 

The Board held that the resemblances between BAKUN CHIPs and each 
of petitioner’s marks, viz., BAKE-N-KRISP and BAKON BITs are such that 
there is a likelihood of confusion or mistake or deception of purchasers. 





